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The two hundred ten cases digested show a continuation of the trends evident in last month’s digests.  Decisions for respondents, which had historically run at 10% of total decisions, account for 22% of this month’s cases, a continuation of the 24% rate shown last month.  Most heartening is the number of panel decisions which have cited at least one prior panel decision.  That percentage, which had historically been 25% of the decisions jumped last month to 49%.  This month the percentage of cases citing at least one prior panel decision has increased to 61%.  One hopes that this indicates that panelists are taking the time to become familiar with prior decisions and the reasoning of prior panels in deciding issues similar to those before them in a given case.


Parties continue to prefer 1 person panels over three person panels by a 94 to 6 ratio.  The cases decided without the benefit of a response continued at almost half of all decided cases (49.8%).  This percentage may account to some degree for the percentage of decisions that favor the claimant.


This month’s digest could be called the <trademarksucks.com> digest, as we analyze in some detail cases which highlight the clash between the right of free expression on the Internet and the intellectual property rights of the mark holder.  We have selected six cases from this month’s decisions that discuss this conflict.  Of these, four found for the mark holder and two for the domain name registrant.  What is most instructive in these cases is less the outcome, although invaluable to the parties, and more the reasoning of the panelists, reasoning on which future panel decisions will increasingly rely. 


Two decisions deal with the classic <trademarksucks.com> domain name.  In Direct Line Group Ltd., Direct Line Insurance plc, Direct Line Financial Services Ltd., Direct Line Life Insurance Company Ltd., Direct Line Unit Trusts Ltd., Direct Line Group Services Ltd. v. Purge I.T., Purge I.T. Ltd., ICANN Case No. D2000‑0583, the domain name at issue was <directlinesucks.com>.  In addition to that domain name, respondents had registered the names of eighteen other well‑known British businesses with the addition of  "sucks" to the mark.  All the registrations were made on the same day, May 11, 1999.  Respondents said that their business enterprise was created in response to an article they had seen in The Times of London which described the establishment of a web site at <walmartsucks.com> by critics of Walmart, a chain of discount retail stores.


In addressing the matter before it, the Panel was openly solicitous of those who would use the Internet to express their criticisms of existing businesses: "Those who have genuine grievances against others or wish express criticisms of them – whether the objections are against commercial or financial institutions, against governments, against charitable, sporting or cultural institutions, or whatever – must be at liberty, within the confines set by the laws of relevant jurisdictions, to express their views.  If today they use a website or an email address for the purpose, they are entitled to select a Domain Name which leads others easily to them, if the name is still available." However, the Panel found that the respondents were not interested in free expression.  Rather they were professedly in the business of acquiring domain names which might prove embarrassing to business enterprises and selling such domain names to the businesses for a profit.  The Panel found no justification for such conduct, and ordered that the domain name at issue be transferred to the complainant.


<cabelassucks.com> was the domain name at issue in Cabela’s Incorporated v. Cupcake Patrol, ICANN Case No. FA0006000095080.  The respondent failed to respond to the complaint.  The Panel found that the respondent failed to make any use of the domain name at issue, and that the respondent had engaged in a pattern of registering similar domain names that infringed trademarks.  In its decision, the Panel recognized the importance of public comment:  "The Panel notes that the use of a "‑sucks" domain name may be justified by fair use or legitimate noncommercial use considerations for free expression forums.  However, this is not the situation in this case.  The Panel does not construe that the Respondent registered the domain name in order to express opinions or to seek opinions of others.  The Complaint indicates the Respondent registered this domain name in retaliation against the Complainant."  (The facts demonstrated that the complainant had requested that respondent transfer the name <cabela.com> to complainant, and respondent registered the domain name at issue shortly after this request.)  The Panel ordered that the domain name at issue be transferred to the complainant.


Two other cases, while not involving the classic <trademarksucks.com> domain name, involved the issue of the use of a mark in a domain name for the alleged purpose of expressing criticism of the mark holder.  In Compusa Management Company v. Customized Computer Training, ICANN Case No. FA0006000095082, the domain names at issue were <stopcompusa.com> and <bancompusa.com>.  The complainant alleged the domain names at issue were being used to disrupt the business of the complainant.  The respondent argued that his use of the marks were protected by the First Amendment of the United States Constitution, which, among other things,  guarantees to the people the right of free expression.  Respondent detailed a long history of dissatisfaction with complainant’s business practices.1


The Panel found that there was no confusion or similarity between the domain names at issue and the "COMPUSA" marks held by complainant.  Moreover, the panel found that the respondent had legitimate rights in the domain name "under the First Amendment. [Respondent’s] right to offer criticism of the goods and services provided by Complainant are as legitimate as any commercial activity."  The Panel ruled in favor of the respondent, stating: "After reading the pleadings, the Panelist is left with a bad taste.  Here a large company, faced with criticism from an individual, has attempted to use this process and procedure to stifle that criticism.  If the actions and conduct of Respondent are wrongful, then Complainant has access to the courts of law, where the truthfulness of the allegations made by Respondent can be challenged.  Use of this forum by Complainant in this context is inappropriate and constitutes ‘cyber‑bullying.’"


In Blue Cross and Blue Shield Association and Trigon Insurance Company, Inc. d/b/a Trigon Blue Cross Blue Shield v. Inter Active Communications, Inc., ICANN Case No. D2000‑0788, the respondent, who did not file a response, apparently indicated in communications to the complainant that the matter concerned the expression of respondent’s Constitutionally respected free speech.  The domain name at issue was <trigonbluecrossblueshield.com>.  The Panel stated: "The Panel believes that if the Respondent truly intends to exercise its Constitutionally guaranteed right of expression to provide critical reviews of the Complainant’s services, it could clearly do so without diluting the marks of the Complainants and specifically without using a domain name that would likely infringe and dilute those marks.  The Panel sees no reason why the Respondent should be free to dilute the Complainants’ famous marks and cause injury to the Complainants through use of the contested domain name that incorporates those very marks, when the Respondent can be clearly restrained, under the Lanham Act [a United States statute dealing with trademarks and unfair competition] provisions cited hereinbelow, from using those marks themselves in such a manner.  In the Panels’ [sic] mind, the fact that the contested domain name is a concatenation of those marks is of no consequence and is insufficient to enable the Respondent from escaping legal liability for their unauthorized and potentially injurious use."  The Panel ordered that the domain name be transferred to the complainants.


Finally, two of the more thoughtful analyses of this, or of any of the questions which have confronted the ICANN panels, are expressed in the cases of E. & J. Gallo Winery v. Hanna Law Firm, ICANN Case No. D2000‑0615, and Bridgestone Firestone, Inc., Bridgestone/Firestone Research, Inc., and Bridgestone Corporation v. Jack Myers, ICANN Case No. D2000‑0190.  Both cases carefully analyze prior panel and case precedent in arriving at their conclusions.  


The domain names at issue in the Gallo case were <bartlesandjaymes.com> and <bartlesandjaymes.net>.  The complainant was the owner of the U.S. trademarks "BARTLES & JAYMES."   Respondent alleged that it had registered the domain names "for the purpose of creating Constitutionally protected Consumer Advocacy Free Speech complaint sites."


The Panel stated that "[a]s a general proposition under United States law, [respondent] appears to have the right to establish  ‘complaint websites’ for the purpose of ‘allowing consumers to voice complaints’ about [complainant] and Bartles & Jaymes.  It appears also under United States law that [respondent] has the right to mention Bartles & Jaymes and its mark in the text at such a website.  However, it is not so clear that [respondent] is entitled to use the Bartles & Jaymes name or mark as part of [respondent’s] address for such a complaint website – notwithstanding respondent’s right to establish complaint websites under appropriate circumstances."


The Panel noted that several alternative vehicles for the free expression of complaints against complainant existed.  "Many addresses are available which would not impinge in anyway [sic] on the BARTELS & JAYMES [sic] mark.  [Respondent] consciously chose two addresses, each using the BARTLES & JAYMES mark, or a confusingly similar variant, to lead Internet users to the sites.  The uncontested global fame of the BARTLES & JAYMES mark is likely to lead Internet users to the complaint sites as readily as to any other site relating to Bartles & Jaymes’s products.  This undoubtedly is [respondent’s] hope.  Indeed, Internet users would have every reason to believe that, until they actually arrived at one of the [respondent] complaint sites, they were on their way to visiting a Bartles & Jaymes sponsored or authorized website.  [Respondent] is consciously counting on initial confusion to divert Internet users from sites meant to promote Bartles & Jaymes’s products to the [respondent] complaint websites."


"[Respondent’s] express disclaimers at the sites themselves come too late.  A domain name is not only an address, it is also a personal identifier.  [Respondent] is here using this identifier (a) to induce a visitor to a site in order to criticize the very entity whose name is used as the address for the site, and (b) to divert the visitor from a legitimate site authorized by the entity."


"The Panel does not find as a fact, and does not suggest, that [respondent`s] complaint websites are being utilized to sell goods or services.  The invitation at each website to "Contact us" and to "fill out the provided form" may fuel speculation that the [respondent] has developed a creative way to find clients for its personal injury practice.  However this is only speculation and is not grounded in any evidence in the record.  The Panel finds, on this record, that [respondent’s] use of the two complaint websites is 'noncommercial' (Policy, Paragraph 4.c.(iii)) and is not for ‘commercial gain’  (Policy, Paragraph 4.b.(iv))."


"Bally Total Fitness [Holding Corp. v. Faber, 29 F.Supp.2d 1161 (C.D. Cal. 1998)] does not avail [respondent], because the Bally court made it plain that, in contrast to the situation here, defendant "does not use Bally in his domain name." . . . "It is not difficult to conclude that [respondent’s] choice of the two domain names was to enable [respondent] to tarnish the BARTLES & JAYMES mark and to disrupt Bartles & Jaymes’s business.  That is the inherent, inevitable result of [respondent’s] use of the mark to entice Internet users to the complaint websites.  The availability of numerous other addresses for the complaint websites, plus the virtual identity between the BARTLES & JAYMES mark and the addresses for the two websites, buttress this conclusion.  Notwithstanding [respondent’s] free speech rights, it is fair to find that [respondent’s] selection of the BARTLES & JAYMES mark for use as the addresses of two complaint websites is not legitimate, is not fair use, and is designed to mislead and divert Bartles & Jaymes’s customers and potential customers to the complaint websites in order to tarnish the BARTLES & JAYMES mark in violation of the Policy, Paragraphs 4.a.(ii) and 4.c.(iii)."


"This likelihood is aggravated by [respondent’s] selection of two versions of the BARTLES & JAYMES mark, i.e. the ‘ .com’ and the ‘.net’ versions, and the establishment of two separate complaint websites.  This is hardly necessary and hardly consistent with a good faith use of the mark as a domain name. . . . As stated in the decision in WIPO Case No. D2000‑0300 – ". . . the right to express one’s views is not the same as the right to use another’s name to identify oneself as the source of those views."  The Panel directed that both of the domain names at issue be transferred to the complainant.


In Bridgestone Firestone, Inc., Bridgestone/Firestone Research, Inc., and Bridgestone Corporation v. Jack Myers, ICANN Case No. D2000‑0190, the analysis turned on a distinction between the use of the ".net" generic Top Level Domain (gTLD) as opposed to the ".com" gTLD.  Respondent, a former employee and current pensioner of the Firestone Tire and Rubber Company, had been engaged in a dispute with the complainants over pension payments for some ten years.  On August 28, 1999, respondent registered the domain name <bridgestone‑firestone.net>.  Respondent established a web site using the domain name which served as a "complaint" site for individuals who had complaints concerning complainant Bridgestone Firestone.  The home page at the site contained the following statement:  "This website is not affiliated in any way with Bridgestone/Firestone, Inc."


In determining that respondent’s use of the domain name at issue to designate a web site for criticism and commentary about the complainants constituted legitimate noncommercial use and fair use within the meaning of the Policy, the Panel examined both prior panel decisions and recent United States Federal judicial decisions.  "The ‘fair use doctrine applies in cyberspace as it does in the real world.’  See Brookfield Communications, Inc. v. West Coast Entertainment Corp.,174 F.3d 1036, 1065 (9th Cir. 1999). . . .In this case the Respondent is not using the website for commercial purposes and has not appropriated the <.com> domain, which the Complainants have themselves registered and are using for a commercial website.  This case is more closely analogous to the facts in Bally Total Fitness Holding Corp. v. Faber, 29 F.Supp.2d 1161 (C.D. Cal. 1998), one of the cases cited approvingly by the Ninth Circuit Court of Appeals in Brookfield on the fair use issue. In Bally, the court held that the defendant’s use of a trademark in an Internet site for purposes of consumer commentary and criticism did not infringe or dilute the plaintiff’s mark.  The court held that the defendant was ‘exercising his right to publish critical commentary about Bally’ and that he could not do so without making reference to Bally . . . ."


". . . In Bally, the defendant was not using the trademark in the domain name itself, however, but on the website, which prominently stated, inter alia, 'Bally sucks.'  The Bally court distinguished cybersquatting cases like Panavision International v. Toeppen, 141 F.3d 1316 (9th Cir. 1998) on the grounds that the use of the trademark in domain names in those cases created a high likelihood of consumer confusion, i.e., that reasonably prudent consumers would believe that the site using the appropriated name was the trademark owner’s site.  The Panel sees no reason to require domain name registrants to utilize circumlocutions like <trademark sucks.com> to designate a website for consumer commentary.  ‘We must be acutely aware of excessive rigidity when applying the law in the internet context; emerging technologies require a flexible approach.’  Brookfield, supra, 174 F.3d at 1054.  In the cybersquatting cases, the domain names in question generally were <trademark.com> domain names, which prevented the trademark holder from utilizing the customary commercial domain name for its ‘official’ site. . . . Here, however, the domain name registrant has not usurped the <.com> domain but has utilized only the <.net> domain, has posted disclaimers on the website homepage, and has included criticism and commentary on the site so that a reasonably prudent Internet user can tell that the site is not the trademark holder’s "official" site.2   See Western Hay Company v. Carl Forester, ICANN Case No. FA0001000093466 (Internet user who arrived at respondent’s ‘discussion forum’ website would not be confused)."


"This Panel is aware of the line of trademark infringement cases holding that <trademarksucks.com> domain names may be protected as free speech because of their "communicative content" while <trademark.com> domain names serve merely as ‘source identifiers’ and are thus unprotected. . . . The Panel declines, however, to adopt that distinction for purposes of analysis of the Policy’s requirements and notes that the Second Circuit Court of Appeals has recently expressly rejected this distinction because ‘the nature of the domain names is not susceptible to such a uniform, monolithic characterization,’ in view of the ‘lightning speed development’ and ‘extraordinary plasticity’ of both the Internet and the domain name system.  See Name.Space, Inc. v. Network Solutions Inc., 202 F.3d 573, 585 (2d Cir. 2000). . . .In Avery Dennison Corp. v. Sumpton, 189 F.3d 868 (9th Cir. 1999), a trademark dilution case, the Ninth Circuit Court of Appeals noted that the use of a <trademark.net> domain name rather than a <trademark.com> domain name raised genuine issues of material fact on virtually every element of the dilution claim . . . .  The Court noted that ‘<.net> applies to networks and <.com> applies to commercial entities,’ and that ‘a factfinder could infer that dilution does not occur with a <trademark.net> registration.’"


"In this case, the Respondent’s principal purpose in using the domain name appears not to be for commercial gain, but rather to exercise his First Amendment right to criticize the Complainants.  The use of the <trademark.net> domain name appears to be for the communicative purpose of identifying the companies, which are the subject of his complaints.  He is not misleadingly diverting users to his website, as he has not utilized the <.com> domain and has posted adequate disclaimers as to the source of the website.  It does not appear that his actions are intended to tarnish, or have tarnished, the complainants’ marks."


"Nor does it appear that Respondent’s registration and use of the Domain Name have harmed Complainants commercially.  Respondent’s use of the <.net> domain has not prevented Complainant from making its commercial presence known on the Internet.  The Panel notes that Complainants themselves have registered various <trademark.com> and <trademarksucks.com> domain names, but apparently decided not to register the <trademark.net> domain name before it was registered by Respondent.  Since there are now seven generic top level domains, with more in the process of being approved, as well as some 240 country top level domains, there are hundreds of domain name permutations available to Complainants.  Respondent’s use of one of those permutations other than the principal <.com> domain name for purposes of critical commentary is a legitimate noncommercial and fair use.  Complainants have thus failed to prove the second element of a claim for transfer of a domain name under the Policy."


Following is the digest of the recent ICANN decisions:
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825.
Transmedia Service Company, Inc. v. Alan Clore, Case No. FA0005000094741
a. Date:
June 7, 2000

Panelist(s):
Hon. Theodore R. Kupferman

Domain Name(s) at Issue:
<transmedia.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

826.
Businessway Computer Centers Inc. v. Logo Excellence, Case No. AF-217
a. Date:
July 18, 2000

Panelist(s):
James Jude Bridgeman

Domain Name(s) at Issue:
<businessway.net>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

827.
Fear Factory, Inc. v. 1 2 3 Speed, Case No. D2000-0626
a. Date:
July 28, 2000

Panelist(s):
Peter L. Michaelson

Domain Name(s) at Issue:
<fearfactory.net>

Response?:
No

Principle(s):

1) In absence of a response from the Respondent, the Panel finds all the facts and allegations submitted by the Complainant as true.

2) Respondent’s pattern of registering various domain names demonstrates that Respondent has the intent to:

a) sell the domain name in issue to the Complainant or a third party, 

b) prevent the Complainant from registering the domain name at issue, and

c) attract, for commercial gain, Internet users to Respondent’s site or other on-line location.

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(c), 4(d). 4(i)

Uniform Rules cited:
2(a), 4(a), 15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
15 USC § 1125(d)(1); 15 USC § 1125(d)(1)(B)(i); 15 USC § 1125(d)(1)(B)(ii).

828.
Butagaz v. Le Corze, Case No. D2000-0564
a. Date:
July 29, 2000

Panelist(s):
Olivier Iteanu

Domain Name(s) at Issue:
<butagaz.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

829.
Nintendo of America Inc. v. Max Maximus, Case No. D2000-0588
a. Date:
August 1, 2000

Panelist(s):
J.C. Thomas

Domain Name(s) at Issue:
<gameb0y.com> (spelled with the number zero in place of the letter “o”)

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4, 4(a), 4(b)(i)

Uniform Rules cited:
5, 15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

830.
Lusomundo-Sociedade Gestora de Parcipacoies Sociais, S.A. and Lusomundo 
Audiovisuais, S.A. v. InmoSoria and Andres Ceballos Moscoso, Case No. D2000-
0523
a. Date:
August 2, 2000

Panelist(s):
Roberto A. Bianchi

Domain Name(s) at Issue:
<lusomundo.com>

Response?:
Yes

Principle(s):

1) “The Panel considers that by not using the domain name – other than by posting an ‘under construction’ legend – a registrant renounces to a very important means of proving that he might have rights or legitimate interest on the domain name.”

2) Passive holding of a domain name is evidence of bad faith.

Result:
Name transfer

Policy cited:
4, 4(a)(ii), 4(b)(i), 4(b)(iii), 4(c), 4(i)

Uniform Rules cited:
4(b)(xv), 5(b)(viii), 5(b)(ix), 10(a), 15

Panel Decisions cited:
Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

831.
Jupiters Limited v. Aaron Hall, Case No. D2000-0574
a. Date:
August 3, 2000

Panelist(s):
D. J. Ryan

Domain Name(s) at Issue:
<jupiterscasino.com, jupiters-casino.com>

Response?:
No

Principle(s):

1) The circumstances that determine bad faith are not limited to those specified in ICANN Policy 4(b), many other circumstances may evidence bad faith.

Result:
Names transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv)

Uniform Rules cited:
2(a), 3(b)(v)

Panel Decisions cited:
Telstra v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

832.
Rita Rudner v. Internetco Corp., Case No. D2000-0581
a. Date:
August 3, 2000

Panelist(s):
David H. Bernstein

Domain Name(s) at Issue:
<ritarudner.com>

Response?:
No

Principle(s):

1) The Panel found it appropriate to consider information (e.g. web sites) that was part of the public record in determining this proceeding.

2) “Although Complainant has not alleged ownership of a trademark registration for ‘Rita Rudner,’ her use of her name to indicate the source of her books, movies, stand-up comedy routines, and other goods and services, is more than enough to establish common law trademark rights.  Moreover, Complainant also uses her name in connection with her company.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(b)(ii), 4(b)(iv)

Uniform Rules cited:
2(a), 4(a), 14(b)

Panel Decisions cited:
Quixtar Investments, Inc. v. Scott A. Smithberger and QUIXTAR-IBO, Case No. D2000-0138; Julia Fiona Roberts v. Russell Boyd, Case No. D2000-0210; Jeanette Winterson v. Mark Hogarth, Case No. D2000-0235.

Judicial decisions and statutes cited:
None

833.
McNeil Consumer Brands Inc. v. Mirweb Solutions, Case No. D2000-0612
a. Date:
August 3, 2000

Panelist(s):
Clive Duncan Thorne

Domain Name(s) at Issue:
<tylenol.org>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(i)

Uniform Rules cited:
2(a), 15

Panel Decisions cited:
Telstra Corp. Limited v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

834.
E. & J. Gallo Winery v. Hanna Law Firm, Case No. D2000-0615
a. Date:
August 3, 2000

Panelist(s):
David W. Plant

Domain Name(s) at Issue:
<bartlesandjaymes.com, bartlesandjaymes.net>

Response?:
Yes

Principle(s):

1) “As a general proposition under United States law, [a party] appears to have the rights to establish “complaint websites” for the purpose of ‘allowing consumers to voice complaints’ about a company.  It appears also under United States law that [a party] has the right to mention the [company’s name] and its mark in the text of such a website.  However, it is not so clear that a party is entitled to use the company name or mark as part of the party’s address for such a complaint website.”

2) The evidence shows that Respondent registered the domain names to adversely affect and tarnish the Complainant’s business; therefore, Respondent acted in bad faith.

Result:
Names transfer

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i), 4(b)(iii), 4(b)(iv), 4(c), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
None

Panel Decisions cited:
DFO, Inc. v. Christian Williams, Case No. D2000-0181; Mission KwaSizabantu v. Benjamin Rost, Case No. D2000-0279.

Judicial decisions and statutes cited:
New Kids on the Block v. News America Publishing, Inc., 971 F.2d 302 (9th Cir. 1992); Bally Total Fitness Holding Corp. v. Faber, 29 F. Supp.2d 1161 (C.D. Cal. 1998).

835.
Valigene Corporation v. CPIC Net, Case No. FA0005000094861
a. Date:
August 4, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<valigen.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

i. Panel Decisions cited:
Microsoft Corp. v. Amit Mehrotra, Case No. D2000-0053; State Farm v. Try Harder & Co., Case No. FA0005000094730; Cree, Inc. v. The Domain Name You Have Entered is For Sale, Case No. 0005000094790; Telstra Corp. v. Nuclear Marshmallows, Case No. D2000-0003.

j. Judicial decisions and statutes cited:
None

836.
ImproveNet, Inc. v. Jason A. Yelowitz, Case No. FA0006000095043
a. Date:
August 4, 2000

Panelist(s):
Hon. Carolyn Marks Johnson

Domain Name(s) at Issue:
<improvenet.net>

Response?:
No

Principle(s):

1) “Passive holding of the domain name is use of the domain name in bad faith.”

2) Respondent demonstrates bad faith by registering and using the domain name for the purpose of disrupting the business of a competitor.

Result:
Name transfer

Policy cited:
4(a), 4(b)(iii), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Internet America Inc. v. Internet America, Case No. D2000-0355; World Wrestling Fed. Entertainment, Inc. v. Bosman, Case No. D0099-0001; Telstra Corp. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

837.
L.L. Bean, Inc. v. Cupcake Patrol, Case No. FA0007000095105
a. Date:
August 4, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<lllbean.com>

Response?:
No

Principle(s):

1) Respondent demonstrated bad faith when he registered the domain name to “…divert customers from the Complainant’s on-line location to another site for commercial gain.”

Result:
Name transfer

Policy cited:
4(a), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Bama Rags, Inc. v. Zuccarini, Case No. FA0003000094380.

Judicial decisions and statutes cited:
None

838.
Dollar Financial Group, Inc. v. RXW Management, Case No. FA0007000095108
a. Date:
August 4, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<onlineloanmart.com>

Response?:
No

Principle(s):

1) Passive or non-use of a domain name is evidence of bad faith.

2) Respondent registering the domain name for the purpose of selling it in excess of out-of-pocket expenses is evidence of bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Telstra Corp. v. Nuclear Marshmallows, Case No. D2000-0003; The Step2 Co. v. Softastic.com Corp., Case No. D2000-0393.

Judicial decisions and statutes cited:
None

839.
Reuters Limited v. Ghee Khaan Tan, Case No. D2000-0670
a. Date:
August 4, 2000

Panelist(s):
Tony Willoughby

Domain Name(s) at Issue:
<ereuters.com>

Response?:
Yes

Principle(s):

1) “In the Trade Mark context confusing similarity is measured not simply by reference to the marks themselves but also by reference to the categories of goods or services in relation to which they are used.”

2) “For the Panel to hold that the Respondent is a liar, the circumstantial evidence has to be overwhelmingly in favor of the Complainant.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(ii), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iv), 4(c)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

840.
Great Southern Wood Preserving, Inc. v. TFA Associates, Case No. 
FA0007000095169
a. Date:
August 5, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<greatsouthernwood.com>

Response?:
No

Principle(s):

1) The Respondent demonstrates bad faith when he registered the domain name to use as a portal site to its web site for commercial gain.

Result:
Name transfer

Policy cited:
4(a), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Internet America Inc. v. Internet America, Case No. D2000-0355; America Online, Inc. v. Tencent Communications Corp., Case No. FA0002000093668.

Judicial decisions and statutes cited:
None

841.
Blue Max Technology v. Compudigital Industries, Case No. FA0007000095107
a. Date:
August 6, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<bluemax.com>

Response?:
No

Principle(s):

1) “Failure to respond to the Complaint permits the inference that the use of the Complainant’s mark is misleading and Respondent has no rights or legitimate interests in the domain name in question.”

2) “Attracting users to a website or other on-line location by creating a likelihood of confusion with the Complainant’s mark as to the source of the website is evidence of bad faith registration and use.”

3) Passive holding of a domain name is evidence of bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

b. Panel Decisions cited:
Hewlett-Packard Co. v. Full System, Case No. FA0094637; America Online, Inc. v. Tencent Communications Corp., Case No. FA0002000093668; Telstra Corp. v. Nuclear Marshmallows, Case No. D2000-0003; Hitachi, Ltd. v. Fortune Int’l Dev. Ent., Case No. D2000-0412.

Judicial decisions and statutes cited:
None

842.
The Chase Manhattan Corporation and Robert Fleming Holdings Limited v. 
Entertainment Charlotte, Case No. D2000-0619
a. Date:
August 6, 2000

Panelist(s):
Jeffrey M. Samuels

Domain Name(s) at Issue:
<chasefleming.net, chase-fleming.net, chase-flemings.net, chasefleming.org, chaseflemings.org, chase-fleming.org, chase-flemings.org>

Response?:
No

Principle(s):

Result:
Names transfer

Policy cited:
4(a), 4(b)(i), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

843.
Christies Inc. v. Ola Ljungberg, Case No. DNU2000-0002
a. Date:
August 6, 2000

Panelist(s):
Clive Duncan Thorne

Domain Name(s) at Issue:
<christies.nu>

Response?:
No

Principle(s):

1) Respondent demonstrates bad faith by owning other domain name registrations that incorporate other well known trademarks. 

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(b)(iv), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

844.
Lawrence Dick McGee aka Dick Masters v. Aadvanced Website Technologies, Case 
No. FA0006000094989
a. Date:
August 7, 2000

Panelist(s):
Hon. Irving H. Perluss

Domain Name(s) at Issue:
<dickmasters.net>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

845.
Casual Corner Group, Inc. v. Neil Young, Case No. FA0007000095112
a. Date:
August 7, 2000

Panelist(s):
Charles K. McCotter, Jr.

Domain Name(s) at Issue:
<liveinit.com>

Response?:
Yes

Principle(s):

1) “The fact that Respondent has not yet actually made any use of the domain name does not undermine the fact that Respondent has shown demonstrable preparations to use the domain name.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(i)

Uniform Rules cited:


Panel Decisions cited:
Mondich and Amer. Vintage Wine Biscuits, Inc. v. Brown, Case No. D2000-0004.

Judicial decisions and statutes cited:
None

846.
Bass Hotels & Resorts, Inc. v. Mike Rodgerall, Case No. D2000-0568
a. Date:
August 7, 2000

Panelist(s):
M. Scott Donahey, David H. Bernstein, Frederick M. Abbott

Domain Name(s) at Issue:
<basshotel.com>

Response?:
No

Principle(s):

1) “The use of a domain name which is confusingly similar or identical to a trademark or service mark, where the domain name resolves or links to sexually explicit web sites has been held to constitute bad faith registration and use, by attracting for commercial gain users to a web site by creating a likelihood of confusion as to sponsorship or affiliation.

2) “The fact that the offending use of the web site ceased sometime prior to the issuance of the Panel’s decision, does not change the fact that the domain name at issue ‘has been registered and is being used in bad faith,’ since the phrase ‘is being used’ has been interpreted to refer not to a particular point in time, but to any time during the period of time following registration of the domain name at issue.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(iv), 4(i)

Uniform Rules cited:
2(a), 15(a)

i. Panel Decisions cited:
Alcoholics Anonymous World Services, inc. v. Raymond, Case No. D2000-0007; Ronson Plc v. Unimetal Sanayai ve Tic.A.S., Case No. D2000-0011; Document Technologies, Inc. v. International Electronic Communications, Inc., Case No. D2000-0270; National Football League Properties Inc. &. Chargers Football Company v. One Sex Entertainment Co., a/k/a Chargergirls.net, Case No. D2000-0118; Nokia Corporation v. Nokiagirls.com a/k/a IBCC, Case No. D2000-0102; CCA Industries, Inc. v. Bobby R. Dailey, Case No. D2000-0148; MatchNet plc v. MAC Trading, Case No. D2000-0205; WWF v. Bessette, Case No. D2000-0256; Oxygen Media, LLC v. Primary Source, Case No. D2000-0362; Rita Rudner v. Internetco Corp., Case No. D2000-0581; Ingersoll-Rand Co. v. Frank Gully, d/b/a Advcomren, Case No. D2000-0021; Chernow Communications, Inc. v. Jonathan D. Kimball, Case No. D2000-0119; America Networks Inc. v. Tariq Masood and solo Signs, Case No. D2000-0131.

j. Judicial decisions and statutes cited:
None

847.
Young Genius Software AB v. MWD, James Vargas, Case No. D2000-0591
a. Date:
August 7, 2000

Panelist(s):
Dave Perkins

Domain Name(s) at Issue:
<younggenius.com>

Response?:
Yes

Principle(s):

1) “Consideration of the propriety of domain name registrations cannot be confined to comparisons with trade mark registrations or other rights in the country where the Respondent’s site is hosted.  It is, therefore, relevant to consider the effects of a domain name registration and use in relation to the use of identical or confusingly similar trade marks in other countries.”

2) Well known unregistered marks do have trade mark rights for the purpose of the ICANN Policy.

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 5, 10(a), 10(b)

Panel Decisions cited:
Bennett, Coleman & Co Ltd. v. Steven S. Lalwani, Case No. D2000-0014 and D2000-0015; Jeanette Winterson v. Mark Hogarth, Case No. D2000-0235; SeekAmerica Networks Inc .v. Tariq Masood and Solo Signs, Case No. D2000-0131.

Judicial decisions and statutes cited:
None

848.
Ruben L. Lopez v. Irish Realty Corporation, Case No. FA0005000094906
a. Date:
August 8, 2000

Panelist(s):
Tyrus R. Atkinson, Jr., Esq.; David H. Bernstein, Esq.; and Hon. Karl V. Fink

Domain Name(s) at Issue:
<rockcity.com>

Response?:
Yes

Principle(s):

1) Where Respondent has shown that he does have a legitimate interest in the domain name under the ICANN Policy, the Complainant must seek a proper forum, such as a court of law where it provides for discovery and the like, to adjudicate that Respondent’s domain name is causing confusion and constitutes infringement.

2) Complainant’s failure to properly serve Respondent is immaterial where Respondent received actual notice of this proceeding and submitted a response on the merits.

Result:
Decision for Respondent

Policy cited:
4(a), 4(c)(i)

Uniform Rules cited:
None

Panel Decisions cited:
Document Technologies, Inc. v. International Electronic Communications Inc., Case No. D2000-0270; Inter-Continental Hotels Corp. v. Khaled Ali Soussi, Case No. D2000-0252.

Judicial decisions and statutes cited:
None

849.
Ruben L. Lopez v. Rock-City, Case No. FA0005000094907
a. Date:
August 8, 2000

Panelist(s):
Tyrus R. Atkinson, Jr., Esq.; David H. Bernstein, Esq.; and Hon. Karl V. Fink

Domain Name(s) at Issue:
<rock-city.com>

Response?:
Yes

Principle(s):

1) Where Respondent has shown that he does have a legitimate interest in the domain name under the ICANN Policy, the Complainant must seek a proper forum, such as a court of law where it provides for discovery and the like, to adjudicate that Respondent’s domain name is causing confusion and constitutes infringement.

2) Complainant’s failure to properly serve Respondent is immaterial where Respondent received actual notice of this proceeding and submitted a response on the merits.

Result:
Decision for Respondent

Policy cited:
4(a)

Uniform Rules cited:
None

Panel Decisions cited:
Document Technologies, Inc. v. International Electronic Communications Inc., Case No. D2000-0270; Inter-Continental Hotels Corp. v. Khaled Ali Soussi, Case No. D2000-0252.

Judicial decisions and statutes cited:
None

850.
Niche Magazine, Inc. v. Niche Interactive Audio Magazine, Case No. 
FA0006000095039
a. Date:
August 8, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<nichemagazine.com>

Response?:
No

Principle(s):

1) “Adding the descriptive term ‘magazine’ does not change the appearance, sound, or meaning of the Complainant’s registered mark.”

2) “The Failure of Respondent to produce evidence sufficient to rebut Complainant’s allegations entitles the Panel to conclude that Respondent has no such rights or legitimate interests in respect of the domain name at issue.”

3) “While the services differ, a likelihood of confusion as to the source or endorsement of Respondent’s website has been created as a result of the similarities between the Complainant’s mark and the domain name in question;” this is evidence of bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(b)(iv)

Uniform Rules cited:
2(a)

Panel Decisions cited:
State Farm v. Kaufman, Case No. FA0003000094335; Parfums Christian Dior v. QTR Corp., Case No. D2000-0023.

Judicial decisions and statutes cited:
None

851.
General Media Communications, Inc. v. Sean McCabe, Case No. FA0006000095073
a. Date:
August 8, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<penthousex.com, penthousex.net>

Response?:
No

Principle(s):

1) “Using a domain name to attract Internet users to your website by creating a likelihood of confusion with the Complainant’s mark is evidence of bad faith.”

2) “Passive holding of a domain name constitutes use of the domain name in bad faith.

Result:
Names transfer

Policy cited:
4(a), 4(b)(iii), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
General Media Communications, Inc. v. JMR Creations, Case No. FA0004000094387; Fossil, Inc. v. NSA, Case No. FA0001000092525; Cunard Line Ltd. v. Champion Travel, Inc., Case No. FA0001000092053; America Online, Inc. v. Avrasya Yayincilik Danismanlik Ltd., Case No. FA0002000093679; Busy Body, Inc. v. Fitness Outlet, Inc., Case No. D2000-0127; Telstra Corp. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

852.
V&S Vin & Sprit Aktiebolag v. Tyler Kownacki, Case No. FA0006000095079
a. Date:
August 8, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<absolutmandrin.com>

Response?:
No

Principle(s):

1) “The top level of a domain name…does not affect the domain name for the purpose of determining whether it is identical or confusingly similar.”

2) Respondent demonstrates bad faith when he knew or should have known of the Complainant’s famous mark.

3) “Passive holding of a domain name is evidence of bad faith.”

Result:
Name transfer

Policy cited:
4(a), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Rollerblade, Inc .v. McCrady, Case No. D2000-0429; Geocities v. Geocities.com, Case No. D2000-0326; Charles Jourdan Holding AG v. AAIM, Case No. D2000-0403; Telstra Corp. v. Nuclear Marshmallows, Case No. D2000-003.

Judicial decisions and statutes cited:
None

853.
High/Scope Educational Research Foundation v. The Professional Crisis 
Management Association, Inc., Case No. FA0007000095109
a. Date:
August 8, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<highscope.com>

Response?:
No

Principle(s):

1) Respondent demonstrates that he does not have a legitimate interest in the domain name when he “…claimed an intention to use the domain name for an Internet business and then indicated that he was going to use the domain name as a behavior consulting business.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Charles, Jourdan Holding AG v. AAIM, Case No. D2000-0403; The Avenue, Inc. & United Retail Inc. v. Guirguis, Case No. D2000-0013.

Judicial decisions and statutes cited:
None

854.
Philip Berber v. Karl Flanagan and KP Enterprises, Case No. D2000-0661
a. Date:
August 8, 2000

Panelist(s):
Dawn Osborne

Domain Name(s) at Issue:
<philipberber.com>

Response?:
No

Principle(s):

1) The Complainant has established common law rights in the name where “…press reports surrounding the success of his business show that he has a significant reputation in the field of electronic trading of stocks over the Internet.”

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(b)(ii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

855.
Telia AB v. Alex Ewaldsson and Birgitta Ewaldsson, Case No. D2000-0599
a. Date:
August 8, 2000

Panelist(s):
Jonas Gulliksson

Domain Name(s) at Issue:
<itelia.net, itelia.org, teliaacademy.com, teliaacademy.net, teliaaccess.com, teliaaccess.net, teliaaccess.org, teliaaktie.com, teliaaktie.net, teliaaktie.org, teliaaktien.com, teliaaktier.com, teliaaktier.net, teliaaktier.org, teliaassist.com, teliaassist.net, teliaassist.org, teliabetaljanster.com, teliabetaljanster.net, teliabetaltv.com, teliabetaltv.net, teliabilling.com, teliabilling.net, teliabilling.org, teliabredband.com, teliabredband.net, teliabredband.org, teliabroadband.com, teliabroadband.net, teliabroadband.org, teliabusiness.com, teliabusiness.net, teliabusiness.org, teliacable.com, teliacable.net, teliacable.org, teliacard.com, teliacard.net, teliacard.org, teliacarrier.com, teliacarrier.net, teliacontracting.com, teliacontracting.net, teliadata.com, teliadata.net, teliadata.org, teliaengineering.com, teliaengineering.net, teliafelanmalan.com, teliafelanmalan.net, teliafinance.com, teliafinance.net, teliafinance.org, teliafinans.net, teliafond.com, teliafond.net, teliafond.org, teliafonder.com, teliafonder.net, teliafonder.org, teliaforetag.com, teliaforetag.net, teliaforetag.org, teliaforsakring.com, teliaforsakring.net, teliahandel.net, teliainfo.com, teliainfo.net, teliainfo.org, teliainfomediapartner.com, teliainfomediapartner.net, teliainfomediareklam.com, teliainfomediareklam.net, teliainfomediareklam.org, teliainfomediarespsons.com, teliainfomediarespons.net, teliainstrument.com, teliainstrument.net, teliainter.com, teliainter.org, teliainternational.com, teliainternational.net, teliainternet.org, teliait.com, teliait.net, teliait.org, teliakabel.com, teliakabel.net, teliakabel.org, teliakabeltv.com, teliakabeltv.net, teliakabeltv.org, teliakompetens.com, teliakompetens.net, teliakonferens.com, teliakonferens.net, teliakraftnat.com, teliakraftnat.net, teliakraftnat.org, teliakund.com, teliakund.net, teliakund.org, teliakundtjanst.com, teliakundtjanst.net, teliakundtjanst.org, teliakundutbildning.com, teliakundutbildning.net, telialight.net, teliamarknad.com, teliamarknad.net, teliamarknad.org, teliamarknadsbolag.com, teliamarknadsbolag.net, teliamega.com, teliamegacom.com, teliamobil.com, teliamobil.net, teliamobil.org, teliamobile.com, teliamobile.org, telia-mobile.com, telia-mobile.net, telia-mobile.org, teliamobiles.com, teliamobiles.net, teliamobiles.org, teliamobilesatellite.com, teliamobilesatellite.net, teliamobilesatellite.org, telianara.com, telianara.net, telianara.org, telianat.com, telianat.net, telianat.org, telianattjanster.com, telianattjanster.net, telianet.com, telianet.net, telianet.org, telianetport.com, telianetport.net, telianetwork.com, telianetwork.net, telianetwork.org, telianetworkservices.com, telianetworkservices.net, telianetworkservices.org, telianorway.com, telianorway.net, telianorway.org, teliaonline.net, teliaonline.org, teliaoptic.com, teliaoptic.net, teliaoptic.org, teliaoptioner.com, teliaoptioner.net, teliaoptioner.org, teliaoverseas.com, teliaoverseas.net, teliaprivat.com, teliaprivat.net, teliapromotor.com, teliapromotor.net, teliaprosoft.com, teliaprosoft.net, teliapubli.com, teliapubli.net, teliapublic.com, teliapublic.net, teliapublic.org, teliapublicom.com, teliapublicom.net, teliapublicom.org, teliaresearch.com, teliaresearch.net, teliasales.com, teliasales.net, teliasales.org, teliaserver.com, teliaserver.net, teliaserver.org, teliaservice.com, teliaservice.net, teliaservice.org, teliastock.com, teliastock.net, teliastock.org, teliasupport.net, teliasupport.org, teliasweden.com, teliasweden.net, teliasweden.org, teliaswedtel.com, teliaswedtel.net, teliasverige.com, teliasverige.net, teliasystems.com, teliasystems.net, teliasystems.org, teliatel.com, teliatel.net, teliatel.org, teliatele.com, teliatele.net, teliatele.org, teliatelecom.com, teliatelecom.net, teliatelecom.org, teliatradebase.com, teliatradebase.net, teliatradebase.org, teliatrading.net, teliatreasury.com, teliatreasury.net, teliautland.com, teliautland.net, teliavalidation.com, teliavalidation.net, teliaweb.com, teliaweb.net, teliaweb.org, teliavideo.com, teliavideo.net, teliavideo.org, teliawap.net, teliawork.com, teliawork.net, teliaworkservices.com, teliaservices.net, teliaworldwide.com, teliaworldwide.net, teliaab.com, teliaab.net, teliaab.org, teliaaktien.net, teliaaktien.org, telia1.com, telia1.net, telia1.org, telia-se.com, telia-se.net, telia-se.org>

Response?:
No

Principle(s):

1) Where the Respondent had not registered a certain domain name (here, <itelia.org>), the Panel cannot transfer such domain name to the Complainant.

2) Respondent demonstrates he acted in bad faith when he knew or should have known of Complainant’s famous mark and offered to sell it beyond the out-of-pocket expenses.

Result:
Names transfer (except <itelia.org>)

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

856.
Telia Infomedia Reklam AB v. Eurocall S-Verige AB, Case No. AF-0254
a. Date:
August 9, 2000

Panelist(s):
Richard Hill

Domain Name(s) at Issue:
<gulasidorna.net>

Response?:
No

Principle(s):

1) “Given that the respondent registered its domain name and created its web site several years after the complainant offered its services, this panel holds that there is clear evidence that the respondent has no legitimate rights in the contested domain name.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(iv)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

857.
V&S Vin & Sprit Aktiebolag v. Gunnar Hedenlans Peev, Case No. 
FA0006000095078
a. Date:
August 9, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<absolutcitron.com>

Response?:
No

Principle(s):

1) “Passive holding of the domain name with the knowledge that it infringes on a trademark of another is evidence of bad faith.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(ii), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Wal-Mart Stores, Inc. v. Walmarket Canada, Case No. D2000-0150; Telstra Corp. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

858.
Deutsche Bank AG v. Multigestiones Puertonorte S.L., Case No. D2000-0559
a. Date:
August 9, 2000

Panelist(s):
Dawn Osborne

Domain Name(s) at Issue:
<deutschebankag.net, deutschebankag.org, deutschebank-ag.com, deutschebank-ag.org, deutschebank-ag.net, deutschebank-group.com>

Response?:
No

Principle(s):

1) Respondent seems to have a pattern of registering domain names so as to later sell them in excess of out-of-pocket costs; this is evidence of registration and use in bad faith.

Result:
Names transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(b)(i), 4(b)(iii), 4(b)(iv)

Uniform Rules cited:
2(a)

Panel Decisions cited:
World Wrestling Federation Entertainment, Inc. v. Michael Bosman, Case No. D99-0001; Harrods Ltd. v. Robert Boyd, Case No. D2000-0060; Cellular One Group v. Paul Brien, Case No. D2000-0028.

Judicial decisions and statutes cited:
None

859.
Indiska Magasinet AB v. P & G, Case No. D2000-0542
a. Date:
August 9, 2000

Panelist(s):
Jonas Gulliksson

Domain Name(s) at Issue:
<indiska.com>

Response?:
No

Principle(s):

1) “Courts have recognized that consumers expect to find a company on the Internet at a domain name address comprised of the company’s name or mark.”

2) “A customer who is unsure about a company’s domain name will often guess that the domain name is also the company’s name…[A] domain name mirroring a corporate name may be a valu[able] corporate asset, as it facilitates communication with a customer base.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
Panavision Int’l, L.P. v. Toeppen, 141 F.3d 1316 (9th Cir. 1998).

860.
Michigan Economic Development Corporation v. Paul W. Steinorth Construction, 
Inc., Case No. AF-0262
a. Date:
August 10, 2000

Panelist(s):
Kevin Trock

Domain Name(s) at Issue:
<travelmichigan.com>

Response?:
Yes

Principle(s):

Result:
Decision for Respondent

Policy cited:
4(a), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(i)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

861.
EMKA-Incorporated v. E.K.M.A. Inc., Case No. FA0007000095133
a. Date:
August 10, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<emka.com>

Response?:
No

Principle(s):

1) Passive or non-use of a domain name is evidence of registration and use in bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Deutsche Bank AG v. Diego-Arturo Bruckner, Case No. D2000-0277; Geocities v. Geocities.com, Case No. D2000-0326; Telstra Corp. v. Nuclear Marshmallows, Case No. D2000-0003; Mondich & Amer. Vintage Wine Biscuits, Inc. v. Brown, Case No. D2000-0004.

Judicial decisions and statutes cited:
None

862.
INACAP – Instituto Nacional de Capacitacion Profesional v. Patricio Ojeda, Case 
No. FA0007000095163
a. Date:
August 10, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<inacap.com>

Response?:
No

Principle(s):

1) “As a result of the Respondent’s failure to respond, all reasonable inferences of fact in the Complaint will be deemed true.”

2) The circumstances that determine bad faith are not limited to those specified in ICANN Policy 4(b), many other circumstances may evidence bad faith.

3) “Making insulting changes to a duplicate of the Complainant’s authentic site and linking the site to pornographic material is evidence of bad faith.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(iii), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Talk City, Inc. v. Robertson, Case No. D2000-0009; Ty, Inc. v. O.Z. Names, Case No. D2000-0370; CBS Broadcasting, Inc. v. LA-Twilight-Zone, Case No. D2000-0397.

Judicial decisions and statutes cited:
None

863.
Yahoo! Inc. and GeoCities v. Data Art Corp., DataArt Enterprises, Inc., Stonybrook 
Investments, Global Net 2000, Inc., Powerclick, Inc., and Yahoo Search, Inc., Case 
No. D2000-0587
a. Date:
August 10, 2000

Panelist(s):
M. Scott Donahey

Domain Name(s) at Issue:
<ayhoo.com, chatyahoo.com, eeeyahoo.com, eocities.com, foreleven.com, gecities.com, geocitie.com, geocitiesyahoo.com, geocitis.com, geocties.com, geosities.com, gocities.com, goecities.com, iahoo.com, myahoo.com, myyahoo.com, our11.com, wwwchatyahoo.com, wwwfour11.com, wwwgeocities.com, wwwmyyahoo.com, yafoo.com, yahll.com, yahooguide.com, yahoonews.com, yahoosearch.com, yahomail.com, yahos.com, yahow.com, yahu.com, yahuu.com, yahwho.com, yahwoo.com, yanoo.com, yauoo.com, yyahoo.com>

Response?:
No

Principle(s):

1) Complainant provided proof that the entities who registered the domain names at issue are “inter-linking and identical.”  Therefore, the Panel, having broad discretion under ICANN Rule 4(f), consolidated the cases.

2) Since both parties are domiciled in the United States, the Panel, in its discretion, finds that the United States laws and principles of law of the United States are relevant to this proceeding.

3) Respondent demonstrates bad faith by engaging in “typosquatting.” The Respondent makes slight changes to trademarks and service marks of others in hopes that Internet users, who seek to visit the web site of the mark holders, might inadvertently make a typographical error and be taken to a web site constructed by Respondent to profit from this confusion.

Result:
Names transfer

Policy cited:
4(a), 4(b)(iv), 4(f), 4(i)

Uniform Rules cited:
2(a), 15(a)

b. Panel Decisions cited:
Alcoholics Anonymous World Services, Inc. v. Raymond, Case No. D2000-0007; Ronson Plc v. Unimetal Sanayai ve Tic.A.S., Case No. D2000-0011; Adobe Systems Incorporated v. Domain Oz, Case No. D2000-0057; American Media Operations, Inc. v. Erik Simons, Case No. AF-0134; AOL v. Asian On-Line This Domain For Sale, Case No. FA0004000094636; Yahoo! Inc. v. Zviely, et al, Case No. D2000-0273; National Football League Properties Inc. & Chargers Football Company v. One Sex Entertainment Co., a/k/a Chargergirls.net, Case No. D2000-0118.

Judicial decisions and statutes cited:
None

864.
Boehringer Ingelheim Corporation v. Kumar Bhatt, Case No. FA0006000095011

a. Date:
August 11, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<micardis.com, telmisartan.com, meloxicam.com>

Response?:
Yes

Principle(s):

1) “The failure of Respondent to produce any evidence sufficient to rebut Complainant’s allegations entitles the Panel to conclude that Respondent has no rights or legitimate interests in respect of the three domain names in dispute.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii)

Uniform Rules cited:
None

Panel Decisions cited:
Rollerblade, Inc. v. McCrady, Case No. D2000-0429; Telstra Corp. Ltd. v. Barry Cheng Kwok Chu, Case No. D2000-0423; Parfums Christian Dior v. Q.T.R. Corp., Case No. D2000-0023.

Judicial decisions and statutes cited:
None

865.
Wal-Mart Stores, Inc. v. Lars Stork, Case No. D2000-0628
a. Date:
August 11, 2000

Panelist(s):
Hon. Sir Ian Barker

Domain Name(s) at Issue:
<wal-mart-europe.com>

Response?:
No

Principle(s):

1) “The fact of soliciting the sale and placing the domain name on the Internet for sale has been regarded in an number of WIPO cases as being evidence of abuse and bad faith.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(b)(iii), 4(b)(iv), 4(c), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
British Telecommunications Plc and Others v. One in a Million Ltd and Others [1999] 1 WLR 903; Panavision International LP v. Toeppen, 141 F.3d 1315 (9th Cir. 1998).

866.
Benefitslink.com, Inc. v. Mike Haynes, Case No. FA0007000095164
a. Date:
August 13, 2000

Panelist(s):
James A. Crary

Domain Name(s) at Issue:
<ebenefitslink.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

867.
Direct Line Group Ltd, Direct Line Insurance plc, Direct Line Financial Services 
Ltd, Direct Line Life Insurance Company Ltd, Direct Line Unit Trusts Ltd, Direct 
Line Group Services Ltd v. Purge I.T., Purge I.T. Ltd, Case No. D2000-0583
a. Date:
August 13, 2000

Panelist(s):
William R. Cornish

Domain Name(s) at Issue:
<directlinesucks.com>

Response?:
Yes

Principle(s):

1) Adding a pejorative verb, such as “sucks”, to Complainant’s name does not create a new or different mark in which Respondent has rights.

2) The Panel must consider all circumstances in determining whether Respondent’s purpose for registering the domain name was, as claimed by Respondent, to promote free expression.  Here, there was evidence that Respondent had a pattern of registering high profile marks so as to later sell them beyond the out-of-pocket costs.  In consider all the evidence, Respondent demonstrates that he acted in bad faith.

Result:
Name transfer to the Second Complainant

Policy cited:
4(a), 4(b), 4(b)(i)

Uniform Rules cited:
2(a), 2(h)

i. Panel Decisions cited:
Dixons Group PLC v. Purge I.T. and Purge I.T. Ltd, Case No. D2000-0584; Freeserve PLC v. Purge I.T. and Purge I.T. Ltd, Case No. D 2000-0585; National Westminster Bank PLC v. Purge I.T. Ltd., Case No. D2000-0636; Standard Chartered PLC v. Purge I.T., Case No. D2000-0681; Wal-Mart Stores, Inc. v. Walsucks and Walmarket Puerto Rico, Case No. D2000-0477.

j. Judicial decisions and statutes cited:
None

868.
Dixons Group PLC v. Purge I.T. and Purge I.T. Ltd, Case No. D2000-0584
a. Date:
August 13, 2000

Panelist(s):
William R. Cornish

Domain Name(s) at Issue:
<dixonssucks.com>

Response?:
Yes

Principle(s):

1) Adding a pejorative verb, such as “sucks”, to Complainant’s name does not create a new or different mark in which Respondent has rights.

2) The Panel must consider all circumstances in determining whether Respondent’s purpose for registering the domain name was, as claimed by Respondent, to promote free expression.  Here, there was evidence that Respondent had a pattern of registering high profile marks so as to later sell them beyond the out-of-pocket costs.  In consider all the evidence, Respondent demonstrates that he acted in bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i)

Uniform Rules cited:
2(a), 2(h)

i. Panel Decisions cited:
Wal-Mart Stores, Inc. v. Walsucks and Walmarket Puerto Rico, Case No. D2000-0477; Direct Line Group Ltd, Direct Line Insurance plc, Direct Line Financial Services Ltd , Direct Line Life Insurance Company Ltd, Direct Line Unit Trusts Ltd, Direct Line Group Services Ltd v. Purge I.T., Purge I.T. Ltd., Case No. D 2000-0583; Standard Chartered PLC v. Purge I.T., Case No. D2000-0681.

j. Judicial decisions and statutes cited:
None

869.
Freeserve PLC v. Purge I.T. and Purge I.T. Ltd, Case No. D2000-0585
a. Date:
August 13, 2000

Panelist(s):
William R. Cornish

Domain Name(s) at Issue:
<freeservesucks.com>

Response?:
Yes

Principle(s):

1) Adding a pejorative verb, such as “sucks”, to Complainant’s name does not create a new or different mark in which Respondent has rights.

2) The Panel must consider all circumstances in determining whether Respondent’s purpose for registering the domain name was, as claimed by Respondent, to promote free expression.  Here, there was evidence that Respondent had a pattern of registering high profile marks so as to later sell them beyond the out-of-pocket costs.  In consider all the evidence, Respondent demonstrates that he acted in bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i)

Uniform Rules cited:
2(a), 5(b)(vii)

b. Panel Decisions cited:
Direct Line Group Ltd, Direct Line Insurance plc, Direct Line Financial Services Ltd , Direct Line Life Insurance Company Ltd, Direct Line Unit Trusts Ltd, Direct Line Group Services Ltd v. Purge I.T., Purge I.T. Ltd., Case No. D 2000-0583; Dixons Group PLC v. Purge I.T. and Purge I.T. Ltd, Case No. D2000-0584; National Westminster Bank PLC v. Purge I.T. Ltd., Case No. D2000-0636; Standard Chartered PLC v. Purge I.T., Case No. D2000-0681; Wal-Mart Stores, Inc. v. Walsucks and Walmarket Puerto Rico, Case No. D2000-0477.

Judicial decisions and statutes cited:
None

870.
National Westminster Bank PLC v. Purge I.T. Ltd., Case No. D2000-0636
a. Date:
August 13, 2000

Panelist(s):
William R. Cornish

Domain Name(s) at Issue:
<natwestsucks.com>

Response?:
Yes

Principle(s):

1) The addition of a suffix (e.g. sucks) and/or a “.com” following a well known mark does not create a new or different mark in which Respondent has rights.

2) The Panel must consider all circumstances in determining whether Respondent’s purpose for registering the domain name was, as claimed by Respondent, to promote free expression.  Here, there was evidence that Respondent had a pattern of registering high profile marks so as to later sell them beyond the out-of-pocket costs.  In consider all the evidence, Respondent demonstrates that he acted in bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Wal-Mart Stores, Inc. v. Walsucks and Walmarket Puerto Rico, Case No. D2000-0477; Direct Line Group Ltd, Direct Line Insurance plc, Direct Line Financial Services Ltd , Direct Line Life Insurance Company Ltd, Direct Line Unit Trusts Ltd, Direct Line Group Services Ltd v. Purge I.T., Purge I.T. Ltd., Case No. D 2000-0583; Standard Chartered PLC v. Purge I.T., Case No. D2000-0681.

Judicial decisions and statutes cited:
None

871.
Standard Chartered PLC v. Purge I.T., Case No. D2000-0681
a. Date:
August 13, 2000

Panelist(s):
William R. Cornish

Domain Name(s) at Issue:
<standardcharteredsucks.com>

Response?:
Yes

Principle(s):

1) Although Respondent claims that he registered the domain name for the purpose of free expression, he seeks to sell the domain name in excess of out-of-pocket expenses.  This demonstrates that Respondent does not have rights or a legitimate interest in the domain name.

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i)

Uniform Rules cited:
None

Panel Decisions cited:
Wal-Mart Stores, Inc. v. Walsucks and Walmarket Puerto Rico, Case No. D2000-0477; Direct Line Group Ltd, Direct Line Insurance plc, Direct Line Financial Services Ltd , Direct Line Life Insurance Company Ltd, Direct Line Unit Trusts Ltd, Direct Line Group Services Ltd v. Purge I.T., Purge I.T. Ltd., Case No. D 2000-0583; Dixons Group PLC v. Purge I.T. and Purge I.T. Ltd, Case No. D2000-0584; National Westminster Bank PLC v. Purge I.T. Ltd., Case No. D2000-0636; Freeserve PLC v. Purge I.T. and Purge I.T. Ltd, Case No. D2000-0585.

Judicial decisions and statutes cited:
None

872.
Consorzio Per La Tutela Del Formaggio Grana Padano v. Colombi Cristiano, Case 
No. AF-0252
a. Date:
August 14, 2000

Panelist(s):
Riccardo Roversi

Domain Name(s) at Issue:
<granapadano.com>

Response?:
Yes

Principle(s):

1) “Lead Panelist is of the opinion that there is no rule in force providing that a non-profit organization may not register and make use of .com domain names.”

2) Although Complainant is a non-profit organization and cannot start any commercial activity, it can enter into a license agreement authorizing a third party to make use of the mark for consideration.  Therefore, Respondent’s argument that Complainant may not have any interest to .com domain names since it is a non-profit organization is without merit.

Result:
Name transfer

Policy cited:
4, 4(a), 4(a)(iii), 4(b), 4(b)(iv), 4(c), 4(c)(i)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Spincycle Inc. v. Spin Cycle, Case No. AF-0176.

Judicial decisions and statutes cited:
None

873.
Visit America, Inc. v. Visit America, Case No. FA0006000095093
a. Date:
August 14, 2000

Panelist(s):
Hon. Carolyn Marks Johnson

Domain Name(s) at Issue:
<visitamerica.com>

Response?:
No

Principle(s):

1) “Evidence that a domain name owner provided incorrect information to a domain name registrar supports a finding of bad faith registration.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Microsoft Corp. v. Amit Mehrotra, Case No. D2000-0053; Video Direct Distributors, Inc. v. Video Direct, Inc., Case No. FA0005000094724.

Judicial decisions and statutes cited:
None

874.
Dollar Financial, Inc. v. Advanced Legal Systems, Case No. FA0007000095102
a. Date:
August 14, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<loan-mart.com>

Response?:
Yes

Principle(s):

1) “The presence of the hyphen in the domain name does not destroy the Complainant’s rights in the mark.”

2) Respondent demonstrated bad faith when he “knew or should have know” of the Complainant’s mark when he registered the domain name.

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
None

Panel Decisions cited:
General Electric Co. v. Bakhit, Case No. D2000-0386; America Online, Inc. v. Avrasya Yayincilik Danismanlik Ltd., Case No. FA0002000093679.

Judicial decisions and statutes cited:
None

875.
Bank of America Corporation v. Cybersquare.com, Case No. FA0007000095113
a. Date:
August 14, 2000

Panelist(s):
Hon. Carolyn Marks Johnson

Domain Name(s) at Issue:
<wwwnationsbank.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Bank of America Corporation v. InterMos, Case No. FA0006000095092; Compangnie de Saint Gobain v. Com-Union Corp., Case No. D2000-0020; EAuto, Inc. v. Available-Domain-Names.com, d/b/a Intellectual-Assets.com, Inc., Case No. D2000-0120.

Judicial decisions and statutes cited:
None

876.
Editora Globo S.A. v. Mundo On Line Net, Case No. D2000-0604
a. Date:
August 14, 2000

Panelist(s):
Jose Pio Tamassia Santos

Domain Name(s) at Issue:
<editoraglobo.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(c), 4(i)

Uniform Rules cited:
3(b), 3(b)(xiv)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

877.
Pivotal Corporation v. Discovery Street Trading Co. Ltd., Case No. D2000-0648
a. Date:
August 14, 2000

Panelist(s):
Jacques A. Léger

Domain Name(s) at Issue:
<pivotalsoftware.com>

Response?:
Yes

Principle(s):

1) “A derivative domain name constructed of a registered trademark and another term can be confusingly similar for the purposes of paragraph 4(a)(i) of the ICANN Policy and will be found to be so where the derivative name consists of a registered trademark and a second term which indicates the business for which the trademark was registered (note that if the secondary term in a derivative domain name indicates a business which is different from that for which the trademark was registered, then that could lead to a different conclusion, except in the case of famous marks where the secondary term is of lesser importance).”

2) “On the one hand, the offering of a generic domain name solely for sale could in principle be considered in itself a bona fide offering of goods of services for the purposes of paragraph 4(c)(i) [of the ICANN Policy].  On the other hand, the mere speculative idea for a bona fide business application of a generic domain name does not fall within paragraph 4(c)(i).  Furthermore, the mere speculation in generic domain names without showing any demonstrable evidence of plans for a bona fide use is not sufficient to prove legitimate interest in an domain name.”

3) “Mere acquisition of the Domain Name through proper legal channels is not in and of itself adequate for awarding the Respondent a legitimate interest or right in the Domain Name.”

4) The combination of offering to sell a domain name in excess of out-of-pocket expenses coupled with lack of credibility of Respondent gives rise to an inference that Respondent acted in bad faith.

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
10

Panel Decisions cited:
Caterpillar Inc. v. Matthew Quinn, Case No. D2000-0314; Caterpillar Inc. v. Roam the Planet Ltd., Case No. D2000-0275; Societe Des Hotels Meridien SA v. United States of Moronica, Case No. D2000-0405; Allocation Network G.m.b.H. v. Steve Gregory, Case No. D2000-0016; LIBRO AG v. NA Global Link Limited, Case No. D2000-0186; Educational Testing Service v. Netkorea, Co., Case No. D2000-0087; Parfums Christian Dior v. Javier Garcia Quintas and Christiandior.net, Case No. D2000-0226; Veuve Cliquot Ponsardin, Maison Fondee en 1772 v. The Polygenix Group Co., Case No. D2000-0163.

Judicial decisions and statutes cited:
None

878.
William Schwittek v. Corstar Argentina, SA, Case No. AF-0257
a. Date:
August 15, 2000

Panelist(s):
David Marcel Robinson

Domain Name(s) at Issue:
<multifax.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(c), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

879.
Arturo Salice S.p.A. v. Paul Izzo & Company, Case No. D2000-0537
a. Date:
August 15, 2000

Panelist(s):
Ross Carson

Domain Name(s) at Issue:
<salice.com>

Response?:
Yes

Principle(s):

1) The English Court, in determining whether defendant acted in bad faith, considered ‘whether there is anything to show that what the defendant states was stated without reasonable and probable cause.’

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv)

Uniform Rules cited:
3(b), 5(b)(i)

Panel Decisions cited:
Telstra v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
Halsey v. Brotherhood (1881), 19 Ch. D. 386 Lord Coleridge L.C.J.

880.
Dell Computer Corporation v. Got Domain Names For Sale, a/k/a 
gotnames@mciworld.com, a/k/a wes2@bellsouth.net, Case No. D2000-0659
a. Date:
August 15, 2000

Panelist(s):
M. Scott Donahey

Domain Name(s) at Issue:
<dellpalm.com, dellpalm.net, dellpalm.org, palmdell.com, palmdell.net, delldsl.com, dellpocketpc.com, dellpocketpc.net, dellwireless.net>

Response?:
Yes

Principle(s):

3) The Panel, under ICANN Rule 4(f), has the discretion to consolidate all the domain name claims brought by the Complainant.

4) Since both parties are domiciled in the United States, the Panel, in its discretion, finds that the United States laws and principles of law of the United States are relevant to this proceeding.

5) The Panel has the discretion to disregard any unsolicited replies by a party.

6) “Because Respondent’s application [for registration of trademarks identical to the domain names at issue] postdates his receipt of notice of the dispute, Respondent cannot be said to have acquired rights to or legitimate interests in the domain names at issue.”

Result:
Names transfer

Policy cited:
4(a), 4(i)

Uniform Rules cited:
4(f), 15(a)

Panel Decisions cited:
Bennett, Coleman & Co Ltd. v. Steven S. Lalwani, Case No. D2000-0014 and D2000-0015; J.P. Morgan v. Resource Marketing, Case No. D2000-0035; Finter Bank Zurich v. Gianluca Olivieri, Case No. D2000-0091; NFL Properties, Inc. v. Rusty Rahe, Case No. D2000-0128; Mahindra & Mahindra Limited v. Neoplanet Solutions, Case No. D2000-0248; Adobe Systems, Inc. v. Domain OZ, Case No. D2000-0057; ISL Marketing AG, et al. v. J.Y. Chung, et al., Case No. D2000-0034; Bank of America Corporation v. InterMos, Case No. FA0009000095092; XS, Inc. v. World Wide Web Marketplace, Inc., Case No. CPR0001; Chernow Communications, Inc. v. Jonathan D. Kimball, Case No. D2000-0119; America Networks, Inc. v. Tariq Masood and Solo Signs, Case No. D2000-0131.

Judicial decisions and statutes cited:
Federal Rules of Evidence, Rule 201.

881.
Everything For a Dollar Store (Canada) Inc. v. Sheri Brown, Case No. AF-0222
a. Date:
August 16, 2000

Panelist(s):
Gabriel F. Leonardos

Domain Name(s) at Issue:
<efads.com>

Response?:
Yes

Principle(s):

1) “Unless a registrant has a clear business purpose, it is not reasonable to lock several domain names only for “future development”, when such registrations signify a serious obstacle to the development of an actual, already existing business, for which the ownership of such domain name is crucial.”

2) “Respondent [may] register fancy names in order to auction them to the highest bidder…only if their party’s rights are not harmed by her activities.”

3) The Panel notes, “Registering several domains for later resale, are not doing an illegitimate business, but are operating a very risky one, as they might be infringing other people’s rights, even without knowing it.  Therefore, those who register domain names for sale must bear the burden of loosing the registrations or else the transaction costs for companies which have already developed a goodwill upon a certain trademark would sky-rocket, and this would be an extremely inefficient system for the economy as a whole.”

Result:
Name transfer

Policy cited:
None

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

882.
Europolitan AB v. Control Alt Delete AB, Case No. D2000-0609
a. Date:
August 16, 2000

Panelist(s):
Jonas Gulliksson

Domain Name(s) at Issue:
<europolitan.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; Stralfors AB v. P D S AB, Case No. D2000-0112.

Judicial decisions and statutes cited:
None

883.
Gallerina v. Mark Wilmhurst, Case No. D2000-0730

a. Date:
August 16, 2000

Panelist(s):
David H. Tatham

Domain Name(s) at Issue:
<gallerina.com>

Response?:
Yes

Principle(s):

1) Since both parties are of English nationality, the Panel, in its discretion, finds that the United Kingdom laws and principles of law of the United Kingdom are relevant in this proceeding.

2) The Complainant has established its common law rights in the name “Gallerina” to sustain a “passing off” action in the United Kingdom.

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(b)

Uniform Rules cited:
8

Panel Decisions cited:
The British Broadcasting Corporation v. Jaime Renteria, Case No. D2000-0050; Bennett Coleman & Co Ltd. v. Steven S. Lalwani and Long Distance Telephone Company, Case Nos. D2000-0014 and D2000-0015; SeekAmerica Networks, Inc. v. Tariq Masood & Solo Signs, Case No. D2000-0131; Julia Fiona Roberts v. Russell Boyd, Case No. D2000-0210; Jeanette Winterson v. Mark Hogarth, Case No. D2000-0235; Monty and Pat Roberts v. Bill Keith, Case No. D2000-0299; Cedar Trade Associates, Inc. v. Gregg Ricks, FA0002000093633; Hankinson International v. Hankinsoninternational.com, Case No. FA0004000094393.

Judicial decisions and statutes cited:
British Telecommunications PLC v. One in a Million Ltd., 1999 FSR1 (C.A.).

884.
Garage Records, Inc. v. Garage Records, Case No. FA0006000095071
a. Date:
August 17, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<garagerecords.com>

Response?:
No

Principle(s):

1) Respondent demonstrates bad faith when he had knowledge of Complainant’s registered mark upon his registration of the domain name and passively held the domain name.

Result:
Name transfer

Policy cited:
4(a), 4(c)(i), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Winterson v. Hogarth, Case No. D2000-0235; Nintendo of America, Inc. v. Lizmi, Case No. FA0003000094329; World Wrestling Fed. Entertainment, Inc. v. Bosman, Case No. D99-0001; Deutsche Bank AG v. Diego-Arturo Bruckner, Case No. D2000-0277; Telstra Corp. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

885.
Compusa Management Company v. Customized Computer Training, Case No. 
A0006000095082
a. Date:
August 17, 2000

Panelist(s):
R. Glen Ayers

Domain Name(s) at Issue:
<stopcompusa.com, bancompusa.com>

Response?:
Yes

Principle(s):

1) Respondent has a first Amendment right and a legitimate interest in the domain name to offer criticism of the goods and services provided by Complainant 

2) The Panel finds that Respondent did not register the domain name to disrupt the business of a competitor but to disrupt the business of the Complainant.

3) The Panel finds the “use of this forum by Complainant in this context, [to stifle criticism], is inappropriate and constitutes ‘cyber-bullying.’

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(iii), 4(b)(, 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

886.
Freightliner LLC v. Damian Heim, Case No. FA0006000095091
a. Date:
August 17, 2000

Panelist(s):
Hon. Carolyn Marks Johnson

Domain Name(s) at Issue:
<americanlafrance.net>

Response?:
No

Principle(s):

1) Respondent does not have rights or a legitimate in a domain name that infringes on Complainant’s mark.

2) Non-use and/or passive holding of a domain name is evidence of bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Deutsche Bank AG v. Diego-Arturo Bruckner, Case No. D2000-0277; Slep-tone Entertainment Corp. v. Sound Choice Disk Jockeys, Inc., Case No. FA2002000093636; Charles Jourdan Holding AG v. AAIM, Case No. D2000-0403; Telstra Corp. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

887.
R&R Operating Partnership, L.P. v. Karen Hanover, Case No. FA000700095096
a. Date:
August 17, 2000

Panelist(s):
Hon. Carolyn Marks Johnson

Domain Name(s) at Issue:
<cherrydalefarms.com, cherrydale-farms.com>

Response?:
No

Principle(s):

1) Adding the top-level domain “.com” and/or placing a hyphen between the words in the Complainant’s mark does not alter nor does it extinguish Complainant’s rights in its registered mark.

2) Evidence of bad faith includes:

a) offering the domain name for sale in excess of out-of-pocket costs,

b) registering the domain name primarily for the purpose of disrupting the business of a competitor, and

c) engaging in a pattern of conduct of registering domain names that incorporate the marks of other fundraising companies.

Result:
Names transfer

Policy cited:
4(a), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Rollerblade, Inc. v. McCrady, Case No. D2000-0429; CBS Broadcasting, Inc. v. LA-Twilight-Zone, Case No. D2000-0397.

Judicial decisions and statutes cited:
None

888.
Armstrong Holdings v. JAZ Associations, Case No. FA0007000095234
a. Date:
August 17, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<armstrongholdings.com, armstrongholdings.net, armstrongholdings.org, armstrong-holdings.com, armstrong-holdings.net, armstrong-holdings.org>

Response?:
No

Principle(s):

1) “Placing a hyphen between the terms in the Complainant’s mark does not extinguish the Complainant’s rights in the mark.”

2) Respondent demonstrates bad faith when he registered numerous domain names that infringe the Complainant’s marks and other entities’ marks.

Result:
Names transfer

Policy cited:
4(a), 4(b)(i), 4(b)(ii), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Banco General, S.A. v. Webmaster Ams/Uk Billing (Domain for Sale), Case No. FA0006000094993; The Pep Boys Manny, Moe, and Jack v. E-Commerce Today, Ltd., Case No. AF-0145.

Judicial decisions and statutes cited:
None

889.
Cream Pie Club v. Brittany Halford, Case No. FA0007000095235
a. Date:
August 17, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<creampies.com>

Response?:
No

Principle(s):

1) “The addition of an “s” to the end of the Complainant’s mark does not prevent the likelihood of confusion caused by the use of the remaining identical mark.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Banco General, S.A. v. Webmaster Ams/Uk Billing (Domain for Sale), Case No. FA0006000094993; Ty, Inc. v. O.Z. Names, Case No. D2000-0370; The Step2 Co. v. Softastic.com Corp., Case No. D200-0393; Hitachi, Ltd. v. Fortune Int’l Dev. Ent., Case No. D2000-0412; EthnicGrocer.com, Inc. v. Latingrocer.com, Case No. FA0003000094384.

Judicial decisions and statutes cited:
None

890.
Tuxedos By Rose v. Hector Nunez, Case No. FA0007000095248
a. Date:
August 17, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<rosetuxedo.com, tuxedosbyrose.com>

Response?:
No

Principle(s):

1) A famous name (as “Tuxedos by Rose”) may have sufficient secondary association with the Complainant that common law trademark rights exist.

2) Respondent demonstrated evidence of bad faith when he “…registered the domain names primarily for the purpose of disrupting the business of a competitor.”

Result:
Names transfer

Policy cited:
4(a), 4(b)(iii), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Roberts v. Boyd, Case No. D2000-0210; Compangnie de Saint Gobain v. Com-Union Corp., Case No. D2000-0020; Wal-Mart Stores, Inc. v. Walmarket Canada, Case No. D2000-0150.

Judicial decisions and statutes cited:
None

891.
Michelle Barry v. For Sale, Case No. FA0007000095110
a. Date:
August 17, 2000

Panelist(s):
Hon. Carolyn Marks Johnson

Domain Name(s) at Issue:
<brittanyandrews.com>

Response?:
No

Principle(s):

1) The Complainant acquired secondary meaning in the mark by having exclusive use of the mark and wide public dissemination.

2) The Respondent demonstrates bad faith by registering the domain name in order to sell it to the Complainant or Complainant’s competitors for an amount in excess of out-of-pocket costs.

Result:
Name transfer

Policy cited:
4(a), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Roberts v. Boyd, Case No. D2000-0210; Charles Jourdan Holding AG v. AAIM, Case No. D2000-0403; BIC Deutschland GmbH & Co. KG v. Tweed, Case No. D2000-0418; EAuto, Inc. v. Available-Domain-Names.com, d/b/a Intellectual-Assets.com, Inc., Case No. D2000-0120.

Judicial decisions and statutes cited:
None

892.
Alta Vista Company v. Jean-Daniel Gamache, Case No. FA0007000095249
a. Date:
August 17, 2000

Panelist(s):
M. Kelly Tiller

Domain Name(s) at Issue:
<altaivsta.com>

Response?:
Yes

Principle(s):

1) “Merely because goods or services offered in connection with a domain name are sexually explicit or even pornographic does not mean that such offerings cannot be ‘bona fide.’”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(iv), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii), 8(a)

Uniform Rules cited:
5(b)(i), 5(b)(viii), 14

Panel Decisions cited:
Morrison & Foerster, LLP v. Brian Wick and American Distribution Systems, Inc., Case No. FA0003000094301; Bama Rags, Inc. v. John Zuccarini, Case No. FA0003000094381; Bama Rags, Inc. v. John Zuccarni, d/b/a Cupcake Confidential, Case No. FA0003000094380.

Judicial decisions and statutes cited:
None

893.
Alta Vista Company v. Astavista.com, Case No. FA0007000095251
a. Date:
August 17, 2000

Panelist(s):
M. Kelly Tiller

Domain Name(s) at Issue:
<astavista.com>

Response?:
Yes

Principle(s):

2) “Merely because goods or services offered in connection with a domain name are sexually explicit or even pornographic does not mean that such offerings cannot be ‘bona fide.’”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(iv), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii), 8(a)

Uniform Rules cited:
5(b)(i), 5(b)(viii), 14

Panel Decisions cited:
Morrison & Foerster, LLP v. Brian Wick and American Distribution Systems, Inc., Case No. FA0003000094301; Bama Rags, Inc. v. John Zuccarini, Case No. FA0003000094381; Bama Rags, Inc. v. John Zuccarni, d/b/a Cupcake Confidential, Case No. FA0003000094380.

Judicial decisions and statutes cited:
None

894.
Canal+Image UK Limited v. Vanitymail Services, Inc., Case No. FA0006000094946
a. Date:
August 18, 2000

Panelist(s):
Hon. Nelson A. Diaz

Domain Name(s) at Issue:
<avengers.com>

Response?:
Yes

Principle(s):

1) Respondent demonstrates a legitimate interest in the domain name when he registered the domain name ‘for its recreational submarine adventure tours,’ and he spent over three million dollars ($3,000,000) towards purchasing capital equipment.

Result:
Decision for Respondent

Policy cited:
4(a), 4(b), 4(c)

Uniform Rules cited:
2(a), 4(c), 4(d)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

895.
Matthew Strebe, Strebe Corporation and Connetic v. 3Sixty Market View, Case No. 
FA0007000095240
a. Date:
August 18, 2000

Panelist(s):
Robert R. Merhige, Jr.

Domain Name(s) at Issue:
<connetic.com, connectisystems.com, conneticnetowrks.com>

Response?:
Yes

Principle(s):

1) A Complainant must prove the claims by a preponderance of the evidence, devoid of speculation or conjecture.

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(c)

Uniform Rules cited:
15(a)

Panel Decisions cited:
None

b. Judicial decisions and statutes cited:
None

896.
Volvo Trademark Holding AB v. Cup International Limited, Case No. D2000-0338
a. Date:
June 12, 2000

Panelist(s):
Clive Duncan Thorne

Domain Name(s) at Issue:
<thevolvooceanrace.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(b), 4(b)(ii), 4(b)(iv)

Uniform Rules cited:
2(a), 2(f)(iii)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

897.
Easyjet Airline Company Limited v. Stephen B. Harding, Case No. D2000-0398
a. Date:
June 22, 2000

Panelist(s):
Dawn Osborne

Domain Name(s) at Issue:
<easy-jet.net>

Response?:
Yes

Principle(s):

1) The registration of a domain name alone does not automatically give the Respondent rights or legitimate interest in the domain name.

Result:
Decision for Respondent

Policy cited:
4(a), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Easyjet Airline Company Ltd. v. Andrew Steggles, Case No. D2000-0024.

Judicial decisions and statutes cited:
None

898.
International Data Group, Inc. v. Maruyama & Co., Ltd., Case No. D2000-0420
a. Date:
June 26, 2000

Panelist(s):
William R. Cornish

Domain Name(s) at Issue:
<e-computerworld.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

899.
Copart, Inc. v. SalvageNow, Case No. D2000-0417
a. Date:
June 28, 2000

Panelist(s):
M. Scott Donahey

Domain Name(s) at Issue:
<copart.net>

Response?:
Yes

Principle(s):

1) Where the Panel has determined “…that the domain name at issue is not identical or substantially similar to a trademark in which the Complainant has rights, there is no need to determine whether the Respondent has rights or legitimate interests in respect of the domain name.”  Also, in the same respect, there is no need to “determine whether the domain name was registered and is being used in bad faith.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii)

Uniform Rules cited:
15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

900.
The Federation of Gay Games, Inc. v. Cary H. Hodgson and Gary Scanlon, Case 
No. D2000-0432
a. Date:
June 28, 2000

Panelist(s):
Alvaro Loureiro Oliveira

Domain Name(s) at Issue:
<gaygames.com>

Response?:
Yes

Principle(s):

1) Respondent’s offer to sell the domain name for the amount of $1,000,000.00 is evidence of bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

901.
Bridgestone Firestone, Inc., Bridgestone/Firestone Research, Inc. and Bridgestone 
Corporation v. Jack Myers, Case No. D2000-0190
a. Date:
July 6, 2000

Panelist(s):
Dana Haviland

Domain Name(s) at Issue:
<bridgestone-firestone.net>

Response?:
Yes

Principle(s):

1) “The Panel does not have jurisdiction to decide claims of trademark infringement, dilution, unfair competition or other statutory or common law causes of action.”

2) Since both parties are domiciled in the United States, the Panel, in its discretion, may take the rules and principles of law of the United States into consideration in determining if Complainant has met its burden under the ICANN Policy.

3) “Respondent’s use of the Domain Name to designate a website for criticism and commentary about the Complainants constitutes noncommercial use and fair use within the meaning of the Policy.”

4) “The ‘fair use doctrine applies in cyberspace as it does in the real world.’”

5) “The defendant’s use of a trademark in an Internet site for purposes of consumer commentary and criticism did not infringe or dilute the plaintiff’s mark.” (Bally)

6) The Panel does not find the domain name identical or confusingly similar to the mark.  “The domain name registrant has not usurped the <.com> domain but has utilized only the <.net> domain, has posted disclaimers on the website homepage, and has included criticism and commentary on the site so that a reasonably prudent Internet user can tell that the site is not the trademark holder’s ‘official’ site.”

7) “With respect to free speech, the Second Circuit held in Name.Space that ‘Domain names…per se are neither automatically entitled to nor excluded from the protections of the First Amendment, and the appropriate inquiry is one that fully addresses particular circumstances presented with respect to each domain name.’”

8) “Although free speech is not listed as one of the Policy’s examples of a right or legitimate interest in a domain name, the list is not exclusive, and the Panel concludes that the exercise of free speech for criticism and commentary also demonstrates a right or legitimate interest in the domain name under Paragraph 4(c)(iii) [of the ICANN Policy].”

9) “The Respondent’s principal purpose in using the domain name appears not to be for commercial gain, but rather to exercise his First Amendment right to criticize the Complainants…; he is not misleadingly diverting users to his website, as he has not utilized the <.com> domain and has posted adequate disclaimers as to the source of the website.  It does not appear that his actions are intended to tarnish, or have tarnished, the Complainant’s marks.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(b), 4(c)(iii)

Uniform Rules cited:
15(a)

Panel Decisions cited:
E.I. due Pont de Nemours and Co. v. Avant Garde Composition, Case No. D2000-0130; Western Hay Company v. Carl Forester, Case No. FA0001000093466; CSA International (a.k.a. Canadian Standards Association) v. John O. Shannon and Care Tech Industries, Inc., Case No. D2000-0071; Compagnie de Saint Gobain v. Com-Union Corp., Case No. D2000-0020; The Stanley Works and Stanley Logistics, Inc. v. Camp Creek Co., Inc., Case No. D2000-0113; Nike, Inc. v. Granger and Associates, Case No. D2000-0108.

Judicial decisions and statutes cited:
Brooksfield Communications, Inc. v. West Coast Entertainment Corp., 174 F.3d 1036, 1065 (9th Cir. 1999); Bally Total Fitness Holding Corp. v. Faber, 29 F.Supp.2d 1161 (C.D. Cal. 1998); Panavision International v. Toeppen, 141 F.3d 1316 (9th Cir. 1998); OBH, Inc. v. Spotlight Magazine, Inc., 86 F.Supp.2d 176 (W.D.N.Y. 2000); Name.Space, Inc. v. Network Solutions, Inc., 202 F.3rd 573, 585 (2d Cir. 2000); Avery Dennison Corp. v. Sumpton, 189 F.3d 868 (9th Cir. 1999); Lucent Technologies, Inc. v. Lucentsucks.com, 95 F.Supp.2d 528, 535-536 (E.D. Va. 2000).

902.
Kolnmesse v. Globe Distillery, Case No. D2000-0491
a. Date:
July 7, 2000

Panelist(s):
Francois Dessemontet

Domain Name(s) at Issue:
<photokina.com>

Response?:
Yes

Principle(s):

Result:
Decision for Respondent

Policy cited:
None

Uniform Rules cited:
None

Panel Decisions cited:
Digtronics Inventioneering Corporation v. @Six.Net Registered, Case No. D2000-0008.

Judicial decisions and statutes cited:
None

903.
Pomellato S.p.A. v. Richard Tonetti, Case No. D2000-0493
a. Date:
July 7, 2000

Panelist(s):
Fabio Angelini

Domain Name(s) at Issue:
<pomellato.com>

Response?:
No

Principle(s):

1) Mere registration of a domain name is not sufficient to establish rights or legitimate interest in domain name in question.

2) Respondent’s failure to respond to the complaint “…is indicative of a lack of interest inconsistent with an attitude of ownership and a belief in the lawfulness of one’s own rights.”

3) Respondent demonstrates that he registered the domain name in bad faith when he had knowledge Complainant’s famous trademark.

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(b)(i), 4(i)

Uniform Rules cited:
2, 2(a), 4, 6(f), 10(b), 11, 12, 14(a), 14(b), 15

Panel Decisions cited:
General Electric Company v. John Bakhit, Case No. D2000-0386; Parfums Christian Dior v. 1 Netpower, Inc., Case No. D2000-0022; Inter-IKEA Systems B.V. v. Avi Chekroun, Case No. D2000-0478.

Judicial decisions and statutes cited:
None

904.
Sporoptic Pouilloux Sa v. Euroglisse Sarl, Case No. D2000-0473
a. Date:
July 10, 2000

Panelist(s):
Christian Le Stanc

Domain Name(s) at Issue:
<vuarnet-sports.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(i)

Uniform Rules cited:
15, 15(a)

Panel Decisions cited:
Telstra Corp. Ltd. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
Art. 6 of the Paris Convention.

905.
Corinthians Licenciamentos LTDA v. David Sallen, Sallen Enterprises, and J.D. 
Sallen Enterprises, Case No. D2000-0461
a. Date:
July 17, 2000

Panelist(s):
Roberto A. Bianchi

Domain Name(s) at Issue:
<corinthians.com?

Response?:
Yes

Principle(s):

1) The Panel has the discretion to independently visit the Internet to obtain additional light with respect to the present proceeding.

2) Respondent demonstrates that he does not have a legitimate interest in the domain name having had knowledge of Complainant’s mark prior to the commencement of these proceedings.

Result:
Name transfer

Policy cited:
4, 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(c)(i), 4(c)(iii), 4(i)

Uniform Rules cited:
5(b)(i), 10(a), 15

i. Panel Decisions cited:
World Wrestling Federation v. Bosman, Case No. D99-0001; Biofield Corp. v. Jaehyun Kwon, Case No.  AF00102; Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; Nabisco Brands Co. v. The Patron Group, Inc., Case No. D2000-0032; Adobe systems Inc. v. Domain OZ, Case No. D2000-0057; ISL Marketing AG, and the Federation Internationale de Football Association v. J.Y. Chung, Worldcup2002.com, W Co., and Worldcup 2002, Case No. D2000-0034; Allocation Network v. Steve Gregory, Case No. D2000-0016; Shirmax Retail Ltd./Détaillants Shirmax Ltée 
v. CES Marketing Group, Inc., Case No. AF-0104; Infospace.com, Inc. v. Hari Prakash, Case No.   D2000-0076.

j. Judicial decisions and statutes cited:
Article 87 of Brazilian Law 9615.

906.
ISA Marketing, and Federation Internationale de Football Association v. Jonathan 
Nutt, Case No. D2000-0363
a. Date:
July 17, 2000

Panelist(s):
Henry Olsson

Domain Name(s) at Issue:
<fifa-world-cup.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(i)

Uniform Rules cited:
14, 15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

907.
Jet Marques v. Jet Tours, Case No. D2000-0451
a. Date:
July 19, 2000

Panelist(s):
Francois Dessemontet

Domain Name(s) at Issue:
<jet-tour.com>

Response?:
No

Principle(s):

Result:
Cancellation

Policy cited:
None

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

908.
General Electric Company v. Pars International Computer, Inc., Case No. D2000-
0368
a. Date:
July 25, 2000

Panelist(s):
Richard W. Page; Clark W. Lackert; and Neil A. Smith

Domain Name(s) at Issue:
<1-800-ge.com>

Response?:
Yes

Principle(s):

1) “The prefix ‘1-800’ as used in the United States evokes the impression of a toll-free telephone number.  Combining the prefix with ‘ge’ creates the impression that this domain name is associated with a toll-free telephone number of General Electric; therefore, … the domain name registered by Respondent is confusingly similar to Complainant’s mark.

2) Respondent demonstrates evidence of bad faith when he “…engaged in a pattern of conduct in which it adds a ‘1-800’ prefix to well-known or famous trademarks or service marks.”

3) Registration of a domain name “…together with ‘inaction’ and other facts can constitute bad faith use.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
Alcoholics Anonymous World Services, Inc. v. Raymond, Case No. D2000-0007; Ronson Plc v. Unimetal Sanayai ve Tic. A.S., Case No. D2000-0011; Ingersoll-Rand v. Frank Gully, d/b/a Advcomren, Case No. D2000-0021; Guerlain, S.A. v. Peikang, Case No. D2000-0055; Compaq Computer Corp. v. Boris Beric, Case No. D2000-0042; Sanrio Co. Ltd. and Sanrio, Inc. v. Lau, Case No. D2000-0172; 363275 Canada, dba eResolution v. eResolution.com, Case No. D2000-0110; Marconi Data Systems, Inc. v. IRG Coins and Ink Source, Inc., Case No. D2000-0090; Stralfors AB v. P D S AB, Case No. D2000-0112; InfoSpace.com, Inc. v. Ofer, Case No. D2000-0075; Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; Educational Testing Service v. TOEFL, Case No. D2000-0044.

Judicial decisions and statutes cited:
Futuredontics, Inc. v. Applied Anagramics, Inc., U.S.P.Q.2d 2005 (CD Cal 1998), aff’d 1999 U.S. App. LEXIS 26257 (9th Cir. 1999); Desknet Systems, Inc. v. Desknet, Inc., 42 U.S.P.Q.2d 1954 (SDNY 1997); Securacomm Consulting, Inc. v. Securacom, Inc., 984 F.Supp. 286 (DCNJ 1997) rev’d 166 F.3d 182 (3rd Cir. 1999).

909.
Gestevision Telecinco, S.A. v. Trazos Infografia, S.L., Case No. D2000-0540
a. Date:
July 25, 2000

Panelist(s):
Antonio Mille

Domain Name(s) at Issue:
<50x15.com, 50por15.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
Banco Espanol de Creditor, S.A. v. Miguel duarte Perry Vidal Taveira, Case No. D2000-0018.

Judicial decisions and statutes cited:
None

910.
Maruti Udyog Limited v. Maruti Infotech, Case No. D2000-0520
a. Date:
July 26, 2000

Panelist(s):
Dawn Osborne

Domain Name(s) at Issue:
<maruti.org>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

911.
Ermenegildo Zegna Corporation v. Estco Enterprises Ltd, Case No. D2000-0395
a. Date:
July 27, 2000

Panelist(s):
Alain Bensoussan; Charles Gielen; and David H. Bernstein

Domain Name(s) at Issue:
<zegnafashion.com>

Response?:
Yes

Principle(s):

1) “The … incorporation of the distinctive mark into the domain name creates sufficient similarity between the mark and the domain name to render it confusingly similar.”

2) In Bernstein’s dissenting opinion, he holds that “Respondent’s business plan [was to] attract consumer attention to Respondent’s sites both through the domain name itself and by its prominent placement in search engine results.”  Bernstein finds this as evidence of bad faith.

Result:
Decision for Respondent

Policy cited:
4(a), 4(b), 4(b)(ii), 4(b)(iv), 4(c)(i), 4(c)(iii)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

912.
Flammarion SA v. Lee Ha-won, Case No. D2000-0132
a. Date:
July 31, 2000

Panelist(s):
Joan Clark

Domain Name(s) at Issue:
<flammarion.com>

Response?:
Yes

Principle(s):

1) “The Panel finds that by acquiring a domain name which is identical to a well-recognized trademark and the name of an established business, and which is an unusual word, there being no evidence of its having a particular meaning in the Korean language, the Respondent has registered this name in bad faith.”

Result:
Name transfer

Policy cited:
2(a), 2(b), 2(c), 4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(c)

Uniform Rules cited:
12

Panel Decisions cited:
Telstra Corp. Ltd. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
Name

913.
Europay International S.A. v. Domaines Ltd and Cecilia Ng, Case No. D2000-0513
a. Date:
July 31, 2000

Panelist(s):
David Perkins

Domain Name(s) at Issue:
<eurocards.com>

Response?:
No

Principle(s):

1) The use of a plural in a domain name is immaterial for the purpose of determining whether the domain name is identical or confusingly similar to a mark.

Result:
Name transfer

Policy cited:
4, 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(ii), 4(b)(iv), 4(c)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Aeroturbine, Inc. v. Domain Leasing, Ltd., Case No.   FA0002000093674; Telstra v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

914.
Inter-IKEA Systems B.V. v. McLaughlin Mobility, Case No. D200-0499
a. Date:
August 1, 2000

Panelist(s):
George R. F. Souter

Domain Name(s) at Issue:
<ikeacar.com>

Response?:
Yes

Principle(s):

1) “The addition of a general noun to a registered trade mark in a domain name is of limited effect in distinguishing the resulting domain name from the trade mark.”

2) Respondent demonstrates evidence of bad faith when he “…offers to sell the domain name for valuable consideration in excess of any out of pocket costs related to the domain name.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii)

Uniform Rules cited:
None

Panel Decisions cited:
World Wrestling Federation v. Bosman, Case No. D99-0001; Nokia Corp. v. Nokiagirls.com a.k.a. IBCC, Case No. D2000-0102.

Judicial decisions and statutes cited:
None

915.
Transacciones Universales S.A. v. Mario Ariel Castillo Vargas, Case No. D2000-
0484
a. Date:
August 2, 2000

Panelist(s):
Fernando Triana

Domain Name(s) at Issue:
<bancared.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(c), 4(i)

Uniform Rules cited:
5(b)(i), 15, 15(a)

Panel Decisions cited:
Telstra Corp. Ltd. v. Nuclear Marshmallows, Case No. D2000-0003; RAIMAT, S.A. v. Antonio Casals, Case No. D2000-0143.
Judicial decisions and statutes cited:
None

916.
Lukas Bank S.A. v. Express Ventures Ltd., Case No. D2000-0328
a. Date:
August 3, 2000

Panelist(s):
Dr. Katalin Szamosi

Domain Name(s) at Issue:
<lukasbank.com>

Response?:
Yes

Principle(s):

1) The Panel will consider the submission of an untimely response where Respondent has supplied sufficient reason for the untimely response and the Complainant is not damaged by the untimely response.

2) Respondent does have a right and legitimate interest in the domain name where Respondent was not aware of the dispute prior to its commencement and registered the domain name in good faith.

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(c), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
Panavision International v. Toeppen, 141 F.3d 1316 (9th Cir. 1998).
917.
American Home Products Corporation v. Healthy Futures, Case No. D2000-0454
a. Date:
August 3, 2000

Panelist(s):
Frederick M. Abbott

Domain Name(s) at Issue:
<americanhomeproductscorporation.com>

Response?:
No

Principle(s):

1) “Based on the evidence of long usage by Complainant of the ‘American Home Products Corporation’ trademark in connection with the promotion and sale of products, including active use of the mark in connection with the promotion of products on its website, and in the absence of any objection by Respondent, the Panel determines that Complainant has common law trademark rights in ‘American Home Products Corporation.’

2) The omission of spaces between the words of the trademark and the addition of the gTLD “.com” is not significant in determining whether the domain name is identical or confusingly similar to the mark.

3) “The mere registration does not establish rights or legitimate interest in the disputed domain name so as to avoid the application of paragraph 4(a)(ii) of the [ICANN] Policy.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iv), 4(c)

Uniform Rules cited:
2(a), 3(b)(ix), 14(a), 15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

918.
dEliA’s Properties, Inc. v. JUSTFORKIDS.COM et al., Case No. D2000-0459
a. Date:
August 4, 2000

Panelist(s):
Richard W. Page

Domain Name(s) at Issue:
<justforkids.com>

Response?:
Yes

Principle(s):

Result:
Decision for Respondent

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i), 4(c), 4(c)(i), 4(i)

Uniform Rules cited:
2(a), 15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

919.
Alfred Dunhill Limited v. NSC Enterprises, Case No. D2000-0525
a. Date:
August 4, 2000

Panelist(s):
William R. Cornish

Domain Name(s) at Issue:
<alfreddunhills.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

920.
IndyMac, Inc. v. Financial Insurance Associates, Case No. D2000-0535
a. Date:
August 4, 2000

Panelist(s):
Thomas L. Creel

Domain Name(s) at Issue:
<indymacloans.com>

Response?:
No

Principle(s):

1) Respondent acted in bad faith when he registered a domain name that is likely to confuse Internet users and have them believe that Respondent is somehow affiliated with the Complainant.

Result:
Name transfer

Policy cited:
4, 4(a)(i), 4(a)(ii)

Uniform Rules cited:
None

Panel Decisions cited:
S.S.S.G. de Surveillance S.A. v. Inspectorate, Case No. D2000-0025; Cellular One Group v. Paul Brien, Case No. D2000-0028.

Judicial decisions and statutes cited:
None

921.
Excelentisimo Ayuntamiento de Barcelona v. Barcelona.com, Case No. D2000-0505
a. Date:
August 4, 2000

Panelist(s):
Marino Porzio

Domain Name(s) at Issue:
<barcelona.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iv)

Uniform Rules cited:
15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

922.
NIIT Ltd. v. Parthasarathy Venkatram, Case No. D2000-0497
a. Date:
August 4, 2000

Panelist(s):
Jonas Gulliksson

Domain Name(s) at Issue:
<myniit.com>

Response?:
Yes

Principle(s):

1) “The Panel does not attach importance to the fact that the Respondent has activated his website …after the notice to the Respondent of the dispute [was made, therefore,] Respondent has not proven that he has any prior rights or legitimate interests in the domain name.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
Nabisco Brands Co. v. The Patron Group, Inc., Case No. D2000-0032; Wisconsin to Herohonda Motors Ltd. v. Rao Tella, Case No. D2000-0365.

Judicial decisions and statutes cited:
None

923. 
Inter-IKEA Systems B. V. v. Technology Education Center, Case No. D2000-0522
a. Date:
August 7, 2000

Panelist(s):
Clive Duncan Thorne

Domain Name(s) at Issue:
<e-ikea.com>

Response?:
No

Principle(s):

1) “The Panel does not consider that the addition of the prefix “e” to a service mark would be sufficient to distinguish new internet service sources from existing service sources;” therefore, the Panel finds Respondent’s domain name (“e-ikea.com”) confusingly similar to Complainant’s mark (IKEA).

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(b)(ii), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

924.
ABIT Computer Corporation v. Motherboard Super Store, Inc., Case No. D2000-
0399
a. Date:
August 8, 2000

Panelist(s):
D.J. Ryan

Domain Name(s) at Issue:
<abit.com>

Response?:
Yes

Principle(s):

1) The ICANN Policy and Rules does not provide for the taking of independent evidence, the examination of witnesses, or the testing of credit.

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(ii), 4(b), 4(b)(iii), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
Westfield Corporation v. Hobbs, Case No. D2000-0227; Weber-Stephen Products Co. v. Armitage Hardware, Case No. D2000-0187.
Judicial decisions and statutes cited:
None

925.
Advanced Micro Devices, Inc. v. Dmitry, Case No. D2000-0530
a. Date:
August 10, 2000

Panelist(s):
Carol Anne Been

Domain Name(s) at Issue:
<athlonchip.com>

Response?:
No

Principle(s):

1) “Domain names that include a descriptive term with another’s trademark have been held confusingly similar.”

2) “It is a general principle of United States law that the failure of a party to submit evidence of facts in its control may permit the court to draw an adverse inference regarding those facts.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(i)

Uniform Rules cited:
2(a), 5, 14(a), 15

Panel Decisions cited:
AT&T Corp. v. WorldclassMedia.com, Case No. D2000-0553; Mondich v. Brown, Case No. D2000-0004; Telstra Corp. Ltd. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

926.
Inter-IKEA Systems B.V. v. Evezon Co. Ltd., Case No. D2000-0437
a. Date:
August 11, 2000

Panelist(s):
Andrew F. Christie

Domain Name(s) at Issue:
<ikea-korea.com>

Response?:
No

Principle(s):

1) Respondent’s failure to submit a response is relevant in determining whether Respondent acted in bad faith; this Panel draws two inferences from Respondent’s failure to submit a response:

a) the Respondent does not deny the facts which the Complainant asserts, and

b) the Respondent does not deny the conclusions which the Complainant asserts can be drawn from these facts.



“Nevertheless, this Administrative Panel still has the responsibility of determining 

which of the Complainant’s assertions are established as facts, and whether the 


conclusions asserted by the Complainant can be drawn from the established facts.

2) Respondent demonstrates bad faith when he registered the domain name to “intentionally attempted to attract Internet users to a website associated with the Respondent[and] creating a likelihood of confusion with the Complainant’s mark as to the affiliation or endorsement of that website.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(iv), 4(c), 4(i)

Uniform Rules cited:
2(a), 15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

927.
Inter-IKEA Systems B.V. v. Hoon Huh, Case No. D2000-0438
a. Date:
August 11, 2000

Panelist(s):
Andrew F. Christie

Domain Name(s) at Issue:
<ikeakorea.com>

Response?:
No

Principle(s):

1) Respondent’s failure to submit a response is relevant in determining whether Respondent acted in bad faith; this Panel draws two inferences from Respondent’s failure to submit a response:

a) the Respondent does not deny the facts which the Complainant asserts, and

b) the Respondent does not deny the conclusions which the Complainant asserts can be drawn from these facts.



“Nevertheless, this Administrative Panel still has the responsibility of determining 

which of the Complainant’s assertions are established as facts, and whether the 


conclusions asserted by the Complainant can be drawn from the established facts.

b. Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(i), 4(b)(ii), 4(c), 4(i)

Uniform Rules cited:
2(a), 14(b), 15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

928.
American Home Products Corporation and Genetics Institute, Inc. v. Global 
Productions [sic], Case No. D2000-0456
a. Date:
August 11, 2000

Panelist(s):
M. Scott Donahey

Domain Name(s) at Issue:
<geneticsinstitute.com, egeneticinstitute.com>

Response?:
No

Principle(s):

1) Since both parties are domiciled in the United States, the Panel, in its discretion, may take the rules and principles of law of the United States into consideration in determining if Complainant has met its burden under the ICANN Policy.

2) The fact that one domain name is virtually identical to another indicates that any action concerning one will equally affect the other.

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(b)(iv), 4(i)

Uniform Rules cited:
2(a), 15(a)

Panel Decisions cited:
Nike, Inc. v. Farrukh Zia, Case No. D2000-0167; Alcoholics Anonymous World Services, Inc. v. Raymond, Case No. D2000-0007; Ronson Plc v. Unimetal Sanayai ve Tic. A.S., Case No. D2000-0011; World Wrestling Federation v. Bosman, Case No. D99-0001;  Talk City, Inc. v. Robertson, Case No. D2000-0009; Chernow Communications, Inc. v. Jonathan D. Kimball, Case No. D2000-0119; America Networks, Inc. v. Tariq Masood and Solo Signs, Case No. D2000-0131.

Judicial decisions and statutes cited:
None

929.
GA Modefine S.A. v. Sparco P/L, Case No. D2000-0419
a. Date:
August 13, 2000

Panelist(s):
Fabio Angelini

Domain Name(s) at Issue:
<armaniexchange.net>

Response?:
No

Principle(s):

1) The lack of acknowledgement of the Complaint by the registrar is not sufficient to invalidate the Complaint.

2) “The addition of the generic top-level domain (gTLD) “NET after the [mark] is no relevant, since use of a gTLD is required, necessary and functional to indicate use of a name in Internet and for the average Internet user it would not confer any further distinctiveness to any name.”

3) “The Panel cannot assume that Complainant’s trademarks are indeed renown solely upon the Complainant’s word since it is necessary that the Complainant proffer evidence in such a sense.”

4) ‘The Panel must treat the Parties to the proceedings with equality and give them a fair opportunity to present, respectively, their own case.  This principle imposes a burden not only on the Panel but also on both Parties, who must collaborate and aid the Panel in its decision-making process.’ (Pomellato)

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(i)

Uniform Rules cited:
2(a), 3(b)(ix), 4, 6(f), 11, 12, 14

Panel Decisions cited:
Pomellato S.p.A. v. Richard Tonetti, Case No. D2000-0493; Unione Calcio Sampdoria SpA v. Titan Hancocks, Case No. D2000-0532; Gordon Sumner p/k/a Sting v. Michael Urvan, Case No. D2000-0596; CRS Technology Corp. v. CondeNet, Inc., Case No. FA0002000093547.

Judicial decisions and statutes cited:
None

930.
Bankinter, S.A. v. Daniel Monclus Perez, Case No. D2000-0483
a. Date:
August 14, 2000

Panelist(s):
Alberto Bercovitz

Domain Name(s) at Issue:
<bankinter.net>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4, 4(a), 4(a)(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
Art. 11.1 of Arbitraje, Ley 36 (December 5, 1988).

931.
Maruti Udyog Limited v. Tella Rao, Case No. D2000-0518
a. Date:
August 14, 2000

Panelist(s):
Dawn Osborne

Domain Name(s) at Issue:
<maruti.com>

Response?:
Yes

Principle(s):

1) The use of a domain name as a fan web site, under some circumstances, could be a legitimate interest.

Result:
Decision for Respondent

Policy cited:
4(a), 4(b)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

932.
Clubrunner, Inc. v. One Stop Computer Shop, Inc., Case No. D2000-0538
a. Date:
August 14, 2000

Panelist(s):
Frederick M. Abbott

Domain Name(s) at Issue:
<clubrunner.com>

Response?:
Yes

Principle(s):

1) “Registration of a service mark with the USPTO confers a presumption of validity in the U.S. law.  Registration of a service mark is contingent upon use of the mark in commerce.  The USPTO is authorized to grant concurrent registration of identical or similar marks in appropriate circumstances.  Such circumstances may include those in which marks are used for different classes of goods or services.”

2) The Panel cannot decide whether the USPTO office should or should not have granted Complainant the registration of “CLUBRUNNER;”  this issue for the U.S. federal courts to decide.

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(c)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
Trademark Act of 1946, 60 Stat. 427, 15 U.S.C. 1051 et seq.
933.
Dow Jones & Company, Inc. v. Down Jones Update, Case No. D2000-0495
a. Date:
August 14, 2000

Panelist(s):
Richard W. Page

Domain Name(s) at Issue:
<dowjonesonline.com>

Response?:
No

Principle(s):

Result:
Name transfer

1) Respondent demonstrated bad faith when he intentionally used the Complainant’s “…famous and well-respected name to lure Internet users to its web site for financial gain.”

2) Respondent acted in bad faith when he knew of Complainant’s trademark rights and yet registered and used the marks in his domain name.

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(iv), 4(c), 4(i)

Uniform Rules cited:
2(a), 15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

934.
Singapore Cable Vision Ltd. v. Allied Pacific Singapore Technologies Pte Ltd., Case 
No. D2000-0674

a. Date:
August 14, 2000

Panelist(s):
Moon Sung Lee

Domain Name(s) at Issue:
<singaporecablevision.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(iv), 4(c), 4(i)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

b. Judicial decisions and statutes cited:
None

935.
Seur Espana, S.A. v. Antonio Llanos Alonso, Case No. D2000-0691
a. Date:
August 15, 2000

Panelist(s):
Mario A Sol Muntanola

Domain Name(s) at Issue:
<seur.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(i), 4(k)

Uniform Rules cited:
15, 15(a), 18(a)

Panel Decisions cited:
Robert Ellenbogen v. Mike Pearson, Case No. D2000-0001; J. Garcia-Carrion, S.A. v. Ma Jose Catalan Frias, Case No. D2000-0239; Raimat v. Antonio Casals, Case No. D2000-0143.

Judicial decisions and statutes cited:
None

936.
Anheuser-Busch Incorporated v. Creative Marketing Strategies, Case No. D2000-
0529
a. Date:
August 16, 2000

Panelist(s):
Jeffrey M. Samuels

Domain Name(s) at Issue:
<anheuserbusch.net, anheuserbusch.org

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

937.
Kur-und Verkehrsverein St. Moritz v. StMoritz.com, Case No. D2000-0617
a. Date:
August 17, 2000

Panelist(s):
Geert Glas

Domain Name(s) at Issue:
<stmoritz.com>

Response?:
No

Principle(s):

1) The Panel finds that Respondent, by having built a whole network of web sites providing information about subjects as various as different cities, countries, general news, net cafes, etc., qualifies as a bona fide activity; therefore, Respondent does have a legitimate interest in the domain name.

Result:
Decision for Respondent

Policy cited:
4(a), 4(c), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

938.
Rapido TV Limited v. Jan Duffy-King, Case No. D2000-0449
a. Date:
August 17, 2000

Panelist(s):
D. J. Ryan; Dawn Osborne; and Dennis A. Foster

Domain Name(s) at Issue:
<eurotrash.com>

Response?:
Yes

Principle(s):

1) The Panel will consider further submissions by the parties only in exceptional circumstances.

2) Respondent demonstrates that he does have a legitimate interest in the domain name when he “…used the domain name in connection with the bona fide offering of his services to a substantial range of customers in the United States of America and elsewhere” prior to having notice of the dispute.

3) Where there was a finding of a legitimate interest, there is no need to consider whether Respondent acted in bad faith.

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(ii), 4(a)(iii)

Uniform Rules cited:
3(b)(xiv), 10(d), 12, 15(e)

Panel Decisions cited:
Gordon Sumner p/k/a Sting v. Michael Urvan, Case No. D2000-0596; Document Technologies Inc. v. International Electronic Communications, Case No. D2000-0270.

Judicial decisions and statutes cited:
Ervan Warnick B.V. v. Townsend & Sons Hull Ltd. [1980] RPC 31, per Lord Diplock @ p. 31.

939.
Universal City Studios, Inc. v. Antonio Paez, Case No. D2000-0569
a. Date:
August 17, 2000

b. Panelist(s):
Richard W. Page

Domain Name(s) at Issue:
<calle13.com, calle13.net>

Response?:
No

Principle(s):

1) The Complainant is not required to have a trademark or service mark in the United States in order to comply with paragraph 4(a)(i) of the ICANN Policy.

2) The top-level domain does not effect the determination of whether a domain name is identical or confusingly similar to a mark.

3) The existence of a pending application to the United States Patent and Trademark Office is not conclusive as to whether such an act is a bona fide use of the domain name.

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i), 4(c), 4(c)(i), 4(c)(iii), 4(i)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Alcoholics Anonymous World Services, Inc. v. Lauren Raymond, Case No. D2000-0007; Talk City, Inc. v. Michael Robertson, Case No. D2000-0009; Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; 

Judicial decisions and statutes cited:
None

940.
MathForum.com, LLC v. Weiguang Huang, Case No. D2000-0743
a. Date:
August 17, 2000

Panelist(s):
Ross Carson

Domain Name(s) at Issue:
<drmath.com>

Response?:
Yes

Principle(s):

1) The ICANN Policy applies to registered as well as unregistered trademarks.

2) Respondent does not have rights or a legitimate interest in the domain name when he attempted to associate his software with the Complainant’s trademarks.

3) Respondent acted in bad faith when the use of Complainant’s marks on Respondent’s web site will mislead Internet users to believe that the web site is run by or affiliated with the Complainant.

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(iv), 4(c)

Uniform Rules cited:
2(a), 6(f), 15(a)

Panel Decisions cited:
MatchNet plc. v. MAC Trading, Case No. D2000-0205; The British Broadcasting Corporation v. Jaime Renteria, Case No. D2000-0050; Bennett Coleman & Co. Ltd v. Steven S. Lalwani, Case No. D2000-0014; Bennett Coleman & Co. Ltd. v. Long Distance Telephone Company, Case No. D2000-0015; SeekAmerica Networks Inc. v. Tariq Masood and Solo Signs, Case No. D2000-0131.

Judicial decisions and statutes cited:
None

941.
Tata Sons Limited v. D & V Enterprises, Case No. D2000-0479
a. Date:
August 18, 2000

Panelist(s):
Michael Ophir

Domain Name(s) at Issue:
<bodacious-tatas.com>

Response?:
No

Principle(s):

1) “It is now generally accepted in most countries that well-known marks, particularly those surrounded by an aura of high repute, excellent quality and respectability, deserve wide protection.”

2) The addition of words like “bodacious” and the addition of the letter “s” by the Respondent to a famous mark does not render the domain name less likely to be identical or confusingly similar to a famous mark.

3) Respondent demonstrates that he has no rights or legitimate interests in the domain name when he uses the well known mark to benefit from its reputation and obtain commercial gain.

Result:
Cancellation

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(i)

Uniform Rules cited:
2(a), 4(c), 5, 6(f), 15, 15(a)

Panel Decisions cited:
Nokia Corporation v. Nokiagirls.com a.k.a. IBCC, Case No. D2000-0102.

Judicial decisions and statutes cited:
None

942.
Do the Hustle, LLC v. Donald Wilson, Case No. D2000-0627
a. Date:
August 18, 2000

Panelist(s):
M. Scott Donahey

Domain Name(s) at Issue:
<polyesthers.com>

Response?:
No

Principle(s):

1) Since both parties are domiciled in the United States, the Panel, in its discretion, may take the rules and principles of law of the United States into consideration in determining if Complainant has met its burden under the ICANN Policy.

2) “Whether ‘inaction’ could constitute bad faith registration and use could only be determined by analyzing the facts in a given case.”

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(i)

Uniform Rules cited:
2(a), 15(a)

Panel Decisions cited:
V Secret Catalogue v. ARTCO, Inc., Case No. FA0006000094342; Gateway, Inc. v. Pixelera.com, Inc., Case No. D2000-0109; Alcoholics Anonymous World Services, Inc. v. Raymond, Case No. D2000-0007; Ronson Plc v. Unimetal Sanayai ve Tic. A.S., Case No. D2000-0011; Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; Ingersoll-Rand v. Frank Gully, d/b/a Advcomren, Case No. D2000-0021; Guerlain, S.A. v. Peikang, Case No. D2000-0055; Compaq Computer Corp. v. Boris Beric, Case No. D2000-0042; Association of British Travel Agents Ltd. v. Sterling Hotel Group Ltd., Case No. D2000-0086; Sanrio Co. Ltd. and Sanrio, Inc. v. Lau, Case No. D2000-0172; 363275 Canada, dba eResolution v. eResolution.com, Case No. D2000-0110; Marconi Data Systems, Inc. v. IRG Coins and Ink Source, Inc., Case No. D2000-0090; Stralfors AB v. P D S AB, Case No. D2000-0112; InfoSpace.com, Inc. v. Ofer, Case No. D2000-0075; Chernow Communications, Inc. v. Jonathan D. Kimball, Case No. D2000-0119; America Networks Inc. v. Tariq Masood and Solo Signs, Case No. D2000-0131.

Judicial decisions and statutes cited:
None

943.
Cabletron System, Inc. v. DSL Enterprises, Case No. D2000-0571
a. Date:
August 18, 2000

Panelist(s):
Richard W. Page

Domain Name(s) at Issue:
<cabletronsystems.com>

Response?:
Yes

Principle(s):

1) “The addition of a space is inconsequential and does not prevent a finding that the names are identical or at least confusingly similar.”

2) Respondent demonstrates bad faith when he had actual and constructive knowledge of Complainant’s mark prior to his registration of the domain name.

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(i)

Uniform Rules cited:
2(a), 15

Panel Decisions cited:
Christian Dior Couture SA v. Liage International Inc., Case No. D2000-0098; Reef Industries, Inc. v. Moose Lake Products Company, Inc., Case No. D2000-0041; Zwack Unicum Rt. v. Erica J. Duna, Case No. D2000-0037; The Hamlet Group, Inc. v. James Lansford, Case No. D2000-0073; Home Interiors & Gifts, Inc. v. Home Interiors, Case No. D2000-0010; Barney’s Inc. v. BNY Bulletin Board, Case No. D2000-0059; 3636275 Canada, dba eResolution v. eResolution.com, Case No. D2000-0110; Quixtar Investments, Inc. v. Scott A. Smithberger and QUIXTAR-IBO, Case No. D2000-0138.

Judicial decisions and statutes cited:
None

944.
Net2Phone Inc. v. Basheer Hallak, Case No. D2000-0665
a. Date:
August 18, 2000

Panelist(s):
Peter Chrocziel

Domain Name(s) at Issue:
<net2phones.net>

Response?:
Yes

Principle(s):

1) A domain name that is a plural of a trademark renders the domain name confusingly similar.  “Panels have also found that adding the ‘s’ could be done with the intention to take advantage of mistakes that consumers make when typing into the computer any website addresses.”

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(c)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Talk City Inc. v. Robertson, Case No. D2000-0009; eAuto LLC v. EAuto Parts, Case No. D2000-0096; Secret Catalogue, Inc., et al v. ARTCO Inc., Case No. FA0006000094342; Vanguard Medica Limited v. Theo McCormick, Case No. D2000-0067; InfoSpace.com v. Registrar Administrator Lew Blanck, Case No. D2000-0069.

Judicial decisions and statutes cited:
None

945.
America Online, Inc. v. AOL International, Case No. D2000-0654
a. Date:
August 21, 2000

Panelist(s):
Tony Willoughby

Domain Name(s) at Issue:
<aolpakistan.net>

Response?:
No

Principle(s):

1) Under ICANN Policy 4(a)(i), “once Complainant has established a prima facie case of having a right or legitimate interest in the domain name, the burden is on the Respondent to establish the contrary.

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(c)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

946.
Do the Hustle, LLC v. Tropic Web, Case No. D2000-0624

a. Date:
August 21, 2000

Panelist(s):
M. Scott Donahey

Domain Name(s) at Issue:
<pollyester.com, pollyesters.com>

Response?:
Yes

Principle(s):

1) There have been various takes on which party has the burden with respect to 4(a)(ii) of the ICANN Policy.  Some of the findings include the following:

a) Some Panels have held, “either effectively or directly, that respondents need do nothing if the complainant does not furnish affirmative proof that the respondent has no rights or legitimate interest in respect of the domain name at issue.”

b) Other Panels have held, “…the burden on the complainant is a ‘relatively light’ one as regards proof of 4(a)(ii).”

c) Still other Panels have held, “…that the panel should assess the failure of the respondent to demonstrate that he comes within Paragraph 4(c), when the Panel … assesses whether the complainant has met its burden of proof under Paragraph 4(a)(ii).”

2) This Panel is of the view, “where a complainant has asserted that the respondent has no rights or legitimate interests in respect of the domain name, it is incumbent upon the respondent to come forward with concrete evidence rebutting this assertion.  This information is uniquely within the knowledge and control of the respondent.  Failure of a respondent to come forward with such evidence is tantamount to admitting the truth of complainant’s assertions in this regard.”

3) The Panel has the discretion to consult publicly available evidence (i.e. the web site) in making its decision.

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(ii), 4(c)

Uniform Rules cited:
2(a), 5, 15(a)

Panel Decisions cited:
VereSign, Inc. v. VeneSign, C.A., Case No. D2000-0303; Gassen Diamonds B.V. v. Van Etten Bernardus Joacbus, Case No. AF-0149a-b; Beijing Pernot Ricard Winery Co. Ltd. v. Capital Enterprises Group, Inc., Case No. AF-0177;  Vanguard Medica Limited v. Theo McCormick, Case No. D2000-0067; Penguin Books Limited v. The Katz Family and Anthony Katz, Case No. D2000-0204; Educational Testing Service v. Netkorea Co., Case No. D2000-0087; Europay International S.A. v. Eurocard.com, Inc., EuroCard.org, and Chad Folkening, Case No. D2000-0173; Wal-Mart Stores, Inc. v. Walmarket Canada, Case No. D2000-0150; Document Technologies, Inc. v. International Electronic Communications, Inc., Case No. D2000-0270; Inter-Continental Hotel Corporation v. Khaled Ali Soussi, Case No. D2000-0252; Alcoholics Anonymous World Services, Inc. v. Lauren Raymond, Case No. D2000-0007; Ronson Plc. v. Unimetal Sanayai ve Tic.A.S, Case No. D2000-0011; Chernow Communications, Inc. v. Jonathan D. Kimball, Case No. D2000-0119; American Networks Inc. v. Tariq Masood and Solo Signs, Case No. D2000-0131; Ingersoll-Rand v. Frank Gully, d/b/a Advcomren, Case No. D2000-0021; Guerlain, S.A. v. Peikang, Case No. D2000-0055; Compaq Computer Corp. v. Boris Beric, Case No. D2000-0042; Association of British Travel Agents Ltd. v. Sterling Hotel Group Ltd., Case No. D2000-0086; Sanrio Co. Ltd. and Sanrio, Inc. v. Lau, Case No. D2000-0172; 363275 Canada, dba eResolution v. eResolution.com, Case No. D2000-0110; Marconi Data Systems, Inc. v. IRG Coins and Ink Source, Inc., Case No. D2000-0090; Stralfors AB v. P D S AB, Case No. D2000-0112; InfoSpace.com, Inc. v. Ofer, Case No. D2000-0075.

Judicial decisions and statutes cited:
None

947.
France Telecom v. Les pages jaunes francophones, Case No. D2000-0489
a. Date:
August 21, 2000

Panelist(s):
Francois Dessemontet; Clive Thorne; and Christian-Andre Le Stanc

Domain Name(s) at Issue:
<pagesjaunes.com, pagesjaunes.net>

Response?:
Yes

Principle(s):

1) “The Panel does not consider it in itself improper to keep a domain name for some time without using it.  It cannot be said that there is no legitimate interest in trying to secure a priority of right and to maintain that right.  It might well be that under the laws of some jurisdictions, the registering of domain names to preserve a priority of right would not be deemed worthy of protection.  The administrative proceedings do not allow to inquire in details about the state of French and U.S. law in that regard, this difficult question being properly to be adjudicated by ordinary courts of law.”

Result:
Decision for Respondent

Policy cited:
4(a)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

948.
PRIMEDIA Special Interest Publications Inc. v. John L. Treadway, Case No. 
D2000-0752
a. Date:
August 21, 2000

Panelist(s):
Richard G. Lyon

Domain Name(s) at Issue:
<shutterbug.com>

Response?:
Yes

Principle(s):

Result:
Decision for Respondent

1) Respondent demonstrates a legitimate interest in the domain name when he “…stated under oath, and Complainant does not contest, that he has made demonstrable preparations to use the Domain Name or a name correspondent to the Domain Name in connection with a bona fide offering of goods and services.”

Policy cited:
4, 4(a)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

949.
Net-Com AG v. Jacques Favre, Patrice Collette Associates, Case No. D2000-0635
a. Date:
August 22, 2000

Panelist(s):
Nick Gardner

Domain Name(s) at Issue:
<tourisma.com>

Response?:
Yes

Principle(s):

1) “The mere fact that the Respondent does not, at present, offer any goods or services under the domain name is not in the Panel’s view conclusive of the domain name being registered in bad faith.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

950.
VZ VermogensZentrum AG v. Anything.com, Case No. D2000-0527
a. Date:
August 22, 2000

Panelist(s):
Hon. Sir Ian Barker; Professor David Sorkin; and Dr. Thomas Legler

Domain Name(s) at Issue:
<vz.com>

Response?:
Yes

Principle(s):

1) The Panel found that Respondent does not have rights or a legitimate interest in the domain name for the following reasons:

a) Respondent’s website consists only of a home page and several other pages which are a compilation of links to other websites, including some bona fide offerings.  There is no apparent connection between the offerings and the Respondent;

b) Respondent is not commonly known by the name of “VZ;” and

c) Respondent has no license conferred by the Complainant

2) “While in principle the registrations of descriptive names are perfectly legal in most countries and may constitute considerable value, the mere speculation in generic domain names without showing any demonstrable evidence of plans for the bona fide use is not sufficient to prove legitimate interest in a domain name.

3) Dissenting Panelist notes, “under the appropriate circumstances the offering for sale of a domain name can itself constitute a bona fide offering of goods or services for purpose of paragraph 4(c)(i) of the ICANN policy.”

Result:
Decision for Respondent

Policy cited:
4(a)

Uniform Rules cited:
5(b), 15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

951.
Manchester Airport PLC v. Club Club Limited, Case No. D2000-0638
a. Date:
August 22, 2000

Panelist(s):
Tony Willoughby; Michael Froomkin; and Richard Hill

Domain Name(s) at Issue:
<manchesterairport.com>

Response?:
Yes

Principle(s):

1) The Panel finds that issues relating to violations of national passing off should be left to the national courts.

2) “Selling domain names is prohibited by the ICANN Policy only if the other elements of the ICANN Policy are also violated, namely trademark infringement and lack of legitimate interest.”

Result:
Decision for Respondent

Policy cited:
4(a)

Uniform Rules cited:
2(a), 2(h)(iii)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

952.
Liberty PLC v. DJV Associates, Case No. D2000-0708
a. Date:
August 22, 2000

Panelist(s):
David H. Tatham

Domain Name(s) at Issue:
<libertysoflondon.com, libertyoflondon.net, and libertysoflondon.net>

Response?:
No

Principle(s):

1) Under paragraph 4(a)(iii) of the ICANN Policy, the Panel requires a finding of both registration in bad faith and use in bad faith.  “Although bad faith use can be found to follow bad faith registration, it is still necessary for the Complainant to prove registration in bad faith.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

953.
Diageo p.l.c. v. John Zuccarini, Case No. D2000-0541
a. Date:
August 22, 2000

Panelist(s):
Torsten Bettinger

Domain Name(s) at Issue:
<guinnes.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(c), 4(i)

Uniform Rules cited:
10(b), 15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

954.
European Broadcasting Union v. Domain 4 Sale, Case No. D2000-0737
a. Date:
August 22, 2000

Panelist(s):
Gordon D. Harris

Domain Name(s) at Issue:
<eurovision.org>

Response?:
Yes

Principle(s):

1) “The Panel does not believe that of itself, offering a domain name for sale at a value above the cost of registration, is prima facie evidence of bad faith.  Like a trade mark, a domain name is a tradable commodity, and there is no reason why a bargain should not be struck between a willing buyer and a willing seller for the legitimate transfer of a registered domain name at a value which reflects its commercial worth to the parties.  However, this pre-supposes that the domain name in question has arisen independently and legitimately, and was not specifically created or registered for the purposes of eliciting a sale.  That is the key criteria in establishing bad faith.”

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

955.
Viterra AG v. Zofia Janz, Case No. D2000-0729
a. Date:
August 23, 2000

Panelist(s):
Dr. Reinhard Schanda

Domain Name(s) at Issue:
<viterra.com>

Response?:
No

Principle(s):

1) Respondent demonstrates evidence of bad faith when he “…registered the Domain Name for the purpose of transferring the Domain Name to Complainant for valuable consideration and/or to prevent Complainant from reflecting the mark in a corresponding Domain.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii), 4(i)

Uniform Rules cited:
2(a), 5(e), 14(a), 15

Panel Decisions cited:
Eauto, Inc. v. Available-Domain-Names.com, d/b/a Intellectual-Assets.com, Inc., Case No. D200-0120.

Judicial decisions and statutes cited:
None

956.
K2r Produckte AG v. Jeremie Trigano, Case No. D2000-0622

a. Date:
August 23, 2000

Panelist(s):
Alan L. Limbury; Diane Cabell; and Tony Willoughby

Domain Name(s) at Issue:
<k2r.com>

Response?:
Yes

Principle(s):

1) Respondent has a legitimate interest in the domain name since the disputed domain name is a possible derivative of the name of Respondent’s store and is a logical and reasonable name; thus, the Respondent “…registered a domain name that corresponds to a name that was in use in connection with a bona fide offering of goods or services prior to notice of this dispute.”

2) “It is possible for a term to be used as a trade mark in different industries simultaneously without conflict.  Trademark and unfair competition law permit multiple users to trade under identical marks so long as the consumer is not confused as the source or origin of the goods and services.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(b), 4(c), 4(c)(i)

Uniform Rules cited:
15(e)

Panel Decisions cited:
Calstore.com v. Calstore.net, Case No. FA0002000094026; Shirmax Retail Ltd. v. CES Marketing Group, Inc., Case No. AF-0104; Lumena s-ka so.o. v. Express Ventures Ltd., Case No. FA0003000094375; Royal Bank of Canada v. Xross, Case No. AF-0133; Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; Barney’s, Inc. v. BNY Bulletin Board, Case No. D2000-0059.

Judicial decisions and statutes cited:
Minnesota Mining & Mfg. Co. v. Taylor, 21 F.Supp. 2d 1003, 1105 (D. Minn. 1998); Interstellar Starship Servs. Ltd. v. Epix, Inc., 983 F.Supp. 1331, 1335 (D. Or. 1997); Planned Parenthood Federation of America, Inc. v. Bucci, 1997 U.S. Dist. LEXIS 3338, No. 97-0629 (S.D.N.Y. Mar. 24, 1997), aff’d, 152 F.3rd 920 (2d Cir. 1998), cert. denied, 119 S. Ct. 90 (1998).

957.
Pharmacia & Upjohn AB v. Sol Meyer, Case No. D2000-0785
a. Date:
August 23, 2000

Panelist(s):
Tony Willoughby

Domain Name(s) at Issue:
<pharmaciamonsanto.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iv), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
Telstra Corp. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

958.
Ogaan India Private Limited v. Mehboob Alam, Case No. D2000-0720
a. Date:
August 23, 2000

Panelist(s):
Hariram Jayaram

Domain Name(s) at Issue:
<ogaan.com>

Response?:
No

Principle(s):

1) Respondent demonstrates bad faith when he registered the domain name and then offered to sell the domain name to Complainant for “…consideration indicative of registration and use …in bad faith.”  Also, “The Respondent’s registration of 15 other domain names which have no nexus or connection with his business shows a pattern of conduct aimed at preventing others from making bona fide use of the desirable domain names which may correspond to their trade marks.”

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(c)

Uniform Rules cited:
5(b)(i), 14(b)

Panel Decisions cited:
Mary-Lynn Mondich and American Vintage Wine Biscuits, Inc. v. Shane Brown, dba Big Daddy’s Antiques, Case No. D2000-0004; Cortefiel, S.A. v. Miguel Garcia Quintas, Case No. D2000-0140; World Wrestling Federation Entertainment, Inc. v. Michael Bosman, Case No. D99-0001; Telstra Corporation Ltd. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

959.
EasyJet Airline Company Ltd. v. Mr. Tim Holt, Case No. D2000-0465
a. Date:
August 24, 2000

Panelist(s):
Gordon Harris

Domain Name(s) at Issue:
<easy-jet.com>

Response?:
Yes

Principle(s):

Result:
Decision for Respondent

Policy cited:
4(a)

Uniform Rules cited:
12, 13

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

960.
Maureen A. Healy v. Andreas Kuhlen, Case No. D2000-0698
a. Date:
August 24, 2000

Panelist(s):
Alan L. Limbury

Domain Name(s) at Issue:
<dvdnews.com>

Response?:
Yes

Principle(s):

1) Respondent demonstrates that he has a legitimate interest in the domain name when he registered the domain name prior to having knowledge of this dispute, and he had made preparations to use the domain name in connection with a bona fide offering of services.

2) “The fact that the respondent’s registration of the domain name prevents the complainant from using the domain name corresponding to her registered trademark for her Internet services cannot amount to bad faith under the Policy unless the respondent is shown to have engaged in a pattern of such conduct.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i), 4(c), 4(c)(i), 4(i)

Uniform Rules cited:
2(a)

Panel Decisions cited:
J. Crew Int’l, Inc. v. crew.com, Case No. D2000-0054; Ellenbogen v. Pearson, Case No. D000-0001; Shirmax Retail Ltd. v. CES Marketing Group, Inc., Case No. AF-0104; Lumena s-ka so.o. v. Express Ventures Ltd., Case No. FA0003000094375; Royal Bank of Canada v. Xross, Case No. AF-0133.

Judicial decisions and statutes cited:
17 USC § 1072.

961.
Yahoo! Inc. v. Casino Yahoo, Inc., Jon Maranda, Case No. D2000-0660
a. Date:
August 24, 2000

Panelist(s):
M. Scott Donahey

Domain Name(s) at Issue:


Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)(iv), 4(i)

Uniform Rules cited:
2(a), 15(a)

Panel Decisions cited:
Alcoholics Anonymous World Services, Inc. v. Raymond, Case No. D2000-0007; Ronson Plc v. Unimetal Sanayai ve Tic.A.S., Case No. D2000-0011; National Football League Properties, Inc. and Chargers Football Company v. One Sex Entertainment Co., a/k/a chargergirls.net, Case No. D2000-0118; Ingersoll-Rand Co. v. Frank Gully, d/b/a Advcomren, Case No. D2000-0021.

Judicial decisions and statutes cited:
None

962.
Infoglobo Comunicacoes Ltda. v. Italo de Barros Naddeo, Case No. D2000-0533
a. Date:
August 24, 2000

Panelist(s):
James Bridgeman

Domain Name(s) at Issue:
<oglobo.com>

Response?:
Yes

Principle(s):

1) Respondent demonstrates that he does not have a legitimate interest in the domain name where he has failed to engage in any activities of any substance whatsoever with the respect to the domain name in question.

2) “There is a conflict of evidence as to whether Respondent asked for payment for the domain name;” therefore, “without the benefit of oral testimony and the possibility of having the evidence tested in cross-examination, and in the absence of any corroborative evidence, this Administrative Panel is not in a position to decide as to which of the Parties is correct.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(c), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
Network Solutions, Inc. v. Clue Computing, Inc. 946 F.Supp. 8585; 1996 U.S. Dist. LEXIS 18013; 41 U.S.P.Q. 2d 1062 (USDC D. Colo. 1996).

963.
France Telecom v. Domain, Case No. D200-0490
a. Date:
August 25, 2000

Panelist(s):
Francois Dessemontet; Christian-Andre Le Stanc; and Robert A. Fashler

Domain Name(s) at Issue:
<lespagesjaunes.com>

Response?:
No

Principle(s):

1) Under certain circumstances, it may be proper to keep a domain name for some time without using it.  However, “it may…be contrary to the policy of the registrar to allow for sites to be under construction for years without effective use, but this Panel has no authority in that regard, which is a contractual matter properly to be adjudicated under the contract between registrant and registrar and by proceedings between them.”

2) Panelist Fashler has a dissenting opinion holding that Complainants should have been successful.

Result:
Decision for Respondent

Policy cited:
4(a)

Uniform Rules cited:
5(e), 14, 14(b)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

964.
Blue Cross and Blue Shield Association and Trigon Insurance Company, Inc. d/b/a 
Trigon Blue Cross Blue Shield v. InterActive Communications, Inc., Case No. 
D2000-0788
a. Date:
August 28, 2000

Panelist(s):
Peter L. Michaelson

Domain Name(s) at Issue:
<trigonbluecrossblueshield.com>

Response?:
No

Principle(s):

1) In the absence of any refuting evidence, all the facts and allegations submitted by the Complainants…are accepted as true.”

2) The Panel does not find that Respondent has a legitimate interest in the domain name, and it goes on to state “if the Respondent truly intends to exercise its Constitutionally guaranteed right of expression to provide critical reviews of the Complainant’s services, it could clearly do so without diluting the marks of the Complainants and specifically without using a domain name that would likely infringe and dilute those marks.”

3) The criteria used to determine if a mark has acquired fame is as follows:

a) the degree of inherent or acquired distinctiveness of the mark;

b) the duration and extent of use of the mark in connection with the goods or services with which the mark is used;

c) the duration and extent of advertising and publicity of the mark; 

d) the geographical extent of the trading area in which the mark is used;

e) the channels of trade for the goods or services with which the mark is used;

f) the degree of recognition of the mark in the trading areas and channels of trade of the mark’s owners and the person against whom the injunction is sought; 

g) the nature and extent of the use of the same or similar marks by third parties; and

h) the existence of a registration under the [Lanham] Act of March 3, 1881, or the Act of February 20, 1905, or on the principal register.

Result:
Name transfer

Policy cited:
4, 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(c), 4(i)

Uniform Rules cited:
2(a), 4(a), 15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
15 USC § 1065; 15 USC §§ 1125(c)(1), (c)(2), (d)(1)(A)(II) and 1127; 15 USC § 1125(d)(1)(A) and (B).

965.
Usinor v. Stefbel, Case No. D2000-0686
a. Date:
August 28, 2000

Panelist(s):
Olivier Iteanu

Domain Name(s) at Issue:
<usinor-industeel.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

966.
Guillermo J. Fesser Perez de Petinto y Juan L. Cano Ambros v. r&t y Tino 
Hernandez, Case No. D2000-0201
a. Date:
June 2, 2000

Panelist(s):
Luis H. de Larramendi

Domain Name(s) at Issue:
<gomaespuma.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(c), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
Banco Español de Crédito, S.A. v. Miguel Duarte Perry Vidal Taveira, Case No. D2000-0018; Potomac Mills Limited Partnership v. Gambit Capital Management, Case No. D2000-0062; World Wrestling Fed. Entertainment, Inc. v. Bosman, Case No. D99-0001; The Avenue, Inc. and United Retail Incorporated v.Chris Guirguis doing business as Lighthouse Web Design and/or Cannibal, and Sam Guirguis, Case No. D2000-0013; Harrods Limited v Robert Boyd, Case No. D2000-0060; Robert Ellenbogen v. Mike Pearson, Case No. D2000-0001; Telstra v. Nuclear Marshmallows, Case No. D2000-0003; Home Interiors & Gifts, Inc. v. Home Interiors, Case No. D2000-0010; Cellular One Group v. Paul Brien, Case No. D2000-28; The Channel Tunnel Group Ltd. v John Powell, Case No. D2000-0038.

Judicial decisions and statutes cited:
None

967.
Religious Technology Center v. Freie Zone E.V., Case No. D2000-0410
a. Date:
June 23, 2000

Panelist(s):
Bernhard F. Meyer-Hauser

Domain Name(s) at Issue:
<scientologie.org>

Response?:
Yes

Principle(s):

1) Respondent does have rights and legitimate interests in the domain name having published the German book “Scientologie – Wissenschaft von der Beschaffenheit und Tauglichkeit des Wissens.”  Furthermore, “the copyrights and other rights in the book have been licensed to Respondent by Dr. Nordenholz’s heirs, and these rights appear to be even older than Complainant’s trademarks.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(b), 4(c), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

968.
Universal City Studios, Inc. v. G.A.B. Enterprises, Case No. D2000-0416
a. Date:
June 29, 2000

Panelist(s):
David H. Bernstein

Domain Name(s) at Issue:
<fieldofdreams.com>

Response?:
Yes

Principle(s):

1) The Panel has discretion to consider other laws or principles of law; in this proceeding, since both parties are domiciled in the United States, the Panel considered United States Court decision to make their determination.

2) “Under U.S. law, [the] ownership of a federal trademark registration alone is prima facie evidence of ownership of a valid trademark.”

3) “The absence of spaces and [the] addition of the “.com” gTLD …are irrelevant when considering the similarity of a domain name … to a trademark.”

4) “Once a complainant makes a prima facie showing that a respondent lacks rights in the domain name, the burden of production shifts to the respondent to come forward with demonstrable evidence proving a legitimate interest in the domain name.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(iv), 4(c)

Uniform Rules cited:
5(d), 8, 10(b)

Panel Decisions cited:
Plaza Operating Partners, Ltd. v. Pop Data Technologies and Joseph Pillus, Case No. D2000-0166; CRS Technologies Corporation v. CondeNet, Inc., Case No. FA0002000093547; Pet Warehouse v. Pets.Com, Inc., Case No. D2000-0105; Document Technologies, Inc. v. International Electronic Communications, Inc., Case No. D2000-0270; Home Director, Inc. v. HomeDirector, Case No. D2000-0111; EAuto, LLC v. Available-Domain-Names.com, Case No. D2000-0120.

Judicial decisions and statutes cited:
Merrill v. Dept. of Motor Vehicles, 71 Cal.2d 907, 80 Cal.Rptr. 89, 458 P.2d 33; Bridgeport Mortgage & Realty Corporation v. Whitlock, 128 Conn. 57, 20 A.2d 414, 416.

969.
Fuji Photo Film Co Limited and Fuji Photo Film USA Inc. v. Fuji Publishing Group 
LLC, Case No. D2000-0409
a. Date:
July 2, 2000

Panelist(s):
Clive Duncan Thorne

Domain Name(s) at Issue:
<fuji.com>

Response?:
Yes

Principle(s):

1) Respondent demonstrates a legitimate interests in the domain name having shown the use of the domain name in offering goods such as Fuji distilled spirits, Fuji wine, Fuji cigars, and Fuji North West Microbrew.  Also, Respondent used the Fuji name with specialized software systems since 1992.

Result:
Decision for Respondent

Policy cited:
4, 4(a), 4(a)(i), 4(a)(ii), 4(c)

Uniform Rules cited:
2(a), 6(f)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

970.
State Fair of Texas v. State Fair Guides, Case No. FA0006000095066
a. Date:
July 25, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<statefairoftexas.com, texasstatefair.com>

Response?:
No

Principle(s):

1) “The top level of the domain name such as ‘net’ or ‘com’ does not affect the domain name for the purpose of determining whether it is identical or confusingly similar.”

2) “Passive holding of a domain name for a period of time is evidence of bad faith.”

Result:
Names transfer

Policy cited:
4(a), 4(b)(ii), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Rollerblade, Inc. v. McCrady, Case No. D2000-0429; Ziegenfelder Co. v. VMH Enterprises, Inc., Case No. D2000-0039; Telstra v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

971.
Yahoo! Inc. v. Jorge O. Kirovsky, Case No. D2000-0428

a. Date:
August 9, 2000

Panelist(s):
Wolter W. Bettink; Mayer Gabay; and Frederick Mostert

Domain Name(s) at Issue:
<yahooemail.net, yahoofree.net, yahoofree.com, yahoochat.net>

Response?:
Yes

Principle(s):

1) The following are factors considered by tribunals as to whether a mark has been registered in bad faith:  (note that a case-by-case approach is usually adopted since each case has its own special circumstances)

a) whether there is a close similarity between the respective marks;

b) whether the mark at issue is inherently distinctive (being arbitrary, fanciful, coined or invented) or has acquired distinctiveness (i.e. become famous or well-known); 

c) whether the mark was adopted by a defendant as a foreign language word in the local jurisdiction, 

d) whether a defendant’s explanation of why it chose a mark that “coincidentally” is very similar to a famous or well-known mark defies all credulity; and 

e) whether (in a UDRP case) the Respondent filed a trademark after the Complainant had objected to the domain name registration by Respondent.

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(iv), 4(c), 4(c)(ii), 4(c)(iii), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
Yahoo! Inc. v. David Ashby, Case No. D2000-0241; Yahoo! Inc. v. Eitan Zviely, et al., Case No. D2000-0273; Lion Nathan Limited v. Wallace Waugh, Case No. D2000-0030.

Judicial decisions and statutes cited:
Yahoo! Inc. v. Akash Arora & ANR, High Court Delhi (Feb. 19, 1999); RH Macy & Co. Inc. v. Trade Accents (Singapore High Court, 27 June 1991) [1992] 1 SLR 581 at 589; VACA QUE RIE “Laughing Cow” Fromageries Bel SA v. Ivaldi, Enrique, La Ley(Argentine Supreme Court, Federal Chamber, Buenos Aires, June 26, 1963).

972.
Para-Flite Inc. v. Glen Little, Case No. AF-0272
a. Date:
August 16, 2000

Panelist(s):
Merton E. Thompson

Domain Name(s) at Issue:
<para-flite.com>

Response?:
No

Principle(s):

1) Respondent does have rights and legitimate interests in the domain name having demonstrated that he used the name in connection with a business relating to powered parachute style aircraft.

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(c)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
Lanham Act Sec. 33(b).

973.
Liberty Public Limited Company v. Thomas Guarrera, Case No. FA0007000095103
a. Date:
August 17, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<libertyoflondon.com>

Response?:
No

Principle(s):

1) Respondent does not have a right or legitimate interest in the domain name when he is holding the name passively preventing Complainant from using its mark in a domain name.

2) Respondent acted in bad faith when he knew or should have known of Complainant’s famous mark yet registered it as the domain name at issue.

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Talk City, Inc. v. Robertson, Case No. D2000-0009; Internet America Inc. v. Internet America, Case No. D2000-0355; World Wrestling Federation Entertainment, Inc. v. Bosman, Case No. D99-0001; Deutsche Bank AG v. Diego-Arturo Bruckner, Case No. D2000-0277; Telstra Corp. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

974.
National Academy of Recording Arts & Sciences, Inc. v. Las Vegas Computer 
Journal, Case No. FA0007000095168
a. Date:
August 18, 2000

Panelist(s):
Hon. Paul A. Dorf

Domain Name(s) at Issue:
<cybergrammy.com>

Response?:
Yes

Principle(s):

1) “The domain name ‘cybergrammy.com’ incorporates Complainant’s registered mark ‘Grammy(’ and the prefix ‘cyber’ suggests cyberspace and the internet, conveying the impression that the Complainant has a presence in cyberspace.  It is likely that an observer would be confused, mislead, or deceived when encountering ‘cybergrammy.com.’”

Result:
Name transfer

Policy cited:
4(a)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

975.
Drs. Foster & Smith, Inc. v. Jaspreet Lalli, Case No. FA0007000095284
a. Date:
August 21, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<drfostersmith.com>

Response?:
No

Principle(s):

1) Insignificant changes to Complainant’s mark, such as deleting the letter “s” and/or abbreviating the word “doctor”, are irrelevant when determining if the domain name in question is identical or confusingly similar to Complainant’s mark.

2) Respondent acted in bad faith when he used the domain name in question to divert Internet users seeking Complainant’s site to Respondent’s site.

Result:
Name transfer

Policy cited:
4(a), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Busy Body, Inc. v. Fitness Outlet, Inc., Case No. D2000-0127.

Judicial decisions and statutes cited:
None

976.
Sundor Brands v. Trenchcoat Productions, Inc., Case No. D2000-0633
a. Date:
August 21, 2000

Panelist(s):
Jeffrey M. Samuels

Domain Name(s) at Issue:
<sunnydelight.com>

Response?:
Yes

Principle(s):

1) “The grant of an U.S. trademark registration conveys with it certain legal presumptions, including that the mark in issue is valid.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(ii), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; Coming Attractions Ltd v. Commingattractions.com, Case No. FA94341; Soccerplex, Inc. d.b.a. Soccerzone, Inc. v. NBA, Inc., Case No. FA94361.

Judicial decisions and statutes cited:
15 U.S.C. § 1057(b).

977.
Calvin Klein, Inc. v. Spanno Industries, Case No. FA0007000095283
a. Date:
August 21, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<calvinkline.com>

Response?:
No

Principle(s):

1) “The misspelling of the Complainant’s mark … does not avoid the confusingly similarity [test].”

2) Respondent demonstrates that he acted in bad faith when he “…registered numerous domain names containing sexual references and domain names which are confusingly similar to third party trade marks.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(ii), 4(b)(iii) 4(b)(iv), 4(c)(i), 4(c)(ii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Talk City, Inc. v. Robertson, Case No. D2000-0009; Hitachi, Ltd. v. Fortune Int’l Dev. Ent., Case No. D2000-0412; CCA Indust., Inc. v. Dailey, Case No. D2000-0148.

Judicial decisions and statutes cited:
None

978.
The Chip Merchant, Inc. v. Blue Star Electronics, d/b/a Memory World, Case No. 
D2000-0474
a. Date:
August 21, 2000

Panelist(s):
Tom Arnold

Domain Name(s) at Issue:
<thechipmerchant.net, chipmerchant.com, chipmerchant.net>

Response?:
Yes

Principle(s):

1) The decision of the USPTO to grant federal registration to Complainant’s mark is evidence that Complainant has trademark rights in the term “THE CHIP MERCHANT.”

2) Respondent does not have rights or legitimate interests in the domain name having had knowledge of the Complainant when he registered the domain name at issue.

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(c), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

979.
Goldmasters Precious Metals v. Gold Masters srl, Case No. FA0007000095246
a. Date:
August 21, 2000

Panelist(s):
P. Jay Hines

Domain Name(s) at Issue:
<goldmasters.com>

Response?:
Yes

Principle(s):

1) Respondent does have a legitimate interest in the domain name in question having made demonstrable preparations to use the domain name.

Result:
Decision for Respondent

Policy cited:
4(a), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(c)(i), 4(c)(ii)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

980.
Artnews, L.L.C. v. Ecorp.com, Case No. FA0007000095231
a. Date:
August 22, 2000

Panelist(s):
James P. Buchele

Domain Name(s) at Issue:
<artnews.net>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(b)(iii), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

981.
Mathis Bros. Furniture Co., Inc. v. Steven E. Way d/b/a Cyberdyne Technologies, 
Case No. FA0007000095264

a. Date:
August 22, 2000

Panelist(s):
Hon. Daniel B. Banks, Jr.

Domain Name(s) at Issue:
<mathisbrothersfurniture.com, mathisbrothers-furniture.com>

Response?:
Yes

Principle(s):

Result:
Names transfer

Policy cited:
4(b), 4(i)

Uniform Rules cited:
2(a), 4(c), 4(d)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

982.
I.H.N. Awareness, Inc. v. The Web People, Case No. FA0007000095117
a. Date:
August 23, 2000

Panelist(s):
Hon. Carolyn Marks Johnson

Domain Name(s) at Issue:
<foreveryoung.com, ihnawareness.com>

Response?:
No

Principle(s):

1) Marks that have sufficient secondary association with the Complainant will grant Complainant common law rights in the mark.

2) “The top level of the domain name such as ‘net’ or ‘com’ does not affect the domain name for the purpose of determining whether it is identical or confusingly similar.”

Result:
Names transfer

Policy cited:
4(a), 4(b)(i), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Roberts v. Boyd, Case No. D2000-0210; Rollerblade, Inc. v. McCrady, Case No. D2000-0429; Compangnie de Saint Gobain v. Com-Union Corp., Case No. D2000-0020; World Wrestling Fed. Entertainment, Inc. v. Bosman, Case No. D99-0001; CBS Broadcasting, Inc. v. LA-Twilight-Zone, Case No. D2000-0397; Telstra v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

983.
Pueblo International, Inc. v. Pueblo On-Line, Case No. FA0007000095250
a. Date:
August 24, 2000

Panelist(s):
Hon. Irving H. Perluss

Domain Name(s) at Issue:
<pueblo.org>

Response?:
Yes

Principle(s):

1) “The top-level domain ‘org’ customarily is in usage by non-profit or ‘miscellaneous’ entities and not by a supermarket chain such as Complainant’s.”

2) “Under trademark law, several concurrent users can legally coexist in different territories or in different product and service markets.”  The new gTLDs would permit, for example, four different companies using the name or mark “xxx”; e.g. “xxx.firm” (for a company); “xxx.web” (for an Internet service provider); and “xxx.rec” (for recreation).

3) Respondent does have a right to the domain name in question having registered the domain name prior to Complainant’s registration of its service mark.

Result:
Decision for Respondent

Policy cited:
4(a)

Uniform Rules cited:


Panel Decisions cited:
American Vintage Win Biscuits, Inc. v. Brown, Case No. D2000-0010; Telstra v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
Avery Dennison Corporation v. Jerry Sumpton, 189 F.3d 868, 871 (9th Cir. 1999); The Network Network v. CBS, Inc., 54 U.S.P.Q.2d 1150 (U.S.D.C. Central Dist. CA 2000).

984.
Pueblo International, Inc. v. Pueblo Technology Publishing, Case No. 
FA0007000095252
a. Date:
August 24, 2000

Panelist(s):
Hon. Irving H. Perluss

Domain Name(s) at Issue:
<pueblo.com>

Response?:
Yes

Principle(s):

1) “Respondent’s registration of its domain name prior to Complainant’s registration of its service mark, and by Respondent’s utilization of the domain name as an e-mail address, although not as a web site, the Panelist has concluded that Respondent does have a right and a legitimate interest in the domain name.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
Pueblo International, Inc. v. Pueblo On-Line, Case No. FA0007000095250.

Judicial decisions and statutes cited:
15 USC 1127 (Lanham Act); The Network Network v. CBS, Inc. 54 U.S.P.Q.2d 1150 (U.S.D.C. Central Dist. CA 2000).

985.
Jon-Don Products, Inc. v. Marion Johnson, Case No. FA0007000095165
a. Date:
August 24, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<jon-don.net, jon-don.org>

Response?:
No

Principle(s):

1) Respondent’s use of the domain names to extort money from the Complainant or the Complainant’s competitor and/or using the domain name to publish pornographic and inappropriate material on the correspondent websites does not give Respondent rights or legitimate interest in the domain names.

Result:
Names transfer

Policy cited:
4(a), 4(b)(i), 4(b)(iii), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

i. Panel Decisions cited:
Technology Properties, Inc. v. Burris, Case No. FA94424; Quixtar Investments, Inc. v. Smithberger and QUIXTAR-IBO, Case No. D2000-0138; World Wresting Fed. Entertainment, Inc. v. Bosman, Case No. D99-0001; MatchNet plc. v. MAC Trading, Case No. D2000-0205; The Channel Tunnel Group Ltd. v. Powell, Case No. D2000-0038.

j. Judicial decisions and statutes cited:
None

986.
Jon-Don Products, Inc. v. CarpetSolutions, Case No. FA0007000095293
a. Date:
August 24, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<jon-don.com>

Response?:
No

Principle(s):

1) Respondent acted in bad faith when he “…registered the domain name primarily for the purpose of selling or leasing the domain names to the Complainant or the Complainants competitors for valuable consideration in excess of out-of-pocket costs related to the domain name.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(b)(iii), 4(c)(ii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Technology Properties, Inc. v. Burris, Case No. FA94424; Quixtar Investments, Inc. v. Smithberger and QUIXTAR-IBO, Case No. D2000-0138; World Wresting Fed. Entertainment, Inc. v. Bosman, Case No. D99-0001; MatchNet plc. v. MAC Trading, Case No. D2000-0205; The Channel Tunnel Group Ltd. v. Powell, Case No. D2000-0038.

Judicial decisions and statutes cited:
None

987.
Andrew Clements v. Hugh Smikle, Case No. FA0007000095244
a. Date:
August 28, 2000

Panelist(s):
R. Glen Ayers

Domain Name(s) at Issue:
<frindle.com>

Response?:
Yes

Principle(s):

1) The existence, use and promotion of a mark in commerce grants Complainant common law rights in the trademark.

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
Tally-Ho, Inc. v. Coast Community College Dist., 889 F.2d 1018 (11th Cir. 1989); Association of Co-Op Members v. Farmland Indus., Inc., 684 F.2d 1134 (5th Cir. 1982).

988.
Cho Yong Pil v. Kee Dooseok, Case No. D2000-0754
a. Date:
August 28, 2000

Panelist(s):
Young Kim

Domain Name(s) at Issue:
<choyongpill.com, ypcproductions.com, pilrecords.com>

Response?:
Yes

Principle(s):

1) The Complainant does not have rights in “YPC PRODUCTIONS, INC” AND “PIL RECORDS;” Complainant failed to submit sufficient materials showing the use of the two names reached the level of common law rights.

Result:
Name transfer of <choyongpill.com> only

Policy cited:
4(a), 4(a)(iii)

Uniform Rules cited:
None

Panel Decisions cited:
Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; SeekAmerica Networks, Inc. v. Tariq Masood and Solo Signs, Case No. D2000-0131.

Judicial decisions and statutes cited:
None

989.
Perot Systems Corporation v. Perot.net, Case No. FA0007000095312
a. Date:
August 29, 2000

Panelist(s):
James P. Buchele

Domain Name(s) at Issue:
<perot.net>

Response?:
No

Principle(s):

1) Respondent acted in bad faith when he registered the domain name knowing of Complainant’s famous mark.

Result:
Name transfer

Policy cited:
4(a), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

b. Panel Decisions cited:
Quixtar Investments, Inc. v. Smithberger and QUIXTAR-IBO, Case No. D2000-0138; Ty, Inc. v. O.Z. Names, Case No. D2000-0370; Charles Jourdan Holding AG v. AAIM, Case No. D2000-0403; Telstra Corp. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

990.
Perot Systems Corporation v. Stephen Hall, Case No. FA0007000095310
a. Date:
August 29, 2000

Panelist(s):
James P. Buchele

Domain Name(s) at Issue:
<perotsys.com>

Response?:
No

Principle(s):

1) Respondent acted in bad faith when he registered the domain name knowing of Complainant’s famous mark.

Result:
Name transfer

Policy cited:
4(a), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Quixtar Investments, Inc. v. Smithberger and QUIXTAR-IBO, Case No. D2000-0138; Ty, Inc. v. O.Z. Names, Case No. D2000-0370; Charles Jourdan Holding AG v. AAIM, Case No. D2000-0403; Telstra Corp. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

991.
Pfizer Inc. v. Deep Soni and Ashok Soni, Case No. D2000-0782
a. Date:
August 29, 2000

Panelist(s):
Dennis A. Foster

Domain Name(s) at Issue:
<pfizerindia.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

992.
Western Bonded Products, Inc. dba Flex Foam v. Webmaster, Case No. 
FA0007000095286
a. Date:
August 29, 2000

Panelist(s):
Hon. Karl V. Fink

Domain Name(s) at Issue:
<flexfoam.com>

Response?:
Yes

Principle(s):

1) “Respondent has rights and legitimate interests in the domain name having made preparations to use the name in connection with its business and having properly registered and paid for the name.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)

Uniform Rules cited:
3(ix)(3)

Panel Decisions cited:
Visit America, Inc. v. Visit America, Case No. FA95093; Casual Corner Group, Inc. v. Neil Young, Case No. FA95712.

Judicial decisions and statutes cited:
None

993.
Mandalay Publications, Inc. v. Estylo.com, Case No. FA0007000095287
a. Date:
August 30, 2000

Panelist(s):
Louis E. Condon

Domain Name(s) at Issue:
<estylo.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

994.
Minit Canada Ltd. v. Steve Clark Enterprises, Case No. AF-0229a-b
a. Date:
August 30, 2000

Panelist(s):
Henri Alvarez

Domain Name(s) at Issue:
<thingsengraved.com, things-engraved.com>

Response?:
Yes

Principle(s):

1) As noted in Shirmax, ‘where the addition of a top-level domain is the only difference-and especially where, as here, the top-level domain that appears in the domain name is the one that most closely describes the nature of the trademark (i.e., ‘com’ representing a commercial enterprise) – such virtual identical [names] seems sufficient to satisfy the requirement.’

Result:
Names transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(c), 4(c)(i), 4(i)

Uniform Rules cited:
2(a), 15

Panel Decisions cited:
Shirmax Retail Ltd./Detaillants Shirmaz Ltee. v. CES Marketing Group Inc., Case No. AF-0104; Draw-Tite, Inc. v. Plattsburgh Spring Inc., Case No. D2000-0017; Telstra Corporation Ltd. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

995.
Hewlett-Packard Company v. Greg Martineau, Case No. FA0008000095359
a. Date:
August 30, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<photosmart.org>

Response?:
No

Principle(s):

1) “Passive holding of a domain name is evidence of registration and use in bad faith.”

2) Bad faith as defined under the ICANN Policy is non-exclusive.

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
14(b)

Panel Decisions cited:
Hormel Foods Corp. and Hormel Foods, LLC v. Spotted Cow Media, Case No. FA95067; Telstra v. Nuclear Marshmallows, Case No. D2000-0003; The Channel Tunnel Group Ltd. v. Powell, Case No. D2000-0038.

Judicial decisions and statutes cited:
None

996.
The Caravan Club v. Mrgsale, Case No. FA0007000095314
a. Date:
August 30, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<thecaravanclub.com>

Response?:
No

Principle(s):

1) Respondent does not have rights or legitimate interest when he “does not own the registered mark, has no permission from the Complainant to use the mark, nor is affiliated with the … business in any way.”

Result:
Name transfer

Policy cited:
4(a), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Hormel Foods Corp. and Hormel Foods, LLC v. Spotted Cow Media, Case No. FA95067; Fanuc Ltd. v. Machine Control Services, Case No. FA93667; CBS Broadcasting, Inc. v. LA-Twilight-Zone, Case No. D2000-0397.

Judicial decisions and statutes cited:
None

997.
Gamesville.com, Inc. v. John Zuccarini, Case No. FA0007000095294
a. Date:
August 30, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<gamesvilles.com, gamesville.com, gamesvill.com, gamesvlle.com, gamevile.com, gamevill.com>

Response?:
No

Principle(s):

1) Respondent acted in bad faith when he registered domain names that were misspellings of Complainant’s well known trademarks.

Result:
Names transfer

Policy cited:
4(a), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(c)(ii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
America Online, Inc. v. Tencent Communications Corp., Case No. FA93668; Bama Rags, Inc. v. John Zuccarini, d/b/a Cupcake Confidential, Case No. FA94380; Hewlett-Packard Company v. John Zuccarini, Case No. FA94454; Encyclopedia Britannica, Inc. v. John Zuccarini, a/k/a The Cupcake Patrol, a/k/a The Country Walk, a/k/a Cupcake Party, Case No. D2000-0330; BIC Deutschland GmbH & Co. KG v. Tweed, Case No. D2000-0418.

Judicial decisions and statutes cited:
None

998.
Travis Hill v. Needalife.com, Case No. FA0008000095345
a. Date:
August 30, 2000

Panelist(s):
Hon. Ralph Yachnin

Domain Name(s) at Issue:
<mediaenforcer.com>

Response?:
Yes

Principle(s):

1) Respondent does not have a legitimate interest in the domain name when he uses the domain name to mislead and divert people who are attempting to reach Complainant’s site.

Result:
Name transfer

Policy cited:
4(a)

Uniform Rules cited:
None

Panel Decisions cited:
Compusa Mgmt. Co. v. Customized Computer Training, Case No. FA95082; Cabelais, Inc. v. Cupcake Patrol, Case No. FA95080.

Judicial decisions and statutes cited:
Bally Total Fitness Holding Corp. v. Faber, 29 F.Supp.2d 1161, 1167-68 (C.D. Ca. 1998).

999.
National Australia Bank Limited v. Quality Systems Consulting – QSC Pty Ltd, 
Case No. D2000-0765
a. Date:
August 31, 2000

Panelist(s):
John Terry

Domain Name(s) at Issue:
<nationalaustraliabank.net, nationalaustraliabank.org, nationalaustraliabanklimited.com, nationalaustraliabanklimited.net, nationalaustraliabanklimited.org>

Response?:
Yes

Principle(s):

1) “Admission of any material beyond the Complaint and the Response is a matter for the general discretion of the Panelist under Rule 10.”

2) Passive holding of a domain name may be evidence of bad faith.

3) “Punctuation issues should be considered irrelevant and the only relevant portion of the Domain Names in the comparison is the second level indicator.”

Result:
Names transfer

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i), 4(b)(ii), 4(c), 4(i)

Uniform Rules cited:
10

Panel Decisions cited:
Telstra Corporation Limited v. Barry Cheng Kwok Chu, Case No. D2000-0423.

Judicial decisions and statutes cited:
Tomlin v. Standard Telephone Cables Pty Ltd., (1969) 3 AU (sic) ER 201; Quad Consulting v. David Bleakley (1991) 27 FLR 86 (sic).

1000.
National Kidney Foundation v. Los Girasoles/Jorge Clapes, Case No. AF-0293
a. Date:
August 31, 2000

Panelist(s):
Richard Hill

Domain Name(s) at Issue:
<nkf.org>

Response?:
Yes

Principle(s):

1) “Registering an available domain name with the intent to develop a legitimate web site clearly does not constitute bad faith behavior, even if such registration prevents someone else from using the domain name, unless some other factors are present.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(c)(i), 5(b)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Fiske Industries v. Supreme Interactive, Case No. AF-0257.

Judicial decisions and statutes cited:
None

1001.
Unibanco – Uniao de Bancos Brasileiros S.A. v. Vendo Domain Sale, Case No. 
D2000-0671
a. Date:
August 31, 2000

Panelist(s):
Jacques A. Leger, Q.C.

Domain Name(s) at Issue:
<unibanco.com>

Response?:
Yes

Principle(s):


1) The Respondent needs to provide some indication and evidence of the areas and the extent of the business within which he is involved to show a bona fide business.

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(i), 4(c), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
Pivotal Corporation v. Discovery Street Trading Co. Ltd., Case No. D2000-0648.

Judicial decisions and statutes cited:
None

1002.
Societe Le Monde interactif c/Monsieu Elphege Fremy, Case No. D2000-0647
a. Date:
August 31, 2000

Panelist(s):
Pierre-Yves Gautier

Domain Name(s) at Issue:
<le-monde.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)

Uniform Rules cited:
None

Panel Decisions cited:
None

b. Judicial decisions and statutes cited:
None

1003.
XS, Inc. v. World Wide Web Marketplace, Inc., Case No. CPR0001

a. Date:
July 18, 2000

Panelist(s):
Sandra A. Sellers

Domain Name(s) at Issue:
<excessag.com>

Response?:
Yes

Principle(s):

1) Respondent demonstrated bad faith when he knew of Complainant’s mark prior to registering his domain name.

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(b), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1004.
Nicholas V. Perricone, M.D. v. Martin Hirst, Case No. FA0007000095104
a. Date:
September 1, 2000

Panelist(s):
Hon. Nelson A. Diaz; Hon. Paul Dorf; and Hon. Karl V. Fink

Domain Name(s) at Issue:
<wrinklecure.com, wrinklecures.com>

Response?:
Yes

Principle(s):


1) Respondent “…selected descriptive, if not generic, domain names that are descriptive of products or services that could be sold under the domain names.  The first to register such domain names, even if done with the intent to profit from the registration, should prevail absent bad faith in the registration.”

2) Dissenting Panelist – “The very fact that Respondent did not establish a web site or other business in conjunction with the domain name is evidence that he had no legitimate interest in the domain name.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(b), 4(c), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
3636275 Canada, d.b.a. eResolution v. eResolution.com, Case No. D2000-0110; Telstra Ltd. v. Nuclear Marshmallows, Case No. D2000-0003; Golfer’s Warehouse, Inc. v. Dan Lynch, Case No. FA#92532.

Judicial decisions and statutes cited:
Cello Holdings LLC v. Lawrence-Dahl Companies, 2000 U.S. Dist. Lexis 3936 (S.D.N.Y. 2000).

1005.
Gow-Mac Instrument Co. v. Gow Mac Instrument Company, Case No. FA0007000095166

a. Date:
September 5, 2000

Panelist(s):
Hon. Paul A. Dorf

Domain Name(s) at Issue:
<gowmac.com>

Response?:
Yes

Principle(s):

1) “Varying punctuation of a trademark makes the domain name confusingly similar.”

2) Respondent acted in bad faith when he disrupted Complainant’s business and obtained commercial gain by linking his web sites to hypertext links using Complainant’s company name and trademark.

Result:
Decision for Respondent

Policy cited:
4(a), 4(b)(iii), 4(b)(iv)

Uniform Rules cited:
None

Panel Decisions cited:
Chi-Chi’s Inc. v. Restauran Commentary (Restaurant Commentary), Case No. D2000-0321; Compangnie de Saint Gobain v. Com-Union Corp., Case No. D2000-0020; EthnicGrocer.com, Inc. v. Unlimited Latin Flavors, Inc., Case No. FA0003000094385.

Judicial decisions and statutes cited:
None

1006.
Hewlett-Packard Company v. Kim Yong Hwan, Case No. FA0008000095358

a. Date:
September 7, 2000

Panelist(s):
Hon. Irving H. Perluss

Domain Name(s) at Issue:
<hpweb.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(c)(iii), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
15 U.S.C. §1125(d); 15 U.S.C. §1125(d)(1)(B)(ii); Interstellar Straship, Ltd. v. Epix, Inc. 184 F.3d 1107, 111 (9th Cir. 1999); Brooksfield Communications, Inc. v. West Coast Ent. Corp., 174 F.3d 1036 (9th Cir. 1999); Official Airline Guides, Inc. v. Goss, 6 F.3d 1385 (9th Cir. 1993); AMF Inc. v. Sleekcraft Boats, 599 F.2d 34 (9th Cir. 1979),
1007. 
The J. Paul Getty Trust v. Domain 4 Sale & Company, Case No. FA0007000095262
a. Date:
September 7, 2000

Panelist(s):
Hon. Carolyn Marks Johnson

Domain Name(s) at Issue:
<gettymuseum.com, gettysmuseum.com>

Response?:
No

Principle(s):

1) The addition of a descriptive mark (e.g. “museum”) or the addition of one letter (e.g. “s”) does not circumvent confusing similarity with the registered marks.

2) “Respondent’s failure to develop the websites that correspond with the domain names, and Respondent’s failure to respond to the Complaint, the Panel concludes that Respondent registered the domain names for the purpose of selling them for valuable consideration in excess of out of pocket costs related to the domain names.”

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Nintendo of America, Inc. v. Lizmi, Case No. FA0003000094329; CBS Broadcasting, Inc. v. LA-Twilight-Zone, Case No. D2000-0397; Microsoft Corp. v. Amit Mehrotra, Case No. D2000-0053; Parfums Dior v. QTR Corp., Case No. D2000-0023.

Judicial decisions and statutes cited:
None

1008.
Harcourt, Inc. v. Jeff Fadness, Case No. FA0007000095247
a. Date:
September 8, 2000

Panelist(s):
Hon. Carolyn Marks Johnson

Domain Name(s) at Issue:
<firerescuemagazine.com, clinicalpsychiatrynews.com, internalmedicinenews.com, obgynnews.com, pediatricnews.com, skinandallergynews.com>

Response?:
No

Principle(s):

1) “Registration of more than one domain name that infringes on another’s registered mark(s) supports the inference that the Respondent knew of the Complainant’s marks upon registering the domain names;” this is evidence of bad faith.

Result:
Names transfer

Policy cited:
4(a), 4(b)(ii), 4(c), 4(c)(i), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Hormel Foods Corp. and Hormel Foods LLC v. Spotted Cow Media, Case No. FA0006000095067; Home Interiors & Gifts, Inc. v. Home Interiors, Case No. D2000-0010; Telstra Corp. Limited v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

1009.
Dow Jones & Company, Inc. v. Review Publishing Company, Inc., Case No. 
CPR002
a. Date:
unknown

b. Panelist(s):
James P. O’Shaughnessy

c. Domain Name(s) at Issue:
<theasianwallstreetjournal.com, fareasterneconomicreview.com>

d. Response?:
Yes

e. Principle(s):

f. Result:
Names transfer

g. Policy cited:
4(a), 4(b), 4(c)

h. Uniform Rules cited:
10(d)

i. Panel Decisions cited:
None

j. Judicial decisions and statutes cited:
None

1010.
Kelson Physician Partners, Inc. v. Virginia A. Mason, Case No. CPR003
a. Date:
unknown

Panelist(s):
Louise E. Dembeck

Domain Name(s) at Issue:
<kelsonmd.com>

Response?:
No

Principle(s):

1) “Several federal court decisions have held that incorporating the registered trademark of another into one’s domain name in order to attract internet users to a site with competing or critical views to those of the legitimate trademark owner is not protected by the right of fair use.”

2) Respondent may demonstrate fair use of a domain name having established that such use was not intended for commercial gain nor was it to divert consumers or to tarnish Complainant’s service mark.

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(iv), 4(c), 4(c)(iii)

Uniform Rules cited:
5(a), 5(b)(i)-(ix), 10(a), 10(b), 10(d)

Panel Decisions cited:
ISL Marketing AG and The Federation Internationale de Football Association v. J.V. Chung, Worldcup 2002.com, W Col, and Worldcup 2002; Case No. D2000-0034.

Judicial decisions and statutes cited:
Planned Parenthood Fed’n of America v. Bucci, 1997 U.S. Dist. LEXIS 3338 (S.D.N.Y. 1997); Jews for Jesus v. Brodsky, 993 F.Supp. 282 (D.N.J. 1998); Bally Total Fitness v. Faber, 29 F. Supp. 2d 1161 (C.D. Cal. 1998).

1011.
VAT Holding AG v. VAT.com, Case No. D2000-0607
a. Date:
August 22, 2000

Panelist(s):
John Terry

Domain Name(s) at Issue:
<vat.com>

Response?:
Yes

Principle(s):

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(iii), 4(c), 4(c)(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1012.
America Online, Inc. v. Dolphin@Heart, Case No. D2000-0713
a. Date:
August 24, 2000

Panelist(s):
Frederick M. Abbott

Domain Name(s) at Issue:
<aolfrance.com, aolgermany.com, aolireland.com, aolspain.com>

Response?:
Yes

Principle(s):

1) “Complainant’s registration of the service mark on the Principal Register at the USPTO establishes a presumption of validity of the mark in U.S. law.”

2) “The addition of the name of a place to a service mark, such as the addition of ‘France’ to ‘AOL’, is a common method for specifying the location of business services provided under the service mark.  The addition of a place name generally does not alter the underlying mark to which it is added.”

Result:
Names transfer

Policy cited:
4(a), 4(a)(ii), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iv), 4(c)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Educational Testing Service v. TOEFL, Case No. D200-0044; Wal-Mart v. Walmarket Canada, Case No. D2000-0150.

Judicial decisions and statutes cited:
15 USCS § 1057(b); Avery Dennison v. Sumpton, 189 F.3d 868 (9th Cir. 1999).

1013.
Hanson Medical Inc. v. JMM Distributing, Inc., Case No. FA0006000095072
a. Date:
August 25, 2000

Panelist(s):
Hon. James P. Buchele

Domain Name(s) at Issue:
<scarfade.com, hansonmedical.com, orcasurgical.com>

Response?:
Yes

Principle(s):

Result:
Names transfer of <hansonmedical.com, orcasurgical.com> only

Policy cited:
4(a)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1014.
Gonvarri Industrial, S.A. v. Gon Varr I Ano Sexo a Domicilio, Case No. 
D2000-0637
a. Date:
August 28, 2000

Panelist(s):
Alberto de Elzaburu

Domain Name(s) at Issue:
<gonvarri.net>

Response?:
No

Principle(s):

1) Passive holding of a domain name is evidence of bad faith.

2) “He who acts in bad faith in registering a domain name will also use it in bad faith given that the concept of ‘bad faith’ must be linked to the knowledge held at the time of registration that a third party’s rights were being damages even though, subsequently, the domain name in question may not be used.”

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv)

Uniform Rules cited:
15(a)

Panel Decisions cited:
Home Interiors & Gifts, Inc. v. Home Interiors, Case No. D2000-0010; Telstra Corp. Ltd. v. Nuclear Marshmallows, Case No. D2000-0003; J. Garcia Carrion, S.A. v. Frias, Case No. D2000-0239.

Judicial decisions and statutes cited:
None

1015.
Cabela’s Incorporated v. Cupcake Patrol, Case No. FA0006000095080
a. Date:
August 29, 2000

Panelist(s):
Hon. Carolyn Marks Johnson

Domain Name(s) at Issue:
<cabelassucks.com>

Response?:
No

Principle(s):

1) “Courts and other UDRP Panels have recognized that the intentional registration of a domain name while knowing that the second-level domain contains another’s valuable trademark weighs in favor of a likelihood of confusion.”

2) “The Panel notes that the use of a ‘-sucks’ domain name may be justified by fair use or legitimate noncommercial use considerations for free expression forums.  However, this is not the situation in this case.  The Panel does not construe that the Respondent registered the domain name in order to express opinions or to seek opinions of others.”

Result:
Name transfer

Policy cited:
4(a), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
14(b)

Panel Decisions cited:
General Electric Co. v. Forddirect.com, Inc., Case No. D2000-0394; Wal-mart Stores, Inc. v. Walsucks and Walmarket Puerto Rico, Case No. D2000-0477; Educational Testing Services v. TOEFL, Case No. D2000-0044; Encyclopedia Britannica, Inc. v. John Zuccarini and The Cupcake Patrol a/k/a Country Walk a/k/a Cupcake Party, Case No. D2000-0330; Telstra Corp. Limited v. Nuclear Marshmallows, Case No. D2000-0003. 

Judicial decisions and statutes cited:
Minnesota Min. and Mfg. Co. v. Taylor, 21 F.Supp.2d 1003, 1005 (D. Minn. 1998); Intermatic Inc. v. Toeppen, 947 F.Supp. 1227, 1235-1236 (N.D. Ill. 1996); Bally Total Fitness v. Faber, 29 F.Supp.2d 1161 (C.D. Cal. 1998).

1016.
Hartford Fire Insurance Company v. Webdeal.com, Inc., Case No. 
FA0007000095162
a. Date:
August 29, 2000

Panelist(s):
Hon. Carolyn Marks Johnson

Domain Name(s) at Issue:
<thehartfordfunds.com, hartfordfunds.com>

Response?:
No

Principle(s):

1) Adding the letter “s” to the end of Complainant’s marks does not create a new and distinctive term.

2) “The Respondent does not have rights or legitimate interest in the domain name because the Respondent never submitted a response nor provided the panel with evidence to suggest otherwise.”

Result:
Names transfer

Policy cited:
4(a), 4(a)(ii), 4(b)(ii)4(c), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Nintendo of America, Inc. v. Lizmi, Case No. FA0003000094329; Geocities v. Geocities.com, Case No. D2000-0326; BIC Deutschland GmbH & Co. KG v. Tweed, Case No. D2000-0418.

Judicial decisions and statutes cited:
None

1017.
Singapore Airlines Limited v. European Travel Network, Case No. D2000-
0641
a. Date:
August 29, 2000

Panelist(s):
Hon. Sir Ian Barker

Domain Name(s) at Issue:
<singaporeairlines.org, singaporeair.net, singaporeair.org>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
5(b), 15(a)

Panel Decisions cited:
Educational Testing Services v. TOEFL, Case No. D2000-0044.

Judicial decisions and statutes cited:
None

1018.
Singapore Airlines Limited v. P&P Servicios de Communicacion S.L., Case 
No. D2000-0643

a. Date:
August 29, 2000

Panelist(s):
Hon. Sir Ian Barker

Domain Name(s) at Issue:
<singaporeairlines.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
5(b), 15 

Panel Decisions cited:
Educational Testing Services v. TOEFL, Case No. D2000-0044.

Judicial decisions and statutes cited:
None

1019.
Singapore Airlines Limited v. Robert Nielson (trading as Pacific International Distributors), Case No. D2000-0644

a. Date:
August 29, 2000

Panelist(s):
Hon. Sir Ian Barker

Domain Name(s) at Issue:
<singaporegirl.com>

Response?:
Yes

Principle(s):

1) Respondent used and registered the domain name in bad faith where he:

a) knew of Complainant’s mark and incorporated Complainant’s mark into his domain name, 

b) used the domain name to place adult material on the web which in turn tarnishes and dilutes Complainant’s mark, and

c) Respondent used the domain name for commercial gain.

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
5(b), 15(a)

Panel Decisions cited:
Nokia Corporation v. Nokiagirls.com a.k.a IBCC, Case No. D2000-0102; National Football League Properties, Inc. et al. v. One Sex Entertainment Co, Case No. D2000-0118.

Judicial decisions and statutes cited:
Hasbro Inc. v. Internet Entertainment Group Ltd., 1996 WL 84853 (W.D. Wash. 1996); New Zealand Post Ltd v. Leng [1999] 3 NZLR 219.

1020.
EMI PLC v. Jason Mace, Case No. D2000-0712
a. Date:
August 30, 2000

Panelist(s):
Gordon D. Harris

Domain Name(s) at Issue:
<emi1897.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
None

Uniform Rules cited:
None

Panel Decisions cited:
European Broadcasting Union v. Domain4Sale, Case No. D2000-0737.

Judicial decisions and statutes cited:
None

1021.
Banco do Brasil S.A. v. Sync Technology, Case No. D2000-0727
a. Date:
September 1, 2000

Panelist(s):
Roberto A. Bianchi

Domain Name(s) at Issue:
<bancodobrasil.com>

Response?:
No

Principle(s):

1) Where Respondent does not have any real presence on the web, the Panel concludes that his registration of the domain name incorporating Complainant’s mark was to prevent Complainant from reflecting his mark in a corresponding domain name.  Furthermore, Respondent, by registering the domain name at issue, forcers Complainant to obtain the domain name for a cost.  Respondent demonstrates that such acts are in bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(c), 4(i)

Uniform Rules cited:
2(a), 5(b)(i), 10(a), 14(a), 14(b), 15

Panel Decisions cited:
Telstra Corp. Limited v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

1022.
Serap v. Benmaor, Case No. D2000-0758
a. Date:
September 4, 2000

Panelist(s):
Olivier Iteanu

Domain Name(s) at Issue:
<serap.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
None

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1023.
DG Bank AG v. Xuhui, Dai, Case No. D2000-0750
a. Date:
September 4, 2000

Panelist(s):
Bernhard F. Meyer-Hauser

Domain Name(s) at Issue:
<dg-bank.com>

Response?:
No

Principle(s):


Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b)(i), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1024.
Dow Jones & Company, Inc. and Dow Jones LP v. John Zuccarini, Case No. 
D2000-0578
a. Date:
August 28, 2000

Panelist(s):
David W. Plant

Domain Name(s) at Issue:
<wallstreetjournal.com, wallstreetjournel.com>

Response?:
Yes

Principle(s):

1) There is evidence of bad faith where “typographical errors or confused misspellings of the mark in issue – were ‘designed to lead a consumer who misspells or miss-enters complainant’s name to a web site from which respondent will profit.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
Bama Rags, Inc. v. John Zuccarini, Case No. FA0003000094380 and FA0003000094381; Spiegel Catalog, Inc. v. John Zuccarini, Case No. AF-0237a-d; Hewlett-Packard Company v. Cupcake City, Case No. FA0002000093562; Hewlett-Packard Co. v. Zuccarini, Case No. FA0004000094454; Encyclopedia Britannica, Inc. v. Zuccarini, Case No. D2000-0330.

Judicial decisions and statutes cited:
Shields v. Zuccarini, 89 F.Supp.2d 634.

1025.
Reed Publishing (Nederland) B.V. and Reed Elsevier Inc. v. Select Gourmet 
Foods Inc., Case No. CPR004

a. Date:
August 29, 2000

Panelist(s):
M. Scott Donahey

Domain Name(s) at Issue:
<whoiswhoinamerica.com, whoiswhointheworld.com, whoiswhoinmedicine.com, whoiswhoinlaw.com, whoiswhoinpolitics.com>

Response?:
No

Principle(s):

1) Respondent acted in bad faith when he…”registered multiple names, in addition to those at issue, which are unrelated either to Respondent’s business or to each other, suggesting an improper motive, and that Respondent failed to change its conduct after receiving notification of infringement from Complainant.”

2) “The Panel finds that the mere registration of multiple generic or descriptive domain names, without more, does not constitute bad faith registration…, nor does such registration suggest an improper motive.”

Result:
Names transfer of <whoiswhoinamerica.com and whoiswhointheworld.com> only

Policy cited:
4(a), 4(b), 4(b)(ii)

Uniform Rules cited:
5

Panel Decisions cited:
Edgar Rice Burroughs, Inc. v. Adtel Communications, Case No. D2000-0115; EAuto, Inc. v. Available-Domain-Names.com, d/b/a Intellectual-Assets.com, Inc., Case No. D2000-0120; Nandos International Limited v. M. Fareed Farukhi, Case No. D2000-0225; DFO, Inc. v. Christian Williams, Case No. D2000-0181; SportSoft Golf, Inc. v. Sites to Behold Ltd, Case No. FA0006000094976; Alcoholics Anonymous World Services, Inc. v. Raymond, Case No. D2000-0007; Ronson Plc v. Unimetal Sanayai veTic. A.S., Case No. D2000-0011; LIBRO AG v. NA Global Link Limited, Case No. D2000-0186; Microcell Solutions Inc. v. B-Seen Design Group Inc., Case No. AF-0131.

Judicial decisions and statutes cited:
None

1026.
Wal-Mart Stores, Inc. v. Kenneth E. Crews, Case No. D2000-0580
a. Date:
August 30, 2000

Panelist(s):
Frederick M. Abbott

Domain Name(s) at Issue:
<superwal-mart.com>

Response?:
No

Principle(s):

1) The omission of spaces between the words of the trademark and the addition of the gTLD “.com” is not significant in determining whether the domain name is identical or confusingly similar to the mark.

2) “Respondent has not, by adding a common descriptive term [such as ‘super’] preceding Complainant’s mark, created a new or different mark in which it has rights or legitimate interests.”

3) “Mere registration does not establish rights or legitimate interests in the disputed domain name so as to avoid the application of paragraph 4(a)(ii) of the [ICANN] Policy.”

4) “The fact that domain name registrants may legitimately and in good faith sell domain names does not imply a right in such registrants to sell domain names that are identical or confusingly similar to trademarks or service marks of others without their consent.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i)

Uniform Rules cited:
2(a), 14(a), 15(a)

Panel Decisions cited:
Wal-Mart Stores, Inc. v. Walmarket Canada, Case No. D2000-0150; Wal-Mart Stores, Inc. v. Walsucks and Walmarket Puerto Rico, Case No. D2000-0477; Educational Testing Service v. TOEFL, Case No. D2000-0044; General Electric Company v. Online Sales.com, Inc., Case No. D2000-0343; General Electric Company v. John Bakhit, Case No. D2000-0386.

Judicial decisions and statutes cited:
Brookfield Communications v. West Coast Entertainment, 174 F.3d 1036 (9th Cir. 1999); Sporty's Farm v. Sportsman's Market, 202 F.3d 489, 498, (2d Cir. 2000).

1027.
Mars, Incorporated v. Vanilla, Ltd., Case No. D2000-0586
a. Date:
September 1, 2000

Panelist(s):
Mark V.B. Partridge

Domain Name(s) at Issue:
<aquarian.com>

Response?:
No

Principle(s):

1) “The fact that Respondent registered at least 3,400 other domain names suggests the conclusion that Respondent is a cybersquatter that registered the aquarian.com domain name for illegitimate purposes.”

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(ii), 4(c)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
Panavision Int’l, L.P. v. Toeppen, 945 F.Supp. 1296, 1303; aff’d, 141 F.3d 1316, 1325 (9th Cir. 1998).

1028.
Wright & Lato, Inc. v. Michael L. Epstein, Case No. D2000-0621
a. Date:
September 2, 2000

Panelist(s):
Jeffrey M. Samuels

Domain Name(s) at Issue:
<wrightandlato.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1029.
Fujisawa Pharmaceuticals Co. Ltd. v. Acaramba Inc., Case No. D2000-0593
a. Date:
September 5, 2000

Panelist(s):
Pravin Anand

Domain Name(s) at Issue:
<suprax.com>

Response?:
No

Principle(s):

1) Respondent does not have rights or legitimate interests in the domain name where he has registered the domain name in order to prevent the owner of the trademark from reflecting the mark in a corresponding domain name, and he has engaged in a pattern of such conduct.

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(b)(ii), 4(i)

Uniform Rules cited:
2(a)

Panel Decisions cited:
American Home Products Corporation v. Acaramba, Inc., Case No. D2000-0457; Alcoholics Anonymous World Services, Inc. v. Raymond, Case No. D2000-0007; Ronson Plc v. Unimetal Sanayai ve Tic. A.S., Case No. 2000-0011; CBS Broadcasting Inc. v. Edward Enterprises, Case No. D2000-0242.

Judicial decisions and statutes cited:
None

1030.
Vincent LeCavalier v. Jean LeCavalier, Case No. AF-282a-b; AF-0285
a. Date:
September 6, 2000

Panelist(s):
Bruno Gregoire Sainte Marie

Domain Name(s) at Issue:
<vincentlecavalier.net, vincentlecavalier.org, vincentlecavalier.com>

Response?:
Yes

Principle(s):

Result:
Names transfer

Policy cited:
None

Uniform Rules cited:
2(a), 11(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1031.
Global Print Exchange Pte. Ltd. v. Mr. Robert Paul Soden, Case No. AF-
0275
a. Date:
September 7, 2000

Panelist(s):
Alan Lawrence Limbury

Domain Name(s) at Issue:
<globalprintexchange.com>

Response?:
Yes

Principle(s):

1) “Mere registration and use of a corporate or business name does not amount to trade mark use.”

2) “Where the domain name and trademark in question are generic…the rights/interests inquiry is more likely to favor the domain name owner.”

3) “Some of the highest courts of the common law world have held that, provided the plaintiff can establish goodwill or reputation in the name, the plaintiff may prevent passing off at common law.”

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(iii), 4(c)(i), 4(c)(ii), 4(c)(iii), 4(i)

Uniform Rules cited:
2(a), 10(b), 15, 15(a), 15(e)

Panel Decisions cited:
Cedar Trade Associates, Inc. v. Gregg Ricks, Case No. FA0002000093633; Bennett Coleman & Co. Ltd. v. Stevens S. Lafwani, Case No. D2000-0014; SeekAmerica Networks, Inc. v. Tariq Masood, Case No. D2000-0131; Passion Group Inc. v. Usearch, Inc., Case No. AF-0250; Shirmax Retail Ltd. v. CES Marketing Group Inc., AF-0104; General Machine Products Co v. Prime Domains, Case No. FA1000092531; Car Toys, Inc. v. Informa Unlimited, Inc., Case No. FA0002000093682; CRS Technology Corp. v. Condenet, Inc., Case No. FA000200009347; Bragg v. Condon, Case No. FA0092528.

Judicial decisions and statutes cited:
Erven Warnink BV v. J Townend (Hull) Ltd, [1979] AC 731 (House of Lords); Hornsby Building Information Centre Pty Ltd v. Sydney Building Information Centre Ltd (1978) 140 CLR 216 (High Court of Australia); Cadbury Schweppes Pty Ltd. v. Pub Squash Co Pty Ltd[1980] 2 NSWLR 851 (Privy Council); Fletcher Challenge Ltd. v. Fletcher Challenge Pty Ltd and others [1981] 1 NSWLR 196; Brooksfield Communications, Inc. v. West Coast Ent. Corp., 174 F.3d 1036, 1054 n.7 (9th Cir. 1999); Public Serv. Co. v. Nexus Energy Software, Inc., 36 F.Supp.2d 436 (D. Mass 1999); Minnesota Mining & Mfg Co. v. Taylor, 21 F.Supp.2d 1003, 1005 (D. Minn. 1998); Interstellar Starship Servs. Ltd. v. Epix, Inc., 983 F.Supp. 1331, 1335 (D. Or. 1997); Planned Parenthood Federation of America, Inc. v. Bucci, 1997 U.S. Dist. LEXIS 3338, No. 97-0629 (S.D.N.Y. Mar. 24, 1997), aff’d, 152 F.3d 920 (2d Cir. 1998), cert. denied, 119 S.Ct. 90 (1998).

1032.
Lowestfare.com LLC v. US Tours & Travel, Inc., Case No. AF-0284
a. Date:
September 9, 2000

Panelist(s):
Diane Cabell

Domain Name(s) at Issue:
<thelowestfare.com>

Response?:
No

Principle(s):

1) “Marks categorized as ‘descriptive’ cannot be protected unless secondary meaning is proven.”

2) “To establish secondary meaning, a manufacturer must show that, in the minds of the public, the primary significance of a product feature is to identify the source of the product rather than the product itself.”

3) Certain terms such as “Best Car in America” or “Best Hotel in the State” are mere “trade puffery” used only as self-laudatory messages and “should be freely available to all competitors in any given field to refer to their products or services….”  Therefore, such terms should not be registered even when having shown a secondary meaning.

Result:
Decision for Respondent

Policy cited:
4(a), 4(c)

Uniform Rules cited:
2(a), 5(ix)(e)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 456 U.S. 844, 851, n.11, 102 S.Ct. 2182, 2187, n.11, 72 L.Ed.2d 606 (1982); In re Boston Beer Co., 47 U.S.P.Q.2d 1914 (T.T.A.B. 1998); In Re Putman Publishing Co., 39 U.S.P.Q.2d 2021.

1033.
Senco Products, Inc. v. Camp Creek Co., Inc., Case No. D2000-0590
a. Date:
September 11, 2000

Panelist(s):
Natasha C. Lisman

Domain Name(s) at Issue:
<sencotools.com, sencostaplers.com, senconails.com, sencostaples.com, senco.org>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(c), 4(c)(iii)

Uniform Rules cited:
5, 15(a)

Panel Decisions cited:
The Avenue, Inc. & United Retail Inc. v. Guirguis, Case No. D2000-0013.

Judicial decisions and statutes cited:
15 U.S.C. §§ 1058 and 1059.

1034.
SFX Entertainment, Inc. v. Medfield Builders, Case No. D2000-0547
a. Date:
September 12, 2000

Panelist(s):
Jordan S. Weinstein

Domain Name(s) at Issue:
<fleetbostonpavilion.com>

Response?:
Yes

Principle(s):

1) Complainant must prove both bad faith registration and bad faith use.

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
15

Panel Decisions cited:
World Wrestling Federation Entertainment, Inc. v. Michael Bosman, Case No. D99-0001; Robert Ellenbogen v. Mike Pearson, Case No. D2000-0001.

Judicial decisions and statutes cited:
None

	1Interestingly, the authors found that the domain names at issue both resolved to "under construction" web sites that contained no critical commentary.


	2 When we visited the web site to which <bridgestone�firestone.net> resolves, we arrived at a page which displays the Bridgestone/Firestone trademark and design logo bearing the registered trademark and design of each company beside an automobile tire superimposed over a partial globe.  Below  that it states "Bridgestone�Firestone" and a link to the "HOME" page.  Only upon linking to the home page does one become aware that this is a "complaint" site. 
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