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Mr. Donahey is a member of the panel of neutrals of the World Intellectual Property Organization and the eResolution/Disputes.org consortium, two of the three providers currently certified by the Internet Corporation for Assigned Names and Numbers ("ICANN") to hear cases under the Uniform Domain Name Dispute Resolution Policy.  Mr. Donahey has served as a panelist in numerous cases, including The World Wrestling Federation v. Bosman, D99‑0001, the first case to be heard under the UDRP.


Christine Gelat is a 1999 graduate of the Santa Clara University School of Law, where, in addition to her juris doctorate, she received a Certificate in International Law.  Her honors include the CALI Excellence for the Future Award in International Organizations.  Ms. Gelat also obtained a Certificate from the Geneva Strasbourg Institute of International & Comparative Law.  She is currently employed at Gray Cary Ware & Freidenrich in Palo Alto, California, and is a member of the Board of Directors of killersound, Inc. of Mountain View. 

In this month=s ICANN digest, trends established in past months continue.  One hundred and ninety-nine cases were digested for this issue.  In 65% of those cases, Panels cited prior Panel decisions in arriving at a final disposition of the cases.  Once again, in half of the cases the respondent defaulted and a decision was made without any response have been filed.  Such a default rate continues to skew the results.  In 78.5% of the cases, the complainant prevailed.

Interestingly, the parties generally continued to ignore their opportunity to have input in the panelists= selection.  When one panelist is elected, the selection of the panelist is left entirely in the hands of the provider.  When three panelists are selected, each party gets to select three candidates from which one each of the panelists will be appointed, while the third is selected by the provider.  In only 10% of recent cases did the parties elect a three-person panel.  Therefore in 90% of the cases, the panel was appointed without any input whatsoever from the parties.  This percentage has been relatively constant throughout the short history of the UDRP.  Thus, critics who say that the complainants or respondents have deliberately chosen panelists who support their positions are simply unfamiliar with how the parties have used the procedure.

Regrettably, this is the final digest in which Christine Gelat will be able to participate.  The press of work has made it impossible for her to continue.  However, she has graciously assisted in helping two new co-authors prepare for future editions, and I want to thank her for that and for all of her contributions.  Thank you, Christine.

In this edition, we have elected to concentrate on the issue of the panel=s treatment of a request for a stay of panel proceedings pending the resolution of a judicial proceeding involving the same or similar issues.  In this regard, the Uniform Rules provide: "In the event of any legal proceedings initiated prior to or during an administrative proceeding in respect of a domain-name dispute that is the subject of the complaint, the Panel shall have the discretion to decide whether to suspend or terminate the administrative proceeding, or to proceed to a decision."  Uniform Rules, ¶ 18(a)  In Innersense International Inc. v. Keith Manegre, ICANN Case No. AF-0278, the Panel elected to stay its proceedings until further action had been taken by the Court of Queen=s Bench of Alberta, Judicial District of Edmonton, Canada.  This decision deserves extended treatment and deserves to be compared to prior panel decision in which this question arose.

In the Innersense case, the complainant had commenced a lawsuit against the respondent and other parties for alleged wrongs committed in connection with the registration of the domain name at issue.  In that lawsuit the complainant had obtained an ex parte order restraining the respondent and others from selling or transferring the domain name registration absent further court order.  In the order, the respondent was given the right to apply to set aside the order on two days notice.  At the time of the panel decision, the respondent had not attempted to do so.

In the response, the respondent argued that the panel lacked jurisdiction because the same subject matter was concurrently pending before a court.  The complainant argued that the respondent was contractually bound to participate in the UDRP proceedings and that respondent bore the burden of persuasion on the issue of whether the panel should stay the proceedings pending a decision by the court.  The complainant stated that it had obtained the order merely to preserve the status quo and prevent a transfer of the registration during the panel proceedings. 

The respondent argued that the panel had the discretion to suspend the proceeding in light of the court action and court order and that it was inappropriate for the complainant to obtain an ex parte order from the court.  Respondent stated that he may at some future time move to set aside the court order.

Citing Paragraph 4 of the Policy, the panel noted that the existence of the lawsuit did not oust the panel=s jurisdiction.  However, the panel went on to consider whether it should suspend or terminate the proceeding.  The panel considered and distinguished the decision in Weber-Stephen Products Co. v. Armitage Hardware, ICANN Case No. D2000-0187 [treated in prior digest].  In that decision, a majority of the panel determined that the panel should proceed to a decision, while the dissent argued that the proceeding should be stayed in favor of the court proceeding where the same relief plus additional relief was sought.  The basis of the dissent=s argument was judicial economy.  The panel also considered and distinguished the case of Computer Futures Recruitment Consultants v. Keith Phillips and Computerfutures Ltd., ICANN Case No. AF-106.  In that case a unanimous panel rejected a request for a stay.

In distinguishing the two cases, the panel noted that in neither case had the complainant sought and obtained a preliminary injunction from the trial court prohibiting a party form transferring the registration pending a further order from the court.  The panel perceived that any ruling it might issue ordering transfer of the registration would be directly contrary to the purpose of the pending court order.  While the panel recognized that the court=s order did not enjoin the panel, nor would any transfer ordered by the panel be effected by the parties, the panel felt nonetheless that any such order by it would be directly contrary to the purpose of the court=s order.  The panel was particularly concerned that the order did not contemplate the panel proceeding or the possibility of a panel decision.

In reaching its decision to stay the panel proceedings, the panel noted that the complainant submitted an affidavit to the court in support of its application for injunction in which the complainant stated that the purpose of the lawsuit was Ato restore the Innersense Domain Name to Innersense and to end any dilution of the trademark and passing off@ and did not mention the possibility of parallel proceedings under the UDRP.  The panel noted that if the court were to set aside or vary its order, thereby permitting the transfer of the domain name at issue if required by a panel decision, the panel would be willing to re-activate the matter.

Other decisions which deal with a request for stay include Franpin S.A. v. Paint Tools S.L., ICANN Case No. D2000-0052; ISL Marketing, et al. v. The European Unique Resources Organization, ICANN Case No. D2000-0230; World Publications, Inc. v. World Pen, et al., ICANN Case No. D2000-0736.


Following is the digest of the recent ICANN decisions:

1035.
The Price Company v. Price Club, a/k/a Tsung-Pei Chang, Case No. D2000-0664

a. Date:
August 25, 2000

Panelist(s):
Mark Partridge

Domain Name(s) at Issue:
<priceclub.com, priceclub.net, priceclub2000.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a)

Uniform Rules cited:
2(a), 14

Panel Decisions cited:
ISL Marketing AG et al v. J.Y. Chung et al., Case No. D2000-0034.

Judicial decisions and statutes cited:
None

1036.
Espace Technologies Private Limited v. David Campbell, Case No. AF-0273
a. Date:
August 27, 2000

Panelist(s):
Li Yong

Domain Name(s) at Issue:
<myespace.com>

Response?:
Yes

Principle(s):

Result:
Decision for Respondent

Policy cited:
4(a)

Uniform Rules cited:
2(a), 10(b)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1037.
AltaVista Company v. West Coast Entertainment, Inc., Case No. FA0007000095265
a. Date:
August 29, 2000

Panelist(s):
Hon. Carolyn Marks Johnson

Domain Name(s) at Issue:
<altavesta.com>

Response?:
No

Principle(s):

1) “Misspellings or typographical variations of famous marks are confusingly similar.”

2) Respondent, having provided false information to the registrar, is evidence of bad faith.

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(iii), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Sunglass Hut Corp. v. AAANET, Inc., Case No. FA94370; Hewlett Packard Co. v. Cupcake City, Case No. FA93562; MatchNet plc. v. MAC Trading, Case No. D2000-0205; Nokia Corp. v. Nokiagirls.com aka IBCC, Case No. D2000-0102; Quixtar Investments, Inc. v. Smithberger and QUIXTAR-IBO, Case No. D2000-0138; Bama Rags, Inc. v. Zuccarini, d/b/a Cupcake Confidential, Case No. FA94381; America Online, Inc. v. Tencent Communications Corp., Case No. FA93668; Ty, Inc. v. O.Z. Names, Case No. D2000-0370.

Judicial decisions and statutes cited:
None

1038.
InTest Corporation v. Servicepoint, Case No. FA0007000095291
a. Date:
August 30, 2000

Panelist(s):
Louis E. Condon

Domain Name(s) at Issue:
<testdesign.com>

Response?:
No

Principle(s):

1) “Where the domain name has been previously used by the Complainant, subsequent registration of the domain name by anyone else indicates bad faith, absent evidence to the contrary.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1039.
America Online Inc. v. Chinese ICQ Network, Case No. D2000-0808

a. Date:
August 31, 2000

Panelist(s):
Hon. Sir Ian Barker

Domain Name(s) at Issue:
<4icq.com>

Response?:
No

Principle(s):

1) “The value which Respondent seeks to secure from the sale of the domain name is based on the underlying value of Complainant’s mark.  This value is grounded in the right of Complainant to use its mark to identify itself as a source of goods and services;” thus, Respondent has failed to establish any rights or legitimate interests in the domain name.

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
5(b), 15(a)

Panel Decisions cited:
AT&T Corp. v. Tala Alamuddin, Case No. D2000-0249; Educational Testing Service v. TOEFL, Case No. D2000-0044.

Judicial decisions and statutes cited:
None

1040.
Jewelry.com v. Idealab!, Case No. FA0007000095242
a. Date:
September 1, 2000

Panelist(s):
Charles K. McCotter, Jr.

Domain Name(s) at Issue:
<jewelery.com>

Response?:
Yes

Principle(s):

1) “The USPTO’s rejection of the Complainant’s application for service mark registration denies a presumption of validity to Complainant’s claim of exclusive rights in that mark.”

2) “Federal courts in the United States have concluded that a generic word ‘cannot be validly registered as a trademark even if there is proof of secondary meaning.’”

3) “When a trademark…is composed, in whole or in part, of a domain name, neither the beginning of the URL (http://www.), nor the TLD have any source indicating significance.  Instead, those designations are merely devices that every Internet site provider must use as part of its address.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i), 4(i)

Uniform Rules cited:
15(e)

Panel Decisions cited:
Pet Warehouse v. Pets.Com, Inc., Case No. D2000-0105.

Judicial decisions and statutes cited:
Surgicenters of Am., Inc. v. Medical Dental Surgies, Co., 601 F.2d 1011, 1016 (9th Cir. 1979); America Online, Inc. v. AT&T Corp., 64 F.Supp.2d 549, 560-561.

1041.
Latent Technology Group, Inc. v. Bryan Fritchie, Case No. FA00070000095285
a. Date:
September 1, 2000

Panelist(s):
Hon. Karl V. Fink

Domain Name(s) at Issue:
<hogcall.com>

Response?:
Yes

Principle(s):

1) The Respondent does have a legitimate interest in the domain name where …“[t]he mark registration was applied for after the domain name was registered and Complainant has not proven any earlier use of the mark.”  Furthermore, the Respondent spent several years developing the web site.

Result:
Decision for Respondent

Policy cited:
4(a)

Uniform Rules cited:
None

Panel Decisions cited:
Document Technologies, Inc. v. International Electronic Communications, Inc., Case No. D2000-0270; Inter Continental Hotels Corp. v. Khalid Ali Soussi, Case No. D2000-0252.

Judicial decisions and statutes cited:
None

1042.
Teledesic LLC v. McDougal Design, Case No. D2000-0620
a. Date:
September 1, 2000

Panelist(s):
M. Scott Donahey

Domain Name(s) at Issue:
<internet-in-the-sky.org>

Response?:
No

Principle(s):

1) The Panel has discretion to consider other laws or principles of law; in this proceeding, since both parties are domiciled in the United States, the Panel considered United States Court decision to make their determination.

2) “Inaction” may constitute bad faith use upon having considered all the facts of the case.

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(i)

Uniform Rules cited:
2(a), 15(a)

Panel Decisions cited:
Alcoholics Anonymous World Services, Inc. v. Raymond, Case No. D2000-0007; Ronson Plc v. Unimetal Sanayai ve Tic. A.S., Case No. D2000-0011; Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; Ingersoll-Rand v. Frank Gully, d/b/a Advcomren, Case No. D2000-0021; Guerlain, S.A. v. Peikang, Case No. D2000-0055; Compaq Computer Corp. v. Boris Beric, Case No. D2000-0042; Association of British Travel Agents Ltd. v. Sterling Hotel Group Ltd., Case No. D2000-0086; Sanrio Co. Ltd. and Sanrio, Inc. v. Lau, Case No. D2000-0172; 3636275 Canada, dba eResolution v. eResolution.com, Case No. D2000-0110; Marconi Data Systems, Inc. v. IRG Coins and Ink Source, Inc., Case No. D2000-0090; Stralfors AB v. P D S AB, Case No. D2000-0112; InfoSpace.com, Inc. v. Ofer, Case No. D2000-0075.

Judicial decisions and statutes cited:
None

1043.
Weekley Homes, L.P. v. Wilsher & Company, Case No. FA0008000095331
a. Date:
September 2, 2000

Panelist(s):
Louis E. Condon

Domain Name(s) at Issue:
<davidweekley.com>

Response?:
No

Principle(s):



1) “An individual has common law rights in his or her name.”

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(i), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1044.
William Hill Organisation Limited v. Seven Oaks Motoring Centre, Case No. 
D2000-0824
a. Date:
September 4, 2000

Panelist(s):
Dawn Osborne

Domain Name(s) at Issue:
<williamhill.org, williamhill.net, williamhillscasino.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1045.
CBS Broadcasting Inc. v. Worldwide Webs, Inc., Case No. D2000-0834
a. Date:
September 4, 2000

Panelist(s):
Frederick M. Abbott

Domain Name(s) at Issue:
<ilovelucy.com>

Response?:
No

Principle(s):

1) “Complainant’s registration of the ‘I Love Lucy’  mark on the Principal Register at the PTO establishes a presumption of its validity in U.S. law.”

2) The omission of spaces between the words of the trademark and the addition of the gTLD “.com” is not significant in determining whether the domain name is identical or confusingly similar to the mark.

3) “The mere registration does not establish rights or legitimate interest in the disputed domain name so as to avoid the application of paragraph 4(a)(ii) of the [ICANN] Policy.”

4) “The fact that domain name registrants may legitimately and in good faith sell domain names does not imply a right in such registrants to sell domain names that are identical or confusingly similar to trademarks or service marks of others without their consent.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv)

Uniform Rules cited:
2(a), 14(a), 15(a)

Panel Decisions cited:
World Wide Wrestling Federation v. Bosman, Case No. 99-0001; CBS v. Saidi, Case No. D2000-0243; Educational Testing Service v. TOEFL, Case No. D2000-0044; General Electric Company v. Online Sales.com, Inc., Case No. D2000-0343; General Electric Company v. John Bakhit, Case No. D2000-0386; Wal-Mart Stores, Inc. v. Kenneth E. Crews, Case No. D2000-0580.

Judicial decisions and statutes cited:
CBS v. Herbko International Inc., 98 Civ. 5294 (DC) (S.D.N.Y. 1998); CBS v. JC Bears, 00 Civ. 0441 (DLC) (S.D.N.Y. 2000); Sporty’s Farm v. Sportsman’s Market, 202 F.2d 489, 498 (2d Cir. 2000); Brookfield Comm. Inc. v. West Coast Entertainment Group, 174 F.3d 1036 (9th Cir. 1999); Teletech Customer Care Management, Inc. v. Tele-Tech Co., 977 F.Supp. 1407 (C.D. Cal. 1997); In re Diamond Pacific Tool Corporation,  1997 U.S. App. LEXIS 10722 (CAFC 1997); Paula Payne Prods. Co. v. Johnson Publ’g Co.,  473 F.2d 901, 902, 177 U.S.P.Q. (BNA) 76, 77 (CCPA 1973); In re E.I. Du Pont de Nermours & Co., 476 F.2d 1357, 1361, 177 U.S.P.Q. (BNA) 563, 567 (CCPA 1973); In re Shell Oil Co., 992 F.2d 1204, 1209, 26 U.S.P.Q. (BNA) 1687, 1691 (Fed. Cir. 1993); Dr. Seuss Enterprises v. Penguinbooks USA, 109 F.3d 1394 (9th Cir. 1997).

1046.
ESPN, Inc. v. MySportCenter.com, Case No. FA0008000095326
a. Date:
September 5, 2000

Panelist(s):
Herman D. Michels

Domain Name(s) at Issue:
<mysportscenter.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1047.
Park Place Entertainment Corporation v. Mike Gorman, Case No. D2000-0699
a. Date:
September 5, 2000

Panelist(s):
Jordan S. Weinstein

Domain Name(s) at Issue:
<paris-lasvegas.com>

Response?:
No

Principle(s):

1) “Under U.S. law, rights in a trademark or service mark are based not upon registration, but upon sale of goods or rendering of services in interstate commerce in connection with the mark.”

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(i)

Uniform Rules cited:
3(b)

Panel Decisions cited:
World Wrestling Federation Entertainment, Inc. v. Michael Bosman, Case No. D99-0001; Robert Ellenbogen v. Mike Pearson, Case No. D2000-0001; Compagnie de Saint-Gobain v. Com-Union Corp., Case No. D2000-0020.

Judicial decisions and statutes cited:
15 U.S.C. § 1057(c); Hydro-Dynamics, Inc. v. George Putnam & Co., 811 F.2d 1470, 1473, 1 U.S.P.Q. 2d 1772, 1774 (Fed. Cir. 1987); Sprague Electric Co. v. Erie Resistor Corp., 101 U.S.P.Q. 486, 486-487 (Commr. Pats. 1954).

1048.
Do The Hustle, LLC v. Monkey Media, LLC, Case No. D2000-0625
a. Date:
September 5, 2000

Panelist(s):
Richard W. Page; G. Gervaise Davis, III; Mark V. B. Partridge

Domain Name(s) at Issue:
<cultureclub.com>

Response?:
Yes

Principle(s):

Result:
Decision for Respondent

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(c), 4(i)

Uniform Rules cited:
2(a), 15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1049.
Metabolife International v. Robert Williams, Case No. D2000-0630
a. Date:
September 5, 2000

Panelist(s):
Terrell C. Birch

Domain Name(s) at Issue:
<metabolive.com>

Response?:
No

Principle(s):

1) “Respondent’s failure to present any…evidence to deny complainant’s allegations allows an inference that the evidence would not have been favorable to respondent.”

2) “The registration of the  …Domain Name [in dispute] and the subsequent offer to sell the same to the Complainant or one of Complainant’s competitors for a consideration are indicative of registration and use of the said Domain Name by Respondent in bad faith.”

3) Passive holding of a domain name is evidence of bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(c)

Uniform Rules cited:
5(b)(i), 14(b)

Panel Decisions cited:
Mary-Lynn Mondich and American Vintage Wine Biscuits, Inc. v. Shane Brown, d/b/a Big Daddy’s Antiques, Case No. D2000-0004; Cortefiel, S.A. v. Miguel Garcia Quintas, Case No. D2000-0140; World Wrestling Federation Entertainment, Inc. v. Michael Bosman, Case No. D99-0001; Telstra Corporation Ltd. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

1050.
ViewSonic Corporation v. Informer Associates Inc., Case No. D2000-0852
a. Date:
September 6, 2000

Panelist(s):
Hon. Sir Ian Barker

Domain Name(s) at Issue:
<viewsonic.net, viewsonic.org>

Response?:
No

Principle(s):

1) The Respondent’s offer to rent the sites to the Complainant is evidence of bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
Harrods Ltd v. Boyd, Case No. D2000-0060; China Ocean Shipping (Group) Co. Ltd. v. Cao Shan Hui, Case No. D2000-0066; Educational Testing Service, TOEFL, Case No. D2000-0044

Judicial decisions and statutes cited:
None

1051.
America Online Inc. v. Shenzhen JZT Computer Software Co. Ltd., Case No. 
D2000-0809
a. Date:
September 6, 2000

Panelist(s):
Hon. Sir Ian Barker

Domain Name(s) at Issue:
<gameicq.com, gameicq.net>

Response?:
No

Principle(s):

1) “The value which Respondent seeks to secure from sale of the domain name is based on the underlying value of Complainant’s mark.  This value is grounded in the right of Complainant to use its mark to identify itself as a source of goods or services.  Respondent has failed to establish any legitimate domain name-related use for Complainant’s trademark, in a context in which such legitimization might be possible.  The Respondent having failed to present any such justification, the Panel may reasonably infer that Respondent neither intended to make nor has made any legitimate use of Complainant’s trademark in connection with the [domain name at issue].”

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
ATT Corp. v. Tala Alamuddin, Case No. D2000-0249; Educational Testing Service v. TOEFL, Case No. D2000-0044.

Judicial decisions and statutes cited:
None

1052.
Cruzeiro Licenciamentos Ltda. v. David Sallen, Sallen Enterprises and J.D. Sallen 
Enterprises, Case No. D2000-0715
a. Date:
September 6, 2000

Panelist(s):
Hon. Sir Ian Barker; Prof. David Sorkin; Dr. Jose-Pio Tamassia Santos

Domain Name(s) at Issue:
<cruzeiro.com>

Response?:
Yes

Principle(s):

1) “Rights or legitimate interests do not exist when one holds a domain name primarily for the purpose of marketing it to the owner of a correspondent trademark.”

2) “Mere passive holding of a domain name can qualify as bad faith if the domain name owner’s conduct creates the impression that the name is for sale.”

Result:
Name transfer

Policy cited:
4(a), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
Stella D’Oro Biscuit Co. Inc. v. The Patron Group, Inc., Case No. D2000-0012; Telstra Corporation Ltd. v. Nuclear Marshmallows, Case No. D2000-0003; EAuto, L.L.C. v. Net Me Up, Case No. D2000-0104; J. Crew International, Inc. v. Crew.com, D2000-0054; VZ VermogensZentrum AG v. Anything.com, Case No. D2000-0527.
Judicial decisions and statutes cited:
None

1053.
Burgernetzverein Bamberg e. V. v. Marcel Stenzel, Case No. AF-267a-b
a. Date:
September 7, 2000

Panelist(s):
James Jude Bridgeman; David G. Allsebrook; David E. Sorkin

Domain Name(s) at Issue:
<bamberg.com, bamberg.net>

Response?:
Yes

Principle(s):

1) The Complainant must submit ownership of the trademark or service mark in order to challenge Respondent’s domain name registration incorporating the alleged mark.

2) Perfunctory preparations of a web site with the disputed domain name is enough to establish rights or legitimate interests in the registered domain name.

Result:
Decision for Respondent

Policy cited:
4(b)(i)

Uniform Rules cited:
None

Panel Decisions cited:
Frank Wagner & Son v. Cindy Mahan a/k/a Cindy Maham, Case No. D2000-0026; Gordon Sumner, p/k/a Sting v. Michael Urvan, Case No. D2000-0596; Pacific Place Holdings, Ltd. v. Greenwood, Case No. D2000-0089; Shirmax Retail Ltd. v. CES Marketing, Inc., Case No. AF-0104.

Judicial decisions and statutes cited:
None

1054.
Spenco Medical Corporation v. Extreme One Media Group, Case No. 
FA0007000095290
a. Date:
September 7, 2000

Panelist(s):
Hon. Carolyn M. Johnson; Hon. Theodore R. Kupferman; Hon. James A. Carmody

Domain Name(s) at Issue:
<2ndskin.com>

Response?:
No

Principle(s):



1) Passive holding of a domain name is evidence of bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Telstra Corp. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

1055.
Revillon S.A. v. Fur Online Inc., Case No. D2000-0632
a. Date:
September 7, 2000

Panelist(s):
Andrea Mondini

Domain Name(s) at Issue:
<revillon.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(iv), 4(c), 4(i)

Uniform Rules cited:
10, 12

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1056.
Easygroup (UK) Limited, Easyeverything Limited, Easyrentacar (UK) Limited, 
Easyjet Airline Company Limited v. Easymaterial.com Limited, Case No. D2000-
0711
a. Date:
September 7, 2000

Panelist(s):
Tony Willoughby

Domain Name(s) at Issue:
<easymaterials.com, easymaterial.net, easymaterials.net>

Response?:
Yes

Principle(s):

1) Respondent has demonstrated that he has a legitimate interest in the domain name where he has produced a business plan and five letters from independent parties confirming that, prior to any notice of the dispute being given to the Respondent, preparations were being made to use the Domain Name at issue with bona fide offering of goods and services.

Result:
Decision for Respondent

Policy cited:
4(a), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(c)(i)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1057.
Nabor B. V. Stanhome S.P.A. v. Organization Francisco Vincent, Case No. D2000-
0757
a. Date:
September 7, 2000

Panelist(s):
James Bridgeman, Anna Carabelli, M. Scott Donahey

Domain Name(s) at Issue:
<stanhome.com>

Response?:
Yes

Principle(s):

1) The Panel finds that the Respondent does not have rights or legitimate interests in the domain name where the Respondent failed to supply evidence to rebut Complainant’s case.

Result:
Name transfer

Policy cited:
4(a), 4(i)

Uniform Rules cited:
15

Panel Decisions cited:
Veuve Cliquot Ponsardin, Maison Fondee en 1772 v. The Polygenix Group Co., Case No. D2000-0163; Expedia Inc. v. European Travel Network, Case No. D2000-0137; J.P. Morgan v. Resource Marketing, Case No. D2000-0035; Wal-Mart Stores, Inc. v. Walmarket Canada, Case No. D2000-0150; Jordan Grand Prix Limited v. Gerry Sweeney, Case No. D2000-0233; AT&T Corp. v. Tala Alamuddin, Case No. D2000-0249; Nandos International Limited v. M. Fareed Farukhi, Case No. D2000-0225; Stella D’Oro Biscuit Co., Inc. v. The Patron Group, Case No. D2000-0012.

Judicial decisions and statutes cited:
British Telecommunications Plc. v. One in a Million Ltd. and Others,  [1999] 1 WLR 903.

1058.
Pharmacia & Upjohn Company v. Peoples Revolutionary Suicide Jazz Band, Case 
No. D2000-0816
a. Date:
September 7, 2000

Panelist(s):
Frederick M. Abbott

Domain Name(s) at Issue:
<xanax.org>

Response?:
No

Principle(s):

1) “Complainant’s registration of the trademark on the Principal Register at the USPTO establishes a presumption of validity of the mark in U.S. law.”

2) The omission of spaces between the words of the trademark and the addition of the gTLD “.com” is not significant in determining whether the domain name is identical or confusingly similar to the mark.

3) “The mere registration does not establish rights or legitimate interest in the disputed domain name so as to avoid the application of paragraph 4(a)(ii) of the [ICANN] Policy.”

4) “Respondent’s registration of the domain name, corresponding to the arbitrary trademark, is an act of bad faith in respect to Complainant’s interests in that such registration has prevented Complainant from using its mark in a corresponding domain name.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 5, 5(b)(viii), 10, 14, 14(a), 15, 15(a)

Panel Decisions cited:
Educational Testing Service v. TOEFL, Case No. D2000-0044

Judicial decisions and statutes cited:
15 U.S.C.S. § 1057(b); Avery Dennison v. Sumpton, 189 F.3d 868 (9th Cir. 1999); Sporty’s Farm v. Sportsman’s Market, 202 F.3d 489, 498 (2d Cir. 2000); Brookfield Communications v. West Coast Entertainment, 174 F.3d 1036 (9th Cir. 1999).

1059.
John Rush & Annette Witzel v. Oregon CityLink, Case No. FA0007000095318
a. Date:
September 7, 2000

Panelist(s):
Ralph Yachnin

Domain Name(s) at Issue:
<goldbeach.com>

Response?:
Yes

Principle(s):

1) According to 15 U.S.C. § 1052(e)(2), “…geographically descriptive names are not eligible for trademark protection.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(iii)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
15 U.S.C. § 1052(e)(2).

1060.
Thomas Cook Holdings Limited v. Matthew Dinham, Case No. D2000-0725
a. Date:
September 8, 2000

Panelist(s):
Keith F. Gymer

Domain Name(s) at Issue:
<club1830.com>

Response?:
Yes

Principle(s):

1) “The question of whether a Respondent has rights or a conceivable legitimate interest in the domain name is not a matter which can be determined in isolation.  The scope for finding a legitimate interest must inevitably be circumvented by the existence of established rights of others, such as the Complainant in particular, and by any evidence indicative of bad faith.”

2) In determining whether a Respondent has rights or legitimate interests in a domain name, “the court should consider the similarity of the names, the intention of the defendant, the type of trade and all the surrounding circumstances.  If it be the intention of the defendant to appropriate the goodwill of another or enable others to do so, I can see no reason why the court should not infer that it will happen, even if there is a possibility that such an appropriation would not take place….”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(iii), 4(c), 4(k)

Uniform Rules cited:
3(b)(xiv), 5(b)(viii)

Panel Decisions cited:
Sporoptic Pouilloux 
S.A. v. William H. Wilson, Case No. D2000-0265.

Judicial decisions and statutes cited:
British Telecommunications Plc. v. One in a Million Ltd. and Others,  [1999] 1 WLR 903.

1061.
ITH GmbH v. First American, Case No. FA0008000095346
a. Date:
September 8, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<ith.com>

Response?:
No

Principle(s):

1) Respondent acted in bad faith where he engaged in a contract with the Complainant to sell the domain name in excess of out-of-pocket costs.

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Kabushiki Kaisha Toshiba v. Shan Computers, Case No. D2000-0325; World Wrestling Fed. Entertainment, Inc. v. Bosman, Case No. D99-0001; General Electric Co. v. Forddirect.com, Inc., Case No. D2000-0394; Hitachi, Ltd. v. Fortune Int’l Dev. Ent., Case No. D2000-0412.

Judicial decisions and statutes cited:
None

1062.
Les Promotions Atlantiques Inc./Atlantic Promotion v. Stephane B. d/b/a 
Divertissements Cyber2000, Case No. AF-0286
a. Date:
September 8, 2000

Panelist(s):
Jean-Francois Buffoni

Domain Name(s) at Issue:
<starfrit.com>

Response?:
No

Principle(s):

1) The Panel may find it appropriate to draw adverse inferences from Respondent’s failure to respond to the complaint.

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(iv), 4(c), 4(i)

Uniform Rules cited:
14(b), 15(e)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1063.
Computer Doctor Franchise Systems, Inc. v. The Computer Doctor, Case No. 
FA0008000095396
a. Date:
September 8, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<computerdoctor.com, computerdoctor.net>

Response?:
No

Principle(s):

1) Respondent does not have a legitimate interest in the domain names where he had knowledge of the Complainant’s mark and corresponding services at the time Respondent registered the domain names.

2) “The Respondent’s website, which is blank but for links to other websites, is not a legitimate use of the domain names.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(iii), 4(b)(iv), 4(c)(i), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Internet America Inc. v. Internet America, Case No. D2000-0355; America Online, Inc. v. Avrasya Yayincilik Danismanlik Ltd., Case No. FA93676; Southern Exposure v. Southern Exposure, Inc., Case No. FA94864; Reuters Ltd. v. Global Net 2000, Inc., Case No. D2000-0441.

Judicial decisions and statutes cited:
None

1064.
Toyota Jidosha Kabushiki Kaisha d/b/a Toyota Motor Corporation v. S&S 
Enterprises Ltd., Case No. D2000-0802
a. Date:
September 9, 2000

Panelist(s):
Alan L. Limbury

Domain Name(s) at Issue:
<itoyota.com, itoyotas.com>

Response?:
Yes

Principle(s):

1) “If a Respondent raises matter which the complainant could not have been expected to have addressed in its complaint, admission of an uninvited reply may be warranted in the interests of fairness.”

2) Respondent registered the domain name in bad faith where it is evidenced by a “…clear pattern of registering famous trade marks in the automobile field, preceded by the generic “i” and, in some cases, succeeded by the plural “s”; [also,] prior to notice of this dispute no use has been made of any of [the domain names].”

Result:
Name transfer

Policy cited:
4(a), 4(b)(iii), 4(c)(i), 4(c)(ii), 4(c)(iii), 4(i)

Uniform Rules cited:
2(a), 5(d), 10, 10(b), 12, 15

Panel Decisions cited:
Seiko Epson Corporation and Epson America, Inc. v. Distribution Purchasing & Logistics Corp., Case No. FA0003000094219; J.P. Morgan v. Resource Marketing, Case No. D2000-0035; Cedar Trade Associates, Inc. v. Ricks, Case No. FA0002000093633; Aero-Turbine, Inc. v. Mcayman, Ltd., Case No. FA0002000093675; Travel Services, Inc. v. Tour COOP of Puerto Rico, Case No. FA0001000092524; Heelquick!, Inc. v. Goldman, et al., Case No. FA0001000092527; Easyjet Airline Co., Ltd. v. Steggles, Case No. D2000-0024; Shirmax Retail Ltd. v. CES Marketing Group, Inc., Case No. AF-104; Lumena s-ka so.o. v. Express Ventures Ltd., Case No. FA0003000094375; Royal Bank of Canada v. Xross, Case No. AF-0133.

Judicial decisions and statutes cited:
Minnesota Mining & Mfg. Co. v. Taylor, 21 F.Supp. 2d 1003, 1005 (D. Minn. 1998); Interstellar Starship Servs. Ltd. v. Epix, Inc., 983 F.Supp. 1331, 1335 (D. Or. 1997); Planned Parenthood Federation of America, Inc. v. Bucci, 1997 U.S. Dist. LEXIS 3338, No. 97-0629 (S.D.N.Y. Mar. 24, 1997), aff’d, 152 F.3d 920 (2d Cir. 1998), cert. denied, 119 S.Ct. 90 (1998).

1065.
Pharmacia & Upjohn Company v. Xanax Advocates, Case No. D2000-0817
a. Date:
September 10, 2000

b. Panelist(s):
Frederick M. Abbott

Domain Name(s) at Issue:
<xanax.net>

Response?:
Yes

Principle(s):

1) “Complainant’s registration of the trademark on the Principal Register at the USPTO establishes a presumption of validity of the mark in U.S. law.”

2) The omission of spaces between the words of the trademark and the addition of the gTLD “.com” is not significant in determining whether the domain name is identical or confusingly similar to the mark.

3) “The mere registration does not establish rights or legitimate interest in the disputed domain name so as to avoid the application of paragraph 4(a)(ii) of the [ICANN] Policy.”

4) “Respondent’s registration of the domain name, corresponding to the arbitrary trademark, is an act of bad faith in respect to Complainant’s interests in that such registration has prevented Complainant from using its mark in a corresponding domain name.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii), 

Uniform Rules cited:
2(a), 10(c)

Panel Decisions cited:
Westfield Corporation, Inc. v. Graeme Michael Hobbs, Case No. D2000-0227; Quixtar Investments, Inc. v. Smithberger, Case No. D2000-0138; Telstra Corporation v. Nuclear Marshmallows, Case No. D2000-0003; Accord Mondich v. Brown, Case No. D2000-0004; Educational Testing Service v. TOEFL, Case No. D2000-0044.

c. Judicial decisions and statutes cited:
15 U.S.C.S. § 1057(b); Avery Dennison v. Sumpton, 189 F.3d 868 (9th Cir. 1999); Sporty’s Farm v. Sportsman’s Market, 202 F.3d 489, 498 (2d Cir. 2000); Brookfield Communications v. West Coast Entertainment, 174 F.3d 1036 (9th Cir. 1999).

1066.
Simple Shoes, Inc. v. Creative Multimedia Interactive, Case No. FA0008000095343
a. Date:
September 11, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<simpleshoe.com>

Response?:
No

Principle(s):

1) “Respondent’s failure to offer any evidence permits the inference that the use of the Complainant’s mark in connection with the Respondent’s website is misleading.”

2) “Absent contrary evidence, linking the domain names in question to graphic, adult-oriented websites is evidence of bad faith.”

Result:
Name transfer

Policy cited:
4(a)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Talk City, Inc. v. Robertson, Case No. D2000-0009; Marriott Int’l v. Café au lait, Case No. FA93670; Hewlett-Packard Co. v. Full System, Case No. FA94637; Ty, Inc. v. O.Z. Names, Case No. D2000-0370; Youtv, Inc. v. Alemdar, Case No. FA94243; Oxygen Media, LLC v. Primary Source, Case No. D2000-0362.

Judicial decisions and statutes cited:
None

1067.
Cissell Manufacturing Company v. Systems Engineering and Automation, Inc., 
Case No. FA0008000095321

a. Date:
September 11, 2000

Panelist(s):
Robert R. Merhige, Jr.

Domain Name(s) at Issue:
<cissell.com>

Response?:
Yes

Principle(s):

1) “The [ICANN] Policy is intended to resolve only a narrow class of cases ‘abusive registrations’ and does not extend to cases where a registered domain name is subject to a legitimate disputes, which are relegated to the courts.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii)

Uniform Rules cited:
None

Panel Decisions cited:
Commercial Public Co. v. EarthComm, Inc., Case No. FA95013; EAuto, L.L.C. v. EAuto Parts, Case No. D2000-0096.

Judicial decisions and statutes cited:
None

1068.
Wine.com, Inc. v. Zvieli Fisher, Case No. D2000-0614
a. Date:
September 11, 2000

Panelist(s):
Peter L. Michaelson, Esq.

Domain Name(s) at Issue:
<virtualvineyards.com>

Response?:
No

Principle(s):

1) The Panel found that Respondent acted in bad faith and did not have a right to the domain name for the following reasons:

a) Respondent had numerous registrations of various domain names bearing very high degrees of similarity to the trademarks;

b) Respondent intentionally renewed the contested domain name registration after having received notice from the Complainant as to its legitimate interests in the domain name; and 

c) others had trademark enforcement actions against Respondent.

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(c), 4(d), 4(i)

Uniform Rules cited:
2(a), 4(a), 10(c), 15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
Prodigy Communications Corp. v. Prodigy.Com et al, CC No. 99-1345-ABC (Mcx) (U.S.D.C. Central District of CA); Microsoft Corp. v. Zvieli Fisher, et al, CC No. 99-CV-3929 (U.S.D.C. Central District of CA).

1069.
Thomas Cook Holdings Limited v. Sezgin Aydin, Case No. D2000-0676
a. Date:
September 11, 2000

Panelist(s):
Keith F. Gymer

Domain Name(s) at Issue:
<hot18to30.com>

Response?:
Yes

Principle(s):

1) The Panel considered the European Court of Justice decision in Sabel B.V. in determining whether Complainant’s trademark and Respondent’s registered domain name were identical or confusingly similar.

Result:
Decision for Respondent

Policy cited:
4(a)

Uniform Rules cited:
3(b)(xiv), 5(b)(viii)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
Sabel B.V. v. Puma A.G. (Case C-251/95).

1070.
Schering Aktiengesellschaft v. Metagen GmbH, Case No. D2000-0728
a. Date:
September 11, 2000

Panelist(s):
Bernhard F. Meyer-Hauser; Thomas Hoeren; Christian Gassauer-Fleissner

Domain Name(s) at Issue:
<metagen.com>

Response?:
Yes

Principle(s):

1) “There is no right of the parties to make additional submissions to the Panel if the Panel does not agree.”

Result:
Decision for Respondent

Policy cited:
3, 4(a), 4(a)(i), 4(a)(iii), 4(i)

Uniform Rules cited:
12, 15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1071.
Dollar Rent A Car Systems, Inc. v. Lee Jongho, Case No. FA0008000095391
a. Date:
September 11, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<dollarcar.net>

Response?:
No

Principle(s):

1) The Respondent demonstrates bad faith when he registered the domain name for the purpose of transferring the domain name in the amount of $3,000.00, an amount in excess of out-of-pocket costs.

Result:
Name transfer

Policy cited:
4(a), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Nintendo of America, Inc. v. Lizmi, Case No. FA94329; Fanuc Ltd. v. Machine Control Services, Case No. FA93667; Nabisco Brands Co. v. The Patron Group, Case No. D2000-0032.

Judicial decisions and statutes cited:
None

1072.
The Prudential Insurance Company v. Taerim International Corp., Case No. 
FA0008000095323
a. Date:
September 12, 2000

Panelist(s):
Hon. Paul A. Dorf

Domain Name(s) at Issue:
<prudentialkorea.com, prudentialusa.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a)

Uniform Rules cited:
None

Panel Decisions cited:
Charles Jourdan Holding AG v. AAIM, Case No. D2000-0403.

Judicial decisions and statutes cited:
None

1073.
Zippo Manufacturing Company v. Kuangwen WU and Duan Yueh LU, Case No. 
DWS2000-0001
a. Date:
September 12, 2000

Panelist(s):
Hon. Sir Ian Barker

Domain Name(s) at Issue:
<zippo.ws>

Response?:
No

Principle(s):

1) Respondent has registered and used the disputed domain in bad faith for the following reasons:

a) the domain name at issue is connected with Complainant’s well-known products and

b) Respondent offered to sell the name to the Complainant.

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
Harrods Ltd. v. Boyd, Case No. D2000-0060; China Ocean Shipping (Group) Co. Ltd. v. Cao Shan Hui, Case No. D2000-0066; ViewSonic Corporation v. Informer Associates, Inc., Case No. D2000-0852; Educational Testing Service v. TOEFL, Case No. D2000-0044.

Judicial decisions and statutes cited:
None

1074.
Hang Seng Bank Limited v. Websen Inc, Case No. D2000-0651
a. Date:
September 12, 2000

Panelist(s):
Clive Duncan Thorne; Marylee Jenkins; Clark Lackert

Domain Name(s) at Issue:
<hangsengcredit.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(b), 4(b)(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1075.
The Frozfruit Company v. Maui Bound Media Group, Case No. D2000-0851
a. Date:
September 12, 2000

Panelist(s):
Frederick M. Abbott

Domain Name(s) at Issue:
<lemonchill.com>

Response?:
No

Principle(s):

1) “Complainant’s registration of the …mark on the Principal Register at the PTO establishes a presumption of its validity in U.S. law.”

2) The omission of spaces between the words of the trademark and the addition of the gTLD “.com” is not significant in determining whether the domain name is identical or confusingly similar to the mark.

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iv)

Uniform Rules cited:
2(a), 14(a), 15(a)

Panel Decisions cited:
Veuve Cliquot Ponsardin, Maison Fondee en 1772 v. The Polygenix Group Co., Case No. D2000-0163; Harrods Limited v. Robert Boyd, Case No. D2000-0060; Educational Testing Service v. TOEFL, Case No. D2000-0044.

j. Judicial decisions and statutes cited:
15 U.S.C.S. § 1057(b), 1072.; Avery Dennison v. Sumpton, 189 F.3d 868 (9th Cir. 1999); Sporty’s Farm v. Sportsman’s Market, 202 F.3d 489, 498 (2d Cir. 2000); Brookfield Communications v. West Coast Entertainment, 174 F.3d 1036 (9th Cir. 1999).

1076.
State Fair of Texas v. Granbury.com, Case No. FA0007000095288
a. Date:
September 12, 2000

Panelist(s):
Hon. Karl V. Fink

Domain Name(s) at Issue:
<bigtex.net>

Response?:
Yes

Principle(s):

1) The “.com” is part of the Internet address and does not add source identity significance.

Result:
Name transfer

Policy cited:
4(a)

Uniform Rules cited:
None

Panel Decisions cited:
Visit America, Inc. v. Visit America, Case No. FA95093.

Judicial decisions and statutes cited:
None

1077.
Hewlett-Packard Company v. Posch Software, Case No. FA0008000095322
a. Date:
September 12, 2000

Panelist(s):
John J. Upchurch

Domain Name(s) at Issue:
<hp-software.com>

Response?:
Yes

Principle(s):

1) Where Respondent incorporates the Complainant’s famous mark in his registered domain name, that is sufficient to find the domain name confusingly similar to the Complainant’s mark.

Result:
Name transfer

Policy cited:
4(a)

Uniform Rules cited:
None

Panel Decisions cited:
Quixtar Investments, Inc. v. Smithberger and QUIXTAR-IBO, Case No. D2000-0138; CBS Broadcasting, Inc. v. LA-Twilight-Zone, Case No. D2000-0397; Randstad General Partnet, LLC v. Domains For Sale For You, Case No. D2000-0051.

Judicial decisions and statutes cited:
None

1078.
Globosat Programadora Ltda, v. Artmidia Comunicacao Visual Criacao E Arte 
Ltda., Case No. D200-0605
a. Date:
September 13, 2000

Panelist(s):
Jose Pio Tamassia Santos

Domain Name(s) at Issue:
<globosat.com, globosat.net>

Response?:
Yes

Principle(s):

1) “The fact that almost all the domain names registered by the Respondent or the Administrative Contact for [the domain names at issue] are inactive and redirected to a site apparently dedicated to the commerce of domain names, force this Panelist to consider that, in this case, exist ‘circumstances indicating that the Respondent has registered the domain names primarily for the purpose of selling, renting or otherwise transferring the domain names registration to the Complainant or to a Complainant’s competitor for valuable consideration.’”

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(i)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1079.
AccuWeather, Inc. v. Accuweathe.com, Case No. FA0008000095400
a. Date:
September 13, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<accuweathe.com>

Response?:
No

Principle(s):

1) “The Respondent is attempting to attract Internet customers to its web site for commercial gain by using the name recognition of the [Complainant’s] mark;” this is evidence of registration and use in bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Bama Rags, Inc. v. Zuccarini, Case No. FA94380; Busy Body, Inc. v. Fitness Outlet, Inc., Case No. D2000-0127; Youtv, Inc. v. Alemdar, Case No. FA94243; CCA Indust., Inc. v. Dailey, Case No. D2000-0148.

Judicial decisions and statutes cited:
None

1080.
Parker Hannifin Corporation v. East Bay Website Company, Case No. AF-0287
a. Date:
September 13, 2000

Panelist(s):
Paul Michael DeCicco

Domain Name(s) at Issue:
<parkerorings.com>

Response?:
No

Principle(s):

1) Where there is no evidence that Respondent or anyone else has or had a website reference by the domain name at issue, the domain name cannot be transferred to the Complainant at this time.

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(iii), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1081.
Marriott International, Inc. v. Thomas, Burstein and Miller, Case No. D2000-0610
a. Date:
September 14, 2000

Panelist(s):
Marylee Jenkins

Domain Name(s) at Issue:
<marriottreward.com>

Response?:
No

Principle(s):

1) “The omission of the letter ‘s’ from the domain name…does not prevent the domain name from being considered virtually identical or confusingly similar to the Complainant’s mark.”

2) Respondent demonstrates bad faith when he, knowing of Complainant’s famous mark, registered the domain name at issue.

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(c)

Uniform Rules cited:
3(b), 5(a), 14(b)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1082.
L.L. Bean, Inc. v. ShopStarNetwork, Case No. FA0008000095404
a. Date:
September 14, 2000

Panelist(s):
James P. Buchele

Domain Name(s) at Issue:
<shopllbean.com>

Response?:
No

Principle(s):

1) “Combining a generic word with the Complainant’s registered mark does not circumvent the Complainant’s rights in the mark nor avoid the confusing similarity aspect of the ICANN Policy.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(b)(ii), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Caterpillar Inc. v. Metal Moves, Case No. FA95034; America Online, Inc. v. Tencent Communications Corp., Case No. FA93668; The Pep Boys Manny, Moe, and Jack v. E-Commerce Today, Ltd., Case No. AF-0145; General Electric Co. v. Forddirect.com, Inc., Case No. D2000-0394.

Judicial decisions and statutes cited:
None

1083.
Walter W. Cribbins Company Inc. v. Providence Communications, Inc., Case No. 
FA0008000095399
a. Date:
September 14, 2000

Panelist(s):
James P. Buchele

Domain Name(s) at Issue:
<waltercribbins.com>

Response?:
No

Principle(s):

1) Respondent’s registered domain name is confusingly similar to that of Complainant’s mark where Respondent incorporates Complainant’s famous mark in his registered domain name.

Result:
Name transfer

Policy cited:
4(a), 4(b)(iii), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Talk City, Inc. v. Robertson, Case No. D2000-0009; America Online, Inc. v. iDomainNames.com, Case No. FA93766; State Farm v. Try Harder & Co., Case No. FA94730; Fossil Inc. v. NAS, Case No. FA92525; Southern Exposure v. Southern Exposure, Inc., Case No. FA94864.

Judicial decisions and statutes cited:
None

1084.
Clinica Corachan, S.A. v. Fc Team Car. S.L., Case No. D2000-0723
a. Date:
September 14, 2000

Panelist(s):
Mario A. Sol Muntanola

Domain Name(s) at Issue:
<clinicacorachan.com, clinicacorachan.net, clinicacorachan.org>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(i)

Uniform Rules cited:
15, 15(a)

Panel Decisions cited:
Robert Ellenbogen v. Mike Pearson, Case No. D2000-0001; J. Garcia-Carrion, S.A. v. M. Jose Catalan Frias, Case No. D2000-0239; Raimat v. Antonio Casals, Case No. D2000-0143; Seur, S.A. v. Antonio Llanos, Case No. D2000-0691; Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; Hipercor, S.A. v. Miguel A. Gonzalez, Case No. D2000-0045; Stella D’oro Biscuit Co., Inc. v. The Patron Group, Inc., Case No. D2000-0012.

Judicial decisions and statutes cited:
None

1085.
The Donald M. Fishback Company, Inc. v. Platinum Internet Services, LLC, Case 
No. AF-0270
a. Date:
September 15, 2000

Panelist(s):
Christiane Feral-Schuhl

Domain Name(s) at Issue:
<oddsonline.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4, 4(b)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1086.
Banca Popolare Friuladria S.p.A. v. Giovanni Zago, Case No. D2000-0793
a. Date:
September 3, 2000

Panelist(s):
Fabio Angelini

Domain Name(s) at Issue:
<friuladria.com, friuladria.net>

Response?:
Yes

Principle(s):

1) Respondent does not have a legitimate interest in the domain name where he knew or should have known of Complainant’s mark.

2) “The mere filing of a criminal action should not prevent the Panel’s adjudication of a dispute unless it is introduced along with other concurring and concordant circumstances.”

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(b)(ii), 4(c), 4(i)

Uniform Rules cited:
2(a), 4, 11

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1087.
Bharatplanet.com Limited v. Adnet Solutions, Case No. AF-0290
a. Date:
September 18, 2000

Panelist(s):
Sandra A. Sellers

Domain Name(s) at Issue:
<bharathmail.com>

Response?:
Yes

Principle(s):

Result:
Decision for Respondent

Policy cited:
4(a)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1088.
Hongdou Group v. Gong Yen Yuan, Case No. AF-0300
a. Date:
September 18, 2000

Panelist(s):
Michelle Brownlee

Domain Name(s) at Issue:
<hongdou.com>

Response?:
No

Principle(s):

1) Respondent demonstrates evidence of bad faith when he attempts to sell the domain name to Complainant or a competitor for valuable consideration beyond out-of-pocket costs, to disrupt the Complainant’s business, or to divert users who are searching for Complainant’s site.

Result:
Name transfer

Policy cited:
4(a), 4(b), 8(a)

Uniform Rules cited:
5(e)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1089.
Megatel Computer Corporation v. MIS Associates, Inc., Case No. AF-0283
a. Date:
September 18, 2000

Panelist(s):
Giovanni Ziccardi

Domain Name(s) at Issue:
<megatel.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
None

Uniform Rules cited:
2(a), 5(ix)(e)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1090.
Wal-Mart Stores, Inc. v. Richard MacLeod d/b/a For Sale, Case No. D2000-0662
a. Date:
September 19, 2000

Panelist(s):
David H. Bernstein

Domain Name(s) at Issue:
<wal-martsucks.com>

Response?:
Yes

Principle(s):

1) The failure of Complainant to register all possible domain names that surround his substantive mark (“wal-mart”) does not hinder Complainant’s right in the mark.  “Trademark owners are not required to create ‘libraries’ of domain names in order to protect themselves, and there are strong policy reasons against encouraging this behavior.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(c)(iii), 4(i)

Uniform Rules cited:
3(b)(xiii)

Panel Decisions cited:
Wal-Mart Stores, Inc. v. Walsucks and Walmarket Puerto Rico, Case No. D2000-0477; Document Technologies, Inc. v. International Electronic Communications, Inc., Case No. D2000-0270; Pet Warehouse v. Pets.Com, Inc., Case No. D2000-0105; Unibanco v. Vendo Domain Sale, Case No. D2000-0671; Eauto, L.L.C. v. Triple S. Auto Parts d/b/a Kung Fu Yea Enterprises, Inc., Case No. D2000-0047.

Judicial decisions and statutes cited:
None

1091.
Net2Phone Inc. v. Dynasty System SDN BHD, Case No. D2000-0679
a. Date:
September 19, 2000

Panelist(s):
Clive Duncan Thorne

Domain Name(s) at Issue:
<n2phone.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(iv)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1092.
Bata Limited v. Virtuality LLC, Case No. AF-089a-c
a. Date:
September 20, 2000

Panelist(s):
Riccardo Roversi

Domain Name(s) at Issue:
<powershoes.com, powershoes.net, powershoes.org>

Response?:
Yes

Principle(s):

1) Where Complainant has presented prima facie evidence of Respondent’s lack of legitimate interest in the domain name, the burden of proof passes to the Respondent to show that he has a legitimate interest in the domain name.

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(c), 4(c)(i), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
America Online v. QTR Corp., Case No. FA0001000092016; Yahoo! Inc. v. Eitan Zviely, Case No. D2000-0273; Spincycle Inc. v. Spin Cycle, Case No. AF-0176; Consorzio Tutela del Formaggio Grana Padano v. Colombi, Case No. AF-0252.

Judicial decisions and statutes cited:
None

1093.
Space Imaging LLC v. Stephen J. Brownell, Case No. AF-0298a-d
a. Date:
September 22, 2000

Panelist(s):
Margaret Chon

Domain Name(s) at Issue:
<satelliteikonos.com, spaceimagingsatellite.com, ikonosspacephoto.com, ikonossatellitephoto.com>

Response?:
No

Principle(s):

1) “The Administrative Panel acknowledges that the Uniform Policy in paragraph 4(a)(i) refers merely to a ‘trademark or service mark’ in which the Complainant has rights, and in particular does not expressly limit the application of the Uniform Policy to a registered trademark or service mark of the Complainant.  Further, this Administrative Panel recognizes that the WIPO Final Report on the Internet Domain Name Process (the Management of Internet Names and Addresses: Intellectual Property Issues, April 1999), from which the Uniform Policy is derived, does not distinguish between registered and unregistered trademarks and service marks in the context of abusive registration of domain names.  It is therefore open to conclude that the Uniform Policy is applicable to unregistered trademarks and service marks.”

2) What constitutes evidence of common law trademark or service mark rights is distinctiveness and use.

3) “The general rule regarding distinctiveness is that an identifying mark is distinctive and capable of being protected if it either is inherently distinctive or has acquired distinctiveness through secondary meaning.”

4) “To establish secondary meaning, a manufacturer must show that, in the minds of the public, the primary significance of a product feature or term is to identify the source of the product rather the product itself.”

5) “A fair number of decisions under the ICANN UDRP have found that the combination of a generic word with a protected mark can lead to confusing similarity.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(b), 4(b)(i), 4(c)

Uniform Rules cited:
5(ix)(e)

Panel Decisions cited:
MathForum.com, LLC v. Weiguang Huang, Case No. D2000-0743; The British Broadcasting Corporation v. Jaime Renteria, Case No. D2000-0050; 2E Corporation v. Imagisys Inc. Case No. AF-0162; Squires v. Zuccarini, Case No. AF-0218; Nokia Corporation v. Nokiagirls.com aka IBCC, Case No. D2000-0102; Eauto, L.L.C. v. Triple S. AutoParts d/b/a Kung Fu Yea Enterprises, Case No. D2000-0047.

Judicial decisions and statutes cited:
15 U.S.C.A. § 1052(e,f), 1057(b), 1127; Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 456 U.S. 844, 851, n.11, 102 S.Ct. 2182, n.11, 72 L.Ed.2d 606 (1982); Official Airlines Guide, Inc. v. Goss, 6 F.3d 1385, 1391 (9th Cir. 1993)

1094.
Canadian Imperial Bank of Commerce v. D3M Virtual Reality Inc. and D3M 
Domain Sales, Case No. AF-0336a-b
a. Date:
September 23, 2000

Panelist(s):
David E. Sorkin

Domain Name(s) at Issue:
<cibconline.net, cibconline.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(b), 4(c)

Uniform Rules cited:
14

Panel Decisions cited:
Royal Bank of Canada v. D3M Domain Sales, Case No. AF-0147.

Judicial decisions and statutes cited:
None

1095.
Anne McLellan v. Smartcanuk.com, Case No. AF-0303a-b
a. Date:
September 25, 2000

Panelist(s):
Sandra A. Sellers

Domain Name(s) at Issue:
<annemclellan.com, annemclellan.org>

Response?:
No

Principle(s):

1) “The [ICANN] Policy does not require that the Complainant hold a registered trademark or service mark.  It is sufficient that the Complainant can demonstrate that she has rights in a common law trademark or sufficient rights to ground an action for passing off.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Julia Fiona Roberts v. Russell Boyd, Case No. D2000-0210; Jeanette Winterson v. Mark Hogarth, Case No. D2000-0235; Cho Yong Pil v. ImageLand, Inc., Case No. D2000-0229.

Judicial decisions and statutes cited:
None

1096.
Croatia Airlines D.D. v. Kwen Kijong, Case No. AF-0302a-b
a. Date:
September 25, 2000

Panelist(s):
Julian D. M. Lew

Domain Name(s) at Issue:
<croatiaairlines.com, croatiaair.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(c), 4(i)

Uniform Rules cited:
2(a), 15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1097.
Dynojet Research, Inc. v. Gary Norman, Case No. AF-0316
a. Date:
September 26, 2000

Panelist(s):
Enzo Fogliani

Domain Name(s) at Issue:
<dynojet.net>

Response?:
Yes

Principle(s):

1) Respondent demonstrated bad faith when he requested monetary compensation beyond out-of-pocket costs in exchange for the registered domain name.

2) Respondent demonstrated bad faith when he registered the domain name incorporating Complainant’s famous mark.

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(b)(iv)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1098.
Japan Airlines Company Limited v. TransHost Associates, JAL Systems and John 
A Lettelleir, Case No. D2000-0573
a. Date:
August 21, 2000

Panelist(s):
Nick Gardner

Domain Name(s) at Issue:
<jal.com>

Response?:
Yes

Principle(s):

1) The Panel finds that although Respondent’s registration of the domain name has led to confusion on the part of at least some of the Claimant’s actual and potential customers, that, in itself, is not sufficient to dispossess the Respondent of the domain name.

Result:
Decision for Respondent

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
E&J Gallo Winery v. Gallo, 967 F.2d 1280 (9th Cir. 1992).

1099.
Pfizer Inc. v. Kurt Walstrom/Domain Finder, Case No. D2000-0570
a. Date:
August 17, 2000

Panelist(s):
Dennis A. Foster

Domain Name(s) at Issue:
<pfizeranimalhealth.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(i)

Uniform Rules cited:
15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1100.
Del Monte Corporation v. David Crumpacker, Case No. D2000-0498
a. Date:
August 21, 2000

Panelist(s):
Jonathan Hudis

Domain Name(s) at Issue:
<orchardselect.com>

Response?:
Yes

Principle(s):

1) “The Panel finds that the …mark is descriptive of the goods recited in [Complainant’s] trademark registration, …, but that the mark has acquired secondary meaning through considerable use in the marketplace;” therefore, Complainant does have rights in the mark.

2) Complainant’s Federal registration of the mark since 1995 provides Respondent constructive notice of Complainant’s claim of ownership of the mark. 

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 3(b)

Panel Decisions cited:
Medisite S.A.R.L. v. Intellisolve Limited, Case No. D2000-0179; The Step2 Co. v. Softasticcom Corp., Case No. D2000-0393; Sports Car World, Inc. v. Cracknell, Case No. FA94448.

Judicial decisions and statutes cited:
15 U.S.C. § 1072.

1101.
Rollerblade, Inc. v. CBNO and Ray Redican Jr., Case No. D2000-00427

a. Date:
August 24, 2000

Panelist(s):
Mark V.B. Partridge; Dennis A. Foster; Edward G. Poplawski

Domain Name(s) at Issue:
<rollerblading.com>

Response?:
Yes

Principle(s):

1) The Panel will not consider additional submissions from the parties unless the Panel finds a party has shown extraordinary circumstances.

2) “Genericness, if established, will defeat a claim of trademark rights, even in a mark which is the subject of an incontestable registration.”

3) The Panel finds this to be a case “…where the public created a generic term derived from Complainant’s mark, and Respondent has used that term in a manner consistent with common public use;” therefore, Respondent does have legitimate interests in the domain name.

4) Respondent’s use of the domain name, to find investors for its business, does not satisfy the element of bad faith registration and use.

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(c)

Uniform Rules cited:
10(a), 10(b), 15

Panel Decisions cited:
Cedar Trade Associates, Inc. v. Ricks, Case No. FA0002000093633; Aero-Turbine, Inc. v. Mcayman, Ltd., Case No. FA0002000093675; Travel Services, Inc. v. Tour COOP of Puerto Rico, Case No. FA0001000092524; Heelquick!, Inc. v. Goldman, et al., Case No. FA0001000092527; Easyjet Airline Co. Ltd. v. Steggles, Case No. D2000-0024; J.P. Morgan v. Resource Marketing, Case No. D2000-0035; Plaza Operating Partners, Ltd. v. Pop Data Technologies, Inc., Case No. D2000-0166; Document Technologies, Inc. v. International Electronic Communications, Inc., Case No. D2000-0270.

Judicial decisions and statutes cited:
Windsurfing International, Inc. v. AMF, Inc., 613 F.Supp. 933 (S.D.N.Y. 1985).

1102.
American Home Products Corporation v. Privateer Ltd., Case No. D2000-0455
a. Date:
August 25, 2000

Panelist(s):
Gaynell C. Methvin

Domain Name(s) at Issue:
<addvil.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4, 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i), 4(c)

Uniform Rules cited:
5(b)(viii)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1103.
Blistex Inc. v. Online Multimedia Communications, Inc., Case No. D2000-0552
a. Date:
August 27, 2000

Panelist(s):
Jeffrey M. Samuels

Domain Name(s) at Issue:
<stridex.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1104.
Cabela’s Incorporated v. John Zuccarini, Case No. FA0007000095233
a. Date:
August 28, 2000

b. Panelist(s):
Hon. Carolyn Marks Johnson

c. Domain Name(s) at Issue:
<cabela.com>

d. Response?:
No

e. Principle(s):

1) “A domain name which differs by only one letter from a trademark has a greater tendency to be confusingly similar to the trademark where the trademark is highly distinctive.”

2) Respondent demonstrates bad faith when he registered numerous domain names that Respondent knows infringe upon other’s famous marks.

Result:
Name transfer

Policy cited:
4(a), 4(b)(ii), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Reuters Limited v. Global Net 2000, Inc., Case No. D2000-0441; Fanuc Ltd v. Machine Control Services, Case No. FA93667; Bama Rags, Inc. v. Zuccarini, Case No. FA94380.

Judicial decisions and statutes cited:
Anti-Cybersquatting Consumer Protection Act, Pub. L. No. 106-113, 113 Stat. 1501A-545 (1999); Shields v. Zuccarini, 89 F.Supp.2d 634, 635, 639 (E.D. Pa. 2000).

1105.
D.C.C. Wine Exchange Inc. v. Giumarra Farms Inc., Case No. FA0006000095065

a. Date:
August 28, 2000

Panelist(s):
James P. Buchele

Domain Name(s) at Issue:
<winesdirect.com>

Response?:
Yes

Principle(s):

1) “Respondent, before any notice to him of the dispute, has used or made demonstrable preparations to use, the domain name or a name corresponding to the domain name in connection with a bona fide offering of goods or services.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(b), 4(a)(iii), 4(c), 4(c)(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1106.
Advance Magazine Publishers Inc. v. Gourmetmagazine.com, Case No. 
FA0006000094953
a. Date:
August 28, 2000

Panelist(s):
Nelson A. Diaz; Clark W. Lackert; John A. Bender

Domain Name(s) at Issue:
<gourmetmagazine.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1107.
White Pine Software, Inc. v. Desktop Consulting, Inc., Case No. D2000-0539
a. Date:
August 31, 2000

Panelist(s):
Jonathan Hudis

Domain Name(s) at Issue:
<cu-seeme.net>

Response?:
Yes

Principle(s):

1) The Panel cannot find in favor of the Complainant where the Complainant has failed to meet its burden of proof, and Respondent has raised serious questions as to its rights and legitimate interests in the domain name.

Result:
Decision for Respondent

Policy cited:
4, 4(a), 4(b), 4(c)

Uniform Rules cited:
2(a), 3(b)

Panel Decisions cited:
Inter-Continental Hotels Corp. v. Soussi, Case No. D2000-0252; Fuji Photo Film Co. Ltd. v. Fuji Publ’g Group LLC, Case No. D2000-0409; Document Technologies, Inc. v. International Electric Communications, Inc., Case No. D2000-0270; Vanguard Medica Ltd. v. McCormick, Case No. D2000-0067; Eauto, L.L.C. v. Tripe S. Auto Parts, Case No. D2000-0047; Credit Management Solutions, Inc. v. Collex Resource Management, Case No. D2000-0029.

Judicial decisions and statutes cited:
Grimes v. Hagood, 27 Tex. 693 (1864); National Novelty Import Co. v. Griffin & Griffin, 168 S.W. 85 (Tex. Civ. App. 1914); Spence v. Griffin, 236 Va. 21, 372 S.E.2d 595 (1988).

1108.
Metro Bilbao, S.A. v. Ignacio Allende Fernandez, Case No. D2000-0467
a. Date:
August 31, 2000

Panelist(s):
Roberto A. Bianchi

Domain Name(s) at Issue:
<metrobilbao.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i), 4(b)(iii), 4(b)(iv), 4(c), 4(c)(iii), 4(i)

Uniform Rules cited:
3(b)(xii), 10(b), 15, 15(a), 18

Panel Decisions cited:
RAIMAT, S.A. v. Antonion Casals, Case No. D2000-0143; Monty and Pat Roberts, Inc. v. Bill Keith, Case No. D2000-0299; URALITA, S.A. v. Rafael del Ronsal Macias, Case No. D2000-0219; Robert Ellenbogen v. Mike Pearson, Case No. D2000-0001; CSA International a.k.a Canadian Standards Association v. John O. Shannon and Care Tech Industries, Inc., Case No. D2000-0071; Monty and Pat Roberts, Inc. v. J. Bartell, Case No. D2000-0300; World Wrestling Federation, Inc. v. Bosman, Case No. D99-0001.

Judicial decisions and statutes cited:
None

1109.
Thomas Cook Holdings Limited v. Neil Tucker, Case No. D2000-0805
a. Date:
September __, 2000

Panelist(s):
Christopher Tootal

Domain Name(s) at Issue:
<jmcairlines.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(b)(i), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
Thomas Cook Holdings Limited v. Judith Bonser, Case No. D2000-0804.

Judicial decisions and statutes cited:
None

1110.
Bankinter S.A. v. BI Financial Inc., Case No. D2000-0460
a. Date:
September 5, 2000

Panelist(s):
Hon. Sir. Ian Barker; Roberto Bianchi; Matthew Powers

Domain Name(s) at Issue:
<bankinternet.com, bankinternet.org, bankinternet.net>

Response?:
Yes

Principle(s):

1) Respondent demonstrates that he has rights and legitimate interests in the domain name where he is known by and has used the domain name at issue since January 1996.

Result:
Decision for Respondent

Policy cited:
4(a), 4(c)

Uniform Rules cited:
15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1111.
Universal City Studios, Inc. v. HarperStephens, Case No. D2000-0716
a. Date:
September 5, 2000

Panelist(s):
William L. Mathis

Domain Name(s) at Issue:
<universalstudiosstore.com, universalstudiosstore.net, universalstudiosstore.org, universalstudiostore.com, universalstudiostore.net, universalstudiostore.org>

Response?:
No

Principle(s):

1) Respondent demonstrates that he does not have rights or legitimate interests in the domain name at issue where he knew or should have known about Complainant’s famous mark.

2) Respondent demonstrates registration and use in bad faith when he obtained six domain name registrations substantially identical to Complainant’s registered service mark disallowing Complainant to reflect his mark in a corresponding domain name.

Result:
Names transfer

Policy cited:
4(a)(i), 4(b), 4(b)(i), 4(b)(ii), 4(c)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1112.
Encyclopaedia Britannica Inc. v. Shedon.com, Case No. D2000-0753
a. Date:
September 6, 2000

Panelist(s):
Dawn Osborne

Domain Name(s) at Issue:
<britannica.com>

Response?:
No

Principle(s):

1) Respondent demonstrates that he has no rights or legitimate interests in the domain name at issue where he admits he has no interest in the domain name, and he failed to respond to Complainant’s claims.

2) Respondent demonstrates bad faith where he engaged in the practice of registering domain names containing the trademarks of others.

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b)(iv)

Uniform Rules cited:
2(a)

Panel Decisions cited:
J.P. Morgan v. Resource Marketing, Case No. D2000-0035; Encyclopaedia Britannica, Inc. v. John Zuccarini and The Cupcake Patrol a/k/a Country Walk a/k/a Cupcake Party, Case No. D2000-0330; Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; Parfums Christian Dior v. 1 Netpower, Inc., Case No. D2000-0022.

Judicial decisions and statutes cited:
15 U.S.C. § 1064, 1115(b); Shields v. Zuccarini, 2000 U.S. Dist. LEXIS 3350.

1113.
Eddy’s (Nottingham) Limited, trading as Superfi v. Mr. Kingsley Smith, Case No. 
D2000-0789
a. Date:
September 7, 2000

Panelist(s):
David H. Tatham

Domain Name(s) at Issue:
<superfi.com, superfi.net>

Response?:
Yes

Principle(s):

1) Respondent does have a legitimate interest in the domain name at issue.  When Respondent initially registered the domain name, it was done in good faith, without objection by Complainant, and in the interest of promoting Complainant’s business.

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii)

Uniform Rules cited:
None

Panel Decisions cited:
Gallerina v. Mark Wilmhurst, Case No. D2000-0730

Judicial decisions and statutes cited:
None

1114.
Miele, Inc. v. Absolute Air Cleaners and Purifiers, Case No. D2000-0756
a. Date:
September 11, 2000

Panelist(s):
Tom Arnold

Domain Name(s) at Issue:
<miele.net>

Response?:
Yes

Principle(s):

1) “Since the domain name was registered and used, by Respondent’s own admission, solely to sell Miele products under the dealership and to otherwise promote his business selling Miele products, the loss of that authorized dealer status resulted in the loss of the effective legitimacy of Respondent’s interest in the domain name consisting of the Miele trademark.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1115.
Comexpo Paris v. Visiotex S.A., Case No. D2000-0792
a. Date:
September 11, 2000

Panelist(s):
Geert Glas

Domain Name(s) at Issue:
<foiredeparis.com>

Response?:
No

Principle(s):

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(ii), 4(b)(ii), 4(c), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1116.
Hang Seng Data Services Limited v. Power M Investment Limited, Case No. D2000-
0653
a. Date:
September 12, 2000

Panelist(s):
Clive Duncan Thorne; Marylee Jenkings; Clark Lackert

Domain Name(s) at Issue:
<hangsengindex.org>

Response?:
No

Principle(s):

1) Respondent demonstrates bad faith when he requested $10,000 (U.S.) in order to transfer the domain name at issue to Complainant.  The Panel found that there is no doubt that amount is in excess of out-of-pocket costs relating to the domain name at issue.

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1117.
Hang Seng Data Services Limited v. Wavecount Inc., Case No. D2000-0652
a. Date:
September 12, 2000

Panelist(s):
Clive Duncan Thorne; Marylee Jenkins; Clark Lackert

Domain Name(s) at Issue:
<hangsengindex.net>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b)(iv), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1118.
Vivendi S.A., The Seagram Company Ltd., Joseph E. Seagram & Sons, Inc., 
Universal Studios, Inc., and Universal City Studio, Inc. v. CPIC Net, Case No. 
D2000-0685
a. Date:
September 12, 2000

Panelist(s):
Jeffrey M. Samuels

Domain Name(s) at Issue:
<vivendiuniversal.org, vivendiuniversalinc.com, vivendiuniversalcorp.com, vivendiuniversaltv.com, vivendiuniversalstudio.com, vivendiuniversalmusic.com, vivendiuniversalmovies.com, vivendiuniversalmedia.com, vivendiuniversalfilms.com, vivendiuniversal.com, evivendiuniversal.com, vivendiseagram.com, vivendi-seagram.com, vivendiseagram.net, vivendi-seagram.net>

Response?:
No

Principle(s):

1) The minor differences that are added to domain names, such as “inc”, “corp”, “tv”, “music”, and “movie”, are legally insignificant in determining whether the registered domain name is identical or confusingly similar to Complainant’s mark.

Result:
Names transfer

Policy cited:
4(a), 4(b)(i), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
United States Olympic Committee v. MIC, Case No. D2000-0189.

Judicial decisions and statutes cited:
None

1119.
TV Globo Ltda v. Globoesportes.com, Case No. D2000-0791
a. Date:
September 12, 2000

Panelist(s):
Hon. Sir Ian Barker

Domain Name(s) at Issue:
<globoesportes.com>

Response?:
No

Principle(s):

1) The Panel finds that Respondent has registered and used the disputed domain name in bad faith for the following reasons:

a) the domain name in dispute is obviously connected with a well-known mark;

b) Respondent, in India, deliberately chose a domain name in the Portuguese language which is the mark of the largest television operator in the world’s largest Portuguese-speaking country; and

c) Respondent’s failure to develop the web site.

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
5(b), 15(a)

Panel Decisions cited:
TV Globo Ltda. v. Radio Morena, Case No. D2000-0245.

Judicial decisions and statutes cited:
None

1120.
Globo Comunicacoes e Participacoes S.A. – Globopar, v. Artmidia Comunicacao 
Vidual Criacao E Arte Ltda., Case No. D2000-0606
a. Date:
September 13, 2000

Panelist(s):
Jose Pio Tamassia Santos

Domain Name(s) at Issue:
<globopar.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(i)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1121.
Sigla Sistema Globo de Gravacoes Audio Visuais Ltda. v. Italo de Barros Nadeo, 
Case No. D2000-0732
a. Date:
September 15, 2000

Panelist(s):
Marino Porzio

Domain Name(s) at Issue:
<somlivre.com>

Response?:
Yes

Principle(s):

1) “The passive use of a Domain Name similar to a well-known or famous trademark does constitute use in bad faith on the part of the registrant.”

2) “In the Telstra case, it is decided that ‘non-action’ may constitute bad faith both at the time of registration and in the subsequent non use, depending on the facts of the case.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(b)(ii), 4(c), 4(c)(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; Ingersoll-Rand v. Frank Gully, d/b/a Advcomren, Case No. D2000-0021; Guerlain, S.A. v. Peikang, Case No. D2000-0021; Compaq Computer Corp., v. Boris Beric; Case No. D2000-0055; Association of British Travel Agents Ltd. v. Sterling Hotel Group Ltd., Case No. D2000-0042; Sanrio Co. Ltd. and Sanrio, Inc. v. Lau, Case No. D2000-0086; Sanrio Company Ltd. and Sanrio, Inc. v. Neric Lau; Case No. D2000-0172; 363275 Canada, dba eResolution v. eResolution.com; Case No. D2000-0110; Marconi Data Systems, Inc. v. IRG Coins and Ink Source, Inc., Case No. D2000-0090; Stralfors AB v. P D S AB; Case No. D2000-0112; InfoSpace.com, Inc. v. Ofer, Case No. D2000-0075; Infoglobo Comunicacoes Ltda. v. Italo de Barros Naddeo, Case No. D2000-0533.

Judicial decisions and statutes cited:
None

1122.
Sampo Insurance Company plc and Leonia plc v. FLCitigroup, Inc., Case No. 
D2000-0865
a. Date:
September 15, 2000

Panelist(s):
Jonas Gulliksson

Domain Name(s) at Issue:
<sampoleonia.com>

Response?:
Yes

Principle(s):

1) Passive holding of a domain name is evidence of bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
Telstra Corp. Ltd. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

1123.
Banco Atlantico, S.A. v. Informax 2020, S.L., Case No. D2000-0795
a. Date:
September 15, 2000

Panelist(s):
Luis H. de Larramendi

Domain Name(s) at Issue:
<viatlantico.com, viatlantico.net>

Response?:
Yes

Principle(s):

1) The Panel finds “…before the respondent was aware of the dispute proceedings in relation to the domain names in question, it had made preparations to use the domain names or names corresponding to the domain name in connection with a bona fide offering of goods or services.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(c)

Uniform Rules cited:
15(a)

Panel Decisions cited:
Avnet, Inc. v. Aviation Network, Inc., Case No.   D2000-0046.

Judicial decisions and statutes cited:
None

1124.
Sampo Insurance Company Plc and Leona Plc v. Caspar Callerstrom, Case No. 
D2000-0864
a. Date:
September 16, 2000

Panelist(s):
Dr. Thomas Hoeren

Domain Name(s) at Issue:
<sampo-leonia.com>

Response?:
No

Principle(s):

1) “In general, the mere registration of a domain name containing elements of a third person’s trademark does not amount to ‘bad faith.’”

2) “The registration and passive holding of a domain name can amount to bad faith ‘in respects of the particular facts of a specific case.’”

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(ii), 4(b)(iii)

Uniform Rules cited:
15

Panel Decisions cited:
Talk City Inc. v. Robertson v. Robertson, Case No. D2000-0009; Eauto, L.L.C. v. Eauto parts, Case No. D2000-0096; Telstra Corp. Nuclear Marshmallows, Case No. D2000-0003; MedicaLogic/Medscape v. The Domain Name You Have Entered Is for Sale, FA0094933; Stralfors AB v. PDS AB, Case No. D2000-0112; McNeil Consumer Brands Inc. v. Mirweb Solutions, Case No. D2000-0612; Maureen A. Healy v. Andreas Kuhlen, Case No. D2000-0698; Julia Fiona Roberts v. Russell Floyd, Case No. D2000-0210.

Judicial decisions and statutes cited:
British Telecom & Others v. One in a Million[1998] 4 All ER 476.

1125.
El Rincon Del Vago, S.L. y otros v. Nettika, S.L., Case No. D2000-0823
a. Date:
September 17, 2000

Panelist(s):
Mario A Sol Muntanola

Domain Name(s) at Issue:
<elrincondelvago.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(i)

Uniform Rules cited:
10(b), 15, 15(a)

Panel Decisions cited:
Robert Ellenbogen v. Mike Pearson, D2000-0239; Seur Espana, S.A. v. Antonio Llanos Alonso, Case No. D2000-0691; Telstra Corp. Ltd. v. Nuclear Marshmallows, Case No. D2000-0003; Stella D’Oro Biscuit Co., Inc. v. The Patron Group, Inc., Case No. D2000-0012; J. Garcia Carrion, S.A. v. Frias, Case No. D2000-0239.

Judicial decisions and statutes cited:
None

1126.
The Ritz-Carlton Hotel Company, LLC v. Club Car Executive Transportation and 
Dennis Rooney, Case No. D2000-0611
a. Date:
September 18, 2000

Panelist(s):
Marylee Jenkins

Domain Name(s) at Issue:
<ritzcarlton.net, ritzcarlton.org>

Response?:
No

Principle(s):

1) “The Panelist concludes that the omission of a hyphen in the domain names is not sufficient to differentiate the domain names from the mark.”

2) “The Panelist finds that the Respondent, prior to any notice of this dispute, had not used the domain names in connection with any type of bona fide offering of goods and services;” therefore, this demonstrates that Respondent does not have rights or legitimate interests in the domain name at issue.

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(c)

Uniform Rules cited:
3(b), 14(b)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1127.
Television Francaise 1 v. The Fork 1, Case No. D2000-0747
a. Date:
September 18, 2000

Panelist(s):
Christian Gassauer-Fleissner

Domain Name(s) at Issue:
<tf1.com>

Response?:
Yes

Principle(s):

1) “Within the scope of the [ICANN] Policy, confusing similarity and identity shall not be measured by reference to the categories/classes of goods or services in relation to which they are used.  In selecting the ‘.com’ domain one puts himself firmly into the international commercial sphere and the panel finds that a domain name being identical to a trademark is not a matter of similarity of goods or services covered by the respective trademark nor existence of a likelihood of confusion due to the similarity of goods or services covered by the trademark.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b)(i), 4(b)(ii), 4(b)(iv), 4(c), 4(c)(i), 4(i)

Uniform Rules cited:
2(a), 4(a), 5(a), 5(b), 15(a)

Panel Decisions cited:
Reuters Limited v. Ghee Khann Tan, Case No. D2000-0670; K2r Produkte v. Jeremie Trigano, Case No. D2000-0622.

b. Judicial decisions and statutes cited:
None

1128.
The Cheap Escape Company v. Auto Accents and Amid Yousef, Case No. D2000-
0514
a. Date:
September 19, 2000

Panelist(s):
David M. Kelly; Frederick Abbott; Gary Bouchard

Domain Name(s) at Issue:
<jbdollarstretcher.com, jbdollarstretcher.net>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)(iii), 4(b)(iv)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1129.
Canon Kabushiki Kaisha v. Price-Less Inkjet Cartridge Company, Case No. D2000-
0878
a. Date:
September 21, 2000

Panelist(s):
Alan L. Limbury

Domain Name(s) at Issue:
<canoninkjets.com, canoninkjet.com, canoninkjet.net, canonink.com, canonink.net>

Response?:
Yes

Principle(s):

1) Respondent demonstrates that he has no rights or legitimate interests in the domain name when he had knowledge of Complainant’s trademark before registering this disputed domain name.

2) Some contributing factors to demonstrate likelihood of confusion include “…visual similarity between the domain name at issue and the complainant’s mark and the mark being strong and immediately recognizable.”

Result:
Names transfer

Policy cited:
4(a), 4(b)(iv), 4(c)(i), 4(i)

Uniform Rules cited:
2(a), 10, 10(b), 12, 15

Panel Decisions cited:
Toyota Jidosha Kabushiki Kaisha d/b/a Toyota Motor Corporation v. S&S Enterprises Ltd., Case No. D2000-0802; The Stanley Works and Stanley Logistics, Inc. v. Cam Creek Co., Inc., Case No. D2000-0113; Nokia Corporation v. Nokiagirls.com, Case No. D2000-0102; State Farm Mutual Automobile Insurance Company v. Rocky E. Faw, Case No. FA94971; Leland Stanford Junior University v. Zedlar Transcription & Translation, Case No. FA94970; SportSoft Golf, Inc. v. Hale Irwin’s Golfers’ Passport, Case No. FA94956; Marriott International Inc. v. John Marriot, Case No. FA94737; Canada Inc. v. Sandro Ursino, Case No. AF-0211; Centeon L.L.C./Aventis Behring L.L.C. v. Ebiotech.com, Case No. FA95037; Telstra Corp. Ltd. v. Nuclear Marshmallows, Case No. D2000-0003; Bayshore Vinyl Compounds Inc. v. Michael Ross, Case No. AF-0187; Barney’s, Inc. v. BNY Bulleting Board, Case No. D2000-0059; CBS Broadcasting, Inc. v. Dennis Toeppen, Case No. D2000-0400; Video Networks Limited v. Larry Joe King, Case No. D2000-0487; Recordati S.P.A. v. Domain Name Clearing Company, Case No. D2000-0194; Revlon Consumer Products Corporation v. Yoram Yosef aka Joe Goldman, Case No. D2000-0468; Passion Group Inc. v. Usearch, Inc., Case No. AF-0250; Shirmax Retail Ltd./Détaillants Shirmax Ltée v. CES Marketing Group, Inc., Case No. AF-0104.

Judicial decisions and statutes cited:
None

1130.
Thomas Cook Holdings Limited v. Judith Bonser, Case No. D2000-0804
a. Date:
September 21, 2000

Panelist(s):
Christopher Tootal

Domain Name(s) at Issue:
<jmc-airlines.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(b)(i), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1131.
Red Bull GmbH v. Harold Gutch, Case No. D2000-0766
a. Date:
September 21, 2000

Panelist(s):
Knud Wallberg

Domain Name(s) at Issue:
<redbull.org>

Response?:
Yes

Principle(s):

1) “It is basic trademark law that common words can serve as and be registered as trademarks as long as the words are not descriptive for the goods or services in question.  The words Red Bull cannot be perceived as being descriptive for the goods and services for which they are registered and used by the Complainant and must be considered to be an inherently distinctive mark.”

2) Respondent demonstrates bad faith where “the Panel finds that not only must [Respondent] have had the Complainant’s mark in mind when he registered the domain name but that he must also have been aware of the deception and confusion that would inevitably follow if he used the domain name.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(c)(i), 4(c)(iii), 4(i)

Uniform Rules cited:
15, 15(a)

Panel Decisions cited:
Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

1132.
Innersense International Inc. v. Keith Manegre, Case No. AF-0278
a. Date:
September 21, 2000

Panelist(s):
Bradley J. Freedman

Domain Name(s) at Issue:
<innersense.com>

Response?:
Yes

Principle(s):

1) “The existence of a lawsuit does not oust the Panel’s jurisdiction.”

2) This panel, although having jurisdiction regarding the domain name dispute, decided to respect the Alberta Court and the Court Order.  The Panel resolved that it is “…inappropriate to proceed with this administrative proceeding and consider making an order that is inconsistent with the Court Order.”

Result:
Proceeding suspended

Policy cited:
4

Uniform Rules cited:
2(a), 18(a)

Panel Decisions cited:
Computer Futures Recruitment Consultants v. Keith Phillips and Computerfutures Ltd., Case No. AF-0106; Weber-Stephen Products Co v. Armitage Hardware, Case No. D2000-0187.

Judicial decisions and statutes cited:
Innersense International Inc. v. Keith Manegre and others, Court of Queen’s Bench of Alberta, Judicial District of Edmonton, No. 003 09437.

1133.
MP3.com Inc. v. Sander & Associates, Case No. D200-0579
a. Date:
September 22, 2000

Panelist(s):
Clive L. Elliott

Domain Name(s) at Issue:
<mymp3.com>

Response?:
Yes

Principle(s):

1) “Given that the Respondent registered the ‘mymp3.com’ domain name some time before the Complainant’s first use, it is difficult to see how the Complainant can allege that the Respondent has no rights or legitimate interests in respect of the domain name.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1134.
County Bookshops Limited v. Guy Loveday, Case No. D2000-0655
a. Date:
September 22, 2000

Panelist(s):
Keith F. Gymer

Domain Name(s) at Issue:
<countybookshops.com>

Response?:
No

Principle(s):

1) The Panel finds that the Complainant does not have rights in the mark for the following reasons:

a) no evidence of the form in which the mark is actually used or to confirm whether or not the mark has been used in the same form throughout the twenty years’ alleged use;

b) no evidence to show how the Complainant acquired any purported rights or goodwill from the unidentified earlier “partnership”;

c) no evidence to confirm the extent of use or the actual expenditure incurred in establishing the claimed goodwill in the mark; and

d) no evidence to support the assertion that the mark is now synonymous with the goods and services of the Complainant.

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i)

Uniform Rules cited:
3(b)(xiv), 5(e), 7(c), 14, 14(a), 14(b)

Panel Decisions cited:
Jeanette Winterson v. Mark Hogarth, Case No. D2000-0235; Cedar Trade Associates, Inc. v. Ricks, Case No. FA0002000093633; Aeroturbine, Inc. v. Domain Leasing, Ltd., Case No. FA0002000093674; World Wresting Federation Entertainment, Inc. v. Bosman, Case No. D99-0001.

Judicial decisions and statutes cited:
UK Trade Marks Act 1994 Section 72.

1135.
Kraft Foods (Norway) v. Fredrik Wide and Japp Fredrik Wide, Case No. D2000-
0911
a. Date:
September 23, 2000

Panelist(s):
Henry Olsson

Domain Name(s) at Issue:
<japp.com>

Response?:
No

Principle(s):

1) The suffix “.com” is “…meant to indicate, at least in principle that the domain name is intended to be commercial.  In the view of this Panel this is an insignificant distinction which does not change the likelihood of confusion.”

2) “By not submitting a response, Respondent has failed to invoke any circumstance which could demonstrate, pursuant to Paragraph 4(c) of the [ICANN] Policy, any rights or legitimate interests in the domain name.”

3) “The fact that Respondent chose to Register a well known mark to which he has no connections or rights indicates that he was in bad faith when registering the domain name at issue.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(c), 4(i)

Uniform Rules cited:
3(b)(xiii), 14(b), 15

Panel Decisions cited:
Telstra Corp. Ltd. v. Nuclear Marshmallows, Case No. D2000-0003

Judicial decisions and statutes cited:


1136.
Lockheed Martin Corporation v. Shirley Etheridge, Case No. D2000-0906
a. Date:
September 24, 2000

Panelist(s):
Jeffrey M. Samuels

Domain Name(s) at Issue:
<missionsuccess.net>

Response?:
Yes

Principle(s):

Result:
Decision for Respondent

Policy cited:
4(b), 4(c), 4(c)(iii)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1137.
LG Chemical Ltd. v. ChangHwan, OH, Case No. D2000-0889
a. Date:
September 25, 2000

Panelist(s):
San Jo Jong

Domain Name(s) at Issue:
<lgchemical.com>

Response?:
Yes

Principle(s):

1) “This administrative proceeding and its consequent decision are not allowed to make a substantive decision on the legal issue of trademark infringement or unfair competition but only designed to solve a dispute concerning domain name registration in accordance with the [ICANN] Policy which is incorporated by reference into the Registration Agreement between Respondent and the Registrar of the domain name at issue.”

2) “Bad faith evidenced by Respondent’s offer to sell his domain name may not be rebutted by his intention to register the domain name as an acronym for his proposed product’s name unless it is clearly shown that he has rights to or legitimate interests in the domain name.”

Result:
Name transfer

Policy cited:
4, 4(a), 4(b)(i), 4(c)(i)

Uniform Rules cited:
4(a), 15

Panel Decisions cited:
VAT Holding AG v. Vat.com, Case No. D2000-0607; Avnet, Inc. v. Aviation Network, Inc., Case No. D2000-0046; The British Broadcasting Corporation v. Jaime Renteria, Case No. D2000-0050; CBS Broadcasting, Inc. v. Gaddoor Saidi, Case No. D2000-0243.

Judicial decisions and statutes cited:
15 U.S.C. § 1072.

1138.
Vartec Telecom, Inc. v. Jim Olenbush, Case No. D2000-1092
a. Date:
September 28, 2000

Panelist(s):
Dennis A. Foster

Domain Name(s) at Issue:
<10-10-811.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(i)

Uniform Rules cited:
15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1139.
Miles D., Ltd. DBA Jazz Alley v. Tokaido Shosha, Case No. AF-0318
a. Date:
September 28, 2000

Panelist(s):
John V. Swinson

Domain Name(s) at Issue:
<jazzalley.com>

Response?:
No

Principle(s):

1) Respondent does not have rights or legitimate interests in the domain name at issue for the following reasons:

a) improperly acquired the contested domain name from the previous Registrant;

b) is not using the contested domain name in connection with a bona fide offering of goods or services, and the contested domain name is not being used as an active address; and

c) is not making a legitimate commercial, noncommercial or fair use of the domain name and does not use the domain name as a trademark in connection with any goods or services.

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(c)

Uniform Rules cited:
2(a), 5(e), 14

Panel Decisions cited:
Microsoft Corporation v. Amit Mehrotra, Case No. D2000-0053; Royal Bank of Canada v. D3M Domain Sales, Case No. AF-0147.

Judicial decisions and statutes cited:
None

1140.
Sulzer Vascutek Ltd. v. Adam Power/Mantis Surgical Ltd., Case No. AF-0271a-c
a. Date:
September 28, 2000

Panelist(s):
Dana Haviland

Domain Name(s) at Issue:
<vascutek.com, vascutek.net, vascutek.org>

Response?:
Yes

Principle(s):

1) “Bad faith registration and use is evidenced by Respondent’s contacting the Complainant to commence negotiations for transfer of the Domain Names soon after their registration.”

Result:
Names transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(b)(ii), 4(c)

Uniform Rules cited:
2(a), 5(e)

Panel Decisions cited:
World Wresting Federation, Inc. v. Bosman, Case No. D99-0001; Bragg v. Condon, Case No. FA0092528

Judicial decisions and statutes cited:
None

1141.
Estate of Tupac Shakur v. Shakur Info Page, Case No. AF-0346
a. Date:
September 28, 2000

Panelist(s):
Alan L. Limbury

Domain Name(s) at Issue:
<tupacshakur.org>

Response?:
No

Principle(s):

1) “Some of the highest courts of the common law world have held that, provided a plaintiff can establish goodwill or reputation in its name, the plaintiff may prevent passing off at common law.”

2) “A person may acquire such a reputation in his or her own name as to give rise to trade mark rights in that name at common law.”

3) “A finding of bad faith was made where the respondent ‘knew or should have known’ of the registration and use of the trademark prior to registering the domain name.”

4) Passive holding of a domain name is evidence of bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(iii), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(i)

Uniform Rules cited:
2(a), 5(ix)(e), 15
Panel Decisions cited:
Cedar Trade Associates, Inc. v. Gregg Ricks, Case No. FA93633; Bennett Coleman & Co. Ltd. v. Steven S. Lafwani, Case No. D2000-0014; SeekAmerica Networks Inc. v. Tariq Masood, Case No. D2000-0131; Passion Group Inc. v. Usearch, Inc., Case No. AF-0250; Julia Roberts v. Russell Boyd, Case No. D2000-0210; Jeanette Winterson v. Mark Hogarth, Case No. D2000-0235; State Farm Mutual Automobile Insurance Company v. Rocky E. Faw, Case No. FA94971; Leland Stanford Junior University v. Zedlar Transcription & Translation, Case No. FA94970; SportSoft Golf, Inc. v. Hale Irwin’s Golfers’ Passport, Case No. FA94956; Bayshore Vinyl Compounds Inc. v. Michael Ross, Case No. AF-0187; Telstra Corp. Ltd. v. Nuclear Marshmallows, Case No. D2000-0003; Barney’s, Inc. v. BNY Bulletin Board, Case No. D2000-0059; CBS Broadcasting, Inc. v. Dennis Toeppen, Case No. D2000-0400; Video Networks Ltdv. v. Larry Joe King, Case No. D2000-0487; Recordati S.P.A. v. Domain Name Clearing Company, Case No. D2000-0194; Revlon Consumer Products Corporation v. Yoram Yosef aka Joe Goldman, Case No. D2000-0468.
Judicial decisions and statutes cited:
Erven Warnink BV v. J. Townend (Hull) Ltd, [1979] AC 731 (House of Lords); Hornsby Building Information Centre Pty Ltd. v. Sydney Building Information Centre Ltd.(1978) 140 CLR 216 (High Court of Australia); Cadbury Schweppes Pty Ltd., v. Pub Squash Co Pty Ltd., [1980] 2 NSWLR 851 (Privy Council); Brookfield Communications, Inc. v. West Coast Ent. Corp., 174 F.3d 1036 (9th Cir. 1999); Public Serv. Co. v. Nexus Energy Software, Inc., 36 F.Supp. 2d 436 (D. Mass. 1999); Minnesota Mining & Mfg. Co. v. Taylor, 21 F.Supp. 2d 1003 (D. Minn. 1998); Interstellar Starship Servs. Ltd. v. Epix, Inc., 983 F.Supp. 1331 (D. Or. 1997); Planned Parenthood Federation of America, Inc. v. Bucci, 1997 U.S. Dist. LEXIS 3338, No. 97-0629 (S.D.N.Y. Mar. 24, 1997), aff’d, 152 F.3d 920 (2d Cir. 1998), cert. denied, 119 S.Ct. 90 (1998).
1142.
Yahoo!, Inc. v. Cupcake Patrol and John Zuccarini, Case No. D2000-0928
a. Date:
September 29, 2000

Panelist(s):
Dennis A. Foster

Domain Name(s) at Issue:
<yahholigans.com, yahoemail.com, yahofinance.com, yahogames.com, yaholigans.com, yahomaps.com, yahoogans.com, yahoochatt.com, yahoogans.com, yahoogreatings.com, yahoogretings.com, yahoogrettings.com, yahoolagains.com, yahoolagians.com, yahoolgains.com, yahooliagans.com, yahooligains.com, yahooligians.com, yahoomesenger.com, yahoomessager.com, yahoomessinger.com>

Response?:
No

Principle(s):

1) “The panel finds the misspelling of no significance in determining whether Respondents’ disputed domain names are identical or confusingly similar to Complainant’s “Yahoo!” trademark because Complainant’s famous trademark forms the nongeneric part of each and every one of the disputed domain names.”

2) Respondent demonstrates registration and use in bad faith when he “…registered twenty-three domain name variations on Complainant’s famous trademarks in order to intercept internet traffic seeking Complainant’s websites.”

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(iii), 4(b)(iv), 4(c), 4(c)(iii), 4(i)

Uniform Rules cited:
15

Panel Decisions cited:
Hewlett-Packard Company v. Cupcake City, Case No. FA0002000093562.

Judicial decisions and statutes cited:
None

1143.
America Online, Inc. v. Donal Balfe, Case No. D2000-0913
a. Date:
September 30, 2000

Panelist(s):
Tony Willoughby

Domain Name(s) at Issue:
<cellicq.com, cellicq.net, cellphoneicq.com, icqgsm.com, icqgsm.net, gsmicq.net, gsmicq.com, icqcell.com, icqcell.net>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1144.
Darin Bournstein DBA/Roseville On-Line and RSVL On-line v. Anita Williams, 
Case No. AF-0388
a. Date:
October 3, 2000

Panelist(s):
Hon. Richard D. Faulkner

Domain Name(s) at Issue:
<rosevilleonline.com>

Response?:
Yes

Principle(s):

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(c)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
Sporty’s Farm L.L.C. v. Sportsman’s Market, Inc., 2000 U.S. App. LEXIS 1246, 53 U.S.P.Q. 2d (BNA) 1570.

1145.
The Estate of Tupac Shakur v. Andronian, Case No. AF-0349
a. Date:
October 3, 2000

Panelist(s):
Richard Hill

Domain Name(s) at Issue:
<2pac.org>

Response?:
No

Principle(s):

1) The Panel finds that given the international reputation of Tupac Shakur, and his works being widely known by the sobriquet “2pac”, Respondent knew or should have known of Complainant’s famous mark; therefore, he does not have rights or legitimate interests in the domain name at issue.

2) “Mere registration of a domain name constitutes use of that domain name.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(iv)

Uniform Rules cited:
2(a), 5(ix)(e)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1146.
Safari Casino A.G. v. Global Interactive Ltd., Case No. AF-0288
a. Date:
October 4, 2000

Panelist(s):
Maurice Wolf; Peter Michaelson; Sarah Cole

Domain Name(s) at Issue:
<safaricasino.com>

Response?:
Yes

Principle(s):

1) The Panel finds “…that the Respondent has demonstrated that the domain name was used in furtherance of its business activities.  The Respondent is in the gambling business and offers an online casino under the disputed domain name.  It has used this name in its business operation since July 1998 well before October 28, 1998 when the Complainant obtained registration of the service mark it claims as its own.”

2) “Unlike actual or presumptive knowledge of an existing service or trademark, especially one that is well known or notorious, from which registration of an identical or confusingly similar domain name may be inferred to be in bad faith, no such similar inference may be drawn from registering a domain name that is identical to a service mark whose application is pending.”

Result:
Decision for Respondent

Policy cited:
1, 4, 4(a), 4(a)(i), 4(b), 4(c), 4(c)(i)

Uniform Rules cited:
None

Panel Decisions cited:
Infospace.com Inc. v. Infospace Technology Co. Ltd., Case No. D2000-0074.

Judicial decisions and statutes cited:
None

1147.
Societe Slumberland France v. Societe Dotcomway, Case No. D2000-0803
a. Date:
October 5, 2000

Panelist(s):
Christian Le Stanc

Domain Name(s) at Issue:
<merinos.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(c), 4(i)

Uniform Rules cited:
15, 15(a)

Panel Decisions cited:
PRIMEDIA Special Interest Publications Inc. v. John L. Treadway, Case No. D2000-0752; Tchin-Tchin Holdings v. David Ausseil, Case No. D2000-0426.

Judicial decisions and statutes cited:
None

1148.
Gestevision Telecinco, S.A. y Estudios Telecinco, S.A. (Grupo Telecinco) v. Silher 
Investments Group, S.L., Case No. D2000-0238
a. Date:
June 23, 2000

Panelist(s):
Marino Porzio

Domain Name(s) at Issue:
<telecinco.com, telecinco.org, telecinco.net>

Response?:
No

Principle(s):

Result:
Names transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(b)(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1149.
shopping24 Gesellschaft fur multimediale anwendungen mbH v. Christian Rommel, 
Case No. D2000-0508
a. Date:
August 22, 2000

Panelist(s):
Hugues G. Richard; Thomas Legler; Peter Chrocziel

Domain Name(s) at Issue:
<home-shopping24.com, cyber-shopping24.com, cybershopping24.com, e-homeshopping24.com, internet-shopping24.com, online-shopping24.com>

Response?:
No

Principle(s):

1) “In general it can be said that there is no set standard which may be used for finding confusion between similar trademarks.  A finding of confusion depends on the assessment of all surrounding circumstances.”

2) “The mere speculative idea for a bona fide business application of a generic domain name does not fall within paragraph 4(c)(i) [of the ICANN Policy.  Furthermore, ] the mere speculation in generic domain names without showing any demonstrable evidence of plans for a bona fide use is not sufficient to prove legitimate interest in a domain name.”

Result:
Names transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
5(a)

Panel Decisions cited:
Quixtar Investments, Inc. v. Dennis Hoffman, Case No. D2000-0253; Yahoo! Inc. v. Eitan Zviely, et al., Case No. D2000-0273; Allocation Network G.m.b.H. v. Steve Gregory, Case No. D2000-0016; LIBRO AG v. NA Global Link Limited, Case No. D2000-0186.

Judicial decisions and statutes cited:
None

1150.
General Electric Company v. mr domains (Marcelo Ratafia), Case No. D2000-0594
a. Date:
August 28, 2000

Panelist(s):
Hugues G. Richard

Domain Name(s) at Issue:
<www-ge.com, www-ge.net>

Response?:
No

Principle(s):

Result:
Names transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(i), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
14

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1151.
Letsbuyit.com v. Stephen Ward, Case No. D2000-0680
a. Date:
September 1, 2000

Panelist(s):
Knud Wallberg

Domain Name(s) at Issue:
<lessbuyit.com, lestbuyit.com>

Response?:
No

Principle(s):

Result:
Names transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(c), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
Yahoo!, Inc. v. Eitan Zviely et. al, Case No. D2000-0273; Encyclopaedia Britannica, Inc. v. John Zuccarini, et al, Case No. D2000-0330.

Judicial decisions and statutes cited:
None

1152.
Dow Jones & Company, Inc., (First Complainant) and Dow Jones LP (Second 
Complainant) v. The Hephzibah Intro-Net Project Limited (Respondent), Case No. 
D2000-0704
a. Date:
September 4, 2000

b. Panelist(s):
D.J. Ryan

c. Domain Name(s) at Issue:
<wallstreetjournaleurope.com, wallstreetjournalinteractive.com, thewallstreetjournaleurope.com, thewallstreetjournalinteractive.com>

d. Response?:
No

e. Principle(s):

1) “Whilst the onus of proof in these proceedings rests with Complainant the evidentiary burden in relation to the Respondent’s rights and interests must shift to Respondent once a prima facie case has been raised by Complainant since the establishment of such rights lies primarily within the knowledge of Respondent.”

2) The fact that Respondent held the domain names in the absence of any legitimate rights or interests does not amount to use of the domain names in bad faith.  Bad faith requires both use and registration in bad faith.

f. Result:
Decision for Respondent

g. Policy cited:
4(a)(iii), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(c), 4(c)(i), 4(c)(iii)

h. Uniform Rules cited:
5(viii)

i. Panel Decisions cited:
Telstra Corp. Ltd. v. Nuclear Marshmallows, Case No. D2000-0003; Jupiters Ltd. v. Aaron Hall, Case No. D2000-0574.

j. Judicial decisions and statutes cited:
British Telecommunications plc. v. One in a Million Ltd., [1999] RPC1.

1153.
Loris Azzaro BV, SARL v. Asterix and Mr De Vasconcellos, Case No. D2000-0608
a. Date:
September 4, 2000

Panelist(s):
Geert Glas

Domain Name(s) at Issue:
<azzaro.com>

Response?:
No

Principle(s):

1) Respondent’s failure to submit a response allows the Panel to infer that Respondent does not have rights or legitimate interests in the domain name at issue.

2) “Mere belief and indignation by Complainant that Respondents have registered and are using the Domain Name in bad faith are insufficient to warrant the making of such a finding in the absence of conclusive evidence.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(b)(ii), 4(c), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; Spadel S.A. v. Peter Kisters, Case No. D2000-0526.

Judicial decisions and statutes cited:
None

1154.
Salomon Smith Barney Inc. v. Salomon Internet Services, Case No. D2000-0668
a. Date:
September 4, 2000

Panelist(s):
Jeffrey M. Samuels

Domain Name(s) at Issue:
<salomonbrothers.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(c)(iii)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1155.
Sears, Roebuck and Co. v. Hanna Law Office, Case No. D2000-0669
a. Date:
September 8, 2000

Panelist(s):
David M. Kelly

Domain Name(s) at Issue:
<searsroebuck.com>

Response?:
Yes

Principle(s):

1) “[Where] the Domain Name itself contains no communicative message or expression of Respondent’s right to air its negative opinions about Complainant, the Panel rejects Respondent’s free speech defense, and finds that Respondent’s use of Domain Name is not a legitimate noncommercial use of Complainant’s marks, but rather dilutes the distinctive quality of Complainant’s marks.”

2) “If Respondent truly wanted to let Internet users know that its website was a complaint site, it would have initially registered and used a domain name with such a communicative message.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(ii), 4(b)(iv)

Uniform Rules cited:
None

Panel Decisions cited:
Compagnie de Saint Gobain v. Com-Union Corp., Case No. D2000-0020.

Judicial decisions and statutes cited:
Anticybersquatting Consumer Protection Act, 15 U.S.C. § 1125(d); Morrison & Foerster LLP v. Wick, 94 F.Supp.2d 1125, 1132-33 (D. Colo. 2000); Brookfield Communications, Inc. v. West Coast Entertainment Corp., 174 F.3d 1036 (9th Cir. 1999); Lockheed Martin Corp. v. Network Solutions, Inc., 985 F.Supp. 949 (C.D. Cal. 1997), aff’d 194 F.3d 980 (9th Cir. 1999); Bally Total Fitness Holding Corp. v. Faber, No. CV98-1278 DDP (MANx), (C.D. Cal. 1998).

1156.
Reuters Ltd. v. Teletrust IPR Ltd., Case No. D2000-0471
a. Date:
September 8, 2000

Panelist(s):
Knud Wallberg; Tony Willoughby; Bernhard Meyer-Hauser

Domain Name(s) at Issue:
<mobilereuters.com, mobilereuters.net, mobilereuters.org, reutersmobile.com, reutersmobile.net, reutersmobile.org>

Response?:
Yes

Principle(s):

1) Respondent demonstrates bad faith when the Panel may infer, from the surrounding circumstances, that not only was Respondent aware of Complainant’s famous mark when he registered the domain names, but also he was aware of the deception and confusion that would inevitably follow if he used the domain names at issue with his business.

Result:
Names transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(b), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(c), 4(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
ISL Marketing AG and The Federation Internationale de Football Association v. J. Y. Chung, Worldcup 2002.com, W Co., and Worldcup 2002, Case No. D2000-0034; Reuters Limited v. Ghee Khaan Tan, Case No. D2000-0670.

Judicial decisions and statutes cited:
None

1157.
Veuve Clicquot Ponsardin, Maison Fondee en 1772 v. Herreveld, Case No. D2000-
0776
a. Date:
September 8, 2000

Panelist(s):
James Bridgeman

Domain Name(s) at Issue:
<veuvecliquot.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(b)(ii), 4(c), 4(i)

Uniform Rules cited:
4(a), 5, 15

Panel Decisions cited:
Veuve Clicquot Ponsardin, Maison Fondee en 1772 v. The Polygenix Group, Case No. D2000-0347; Telstra Corp. Ltd. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

1158.
Mich Jagger v. Denny Hammerton, Case No. FA0007000095261
a. Date:
September 11, 2000

Panelist(s):
Hon. R. Glen Ayres; Hon. Daniel Banks; Hon. James A. Crary

Domain Name(s) at Issue:
<mickjagger.com>

Response?:
No

Principle(s):

1) The well known individual owns common law trademark rights in his name and did not license his rights or otherwise provide permission for the Respondent to use his mark.

2) “Bad faith [exists] where Respondent attracted users to his website for commercial gain and linked his website to pornographic websites.”

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Julia Fiona Roberts v. Russel Boyd, Case No. D2000-0210; Jeanette Winterson v. Mark Hogarth, Case No. D2000-0235; Cree, Inc. v. The Domain Name You Have Entered is For Sale, Case No. FA94790; Youtv, Inc. v. Alemdar, Case No. FA94243.

Judicial decisions and statutes cited:
Tally Ho, Inc. v. Coast Community College Dist., 889 F.2d 1018 (11th Cir. 1989); Association of Co-Op Members v. Farmland Indus, Inc., 684 F.2d 1134 (5th Cir. 1982).

1159.
Advanced Micro Devices, Inc. v. [No Name], Case No. D2000-0515
a. Date:
September 13, 2000

Panelist(s):
Jeffrey M. Samuels

Domain Name(s) at Issue:
<advancedmicrodevices.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(c)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

1160.
Pharmacia & Upjohn AB v. Gabriel Sipa, Case No. D2000-0309
a. Date:
September 13, 2000

Panelist(s):
Tony Willoughby

Domain Name(s) at Issue:
<i-pharmacia.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(b)(i)

Uniform Rules cited:
2(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1161.
Technology Properties, Inc. v. Syed Hussain et al., Case No. FA0008000095411
a. Date:
September 14, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<radioshackcorporation.com, radioshackcorporation.org, radioshackcorporation.net, radioshackcorp.com>

Response?:
No

Principle(s):

1) Respondent demonstrates bad faith when he “…took advantage of the public announcement that Tandy Corporation was changing its name to RadioShack by registering the domain names on the same day as a public announcement of a company’s name change.”

Result:
Names transfer

Policy cited:
4(a), 4(b)(i), 4(b)(ii), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Marriott Int’l v. Café au lait, Case No. FA93670; Slep-tone Entertainment Corp. v. Sound Choice Disk Jockeys, Inc., Case No. FA93636; Cree, Inc. v. The Domain Name You Have Entered is For Sale, Case No. FA94790.

Judicial decisions and statutes cited:
None

1162.
World Publications, Inc. v. World Pen, Seattle Pen, Seattle Pen, Inc., and Seattle 
Pen, Inc. d/b/a World Pen, Case No. D2000-0736
a. Date:
September 14, 2000

Panelist(s):
M. Scott Donahey

Domain Name(s) at Issue:
<worldpen.com>

Response?:
Yes

Principle(s):

1) The Panel will not consider additional submissions by the parties when the supplemental submissions were not at the direction of the Panel.

2) The Panel has discretion to consider other laws or principles of law; in this proceeding, since both parties are domiciled in the United States, the Panel considered United States Court decision to make their determination.

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(ii), 4(c)(i), 4(c)(ii)

Uniform Rules cited:
10(c), 12, 15(a), 15(b), 18(a)

Panel Decisions cited:
Easyjet Airline Co. Ltd. v. Steggles, Case No. D2000-024.

Judicial decisions and statutes cited:
None

1163.
ESPN, Inc. v. Danny Ballerini, Case No. FA0008000095410
a. Date:
September 15, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<espnclassic.com>

Response?:
No

Principle(s):

1) “The addition of the ‘.com’ at the end of the domain name does not give rise to an indistinguishable mark owned by the Respondent.”

2) “Linking a domain name that infringes on another’s trademark rights to a third party’s website is not a bona fide use of the domain name.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Tuxedos By Rose v. Hector Nunez, Case No. FA95248; Harcourt, Inc. v. Jeff Fadness, Case No. FA95247; America Online, Inc. v. Tencent Communications Corp., FA93668.

Judicial decisions and statutes cited:
None

1164.
Dr. Karl Albrecht v. Eric Natale, Case No. FA0008000095465
a. Date:
September 16, 2000

Panelist(s):
James P. Buchele

Domain Name(s) at Issue:
<karlalbrecht.com>

Response?:
No

Principle(s):

1) “Complainant has common law rights in her name.”

2) “Respondent’s failure to submit an assertion of good faith intent to use the domain name, in addition to the passive holding of the domain name, reveal that the Respondent registered and uses the domain name in bad faith.”

Result:
Name transfer

Policy cited:
4(a), 4(c)(ii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Roberts v. Boyd, Case No. D2000-0210; Winterson v. Hogarth, Case No. D2000-0235; Calvin Klein, Inc. v. Spanno Industries, Case No. FA95283.

Judicial decisions and statutes cited:
None

1165.
Jeff Gilbert v. Clausen Enterprises, Case No. FA0008000095472
a. Date:
September 16, 2000

Panelist(s):
James P. Buchele

Domain Name(s) at Issue:
<mansplat.com>

Response?:
No

Principle(s):

1) “In absence of a response, it is appropriate to accept as true all allegations of the Complaint.”

2) Trademark registration is not necessary where an individual’s name has sufficient secondary association with the Complainant; thereby, common law rights exist in the individual’s name.

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Talk City, Inc. v. Robertson, Case No. D2000-0009; Europolitan AB v. Control Alt Delete AB, Case No. D2000-0609; McNeil Consumer Brands Inc. v. Mirweb Solutions, Case No. D2000-0612.

Judicial decisions and statutes cited:
None

1166.
William Hill Organization Limited v. Fulfillment Management Services Limited, 
Case No. D2000-0826
a. Date:
September 17, 2000

Panelist(s):
Alan L. Limbury

Domain Name(s) at Issue:
<betwilliamhill.net>

Response?:
Yes

Principle(s):

1) Some factors that contribute to a finding of likelihood of confusion include visual similarity between the domain name and the complainant’s mark and the mark being strong and immediately recognizable.

2) The Panel found, “in light of the Respondent’s choice of domain name with knowledge (…) of the complainant’s marks and reputation in the betting industry and the respondent’s expressed intentions not to use the domain name in any way, shape or form and not to renew its registration upon expiry in 2002, the panel finds the respondent is using the domain name in order to deprive the complainant of the opportunity to reflect its trade marks in a corresponding domain name.  The panel finds such use to be in bad faith.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(iii), 4(b), 4(b)(ii), 4(c), 4(i)

Uniform Rules cited:
2(a), 5(b)(vi), 15, 18(a), 18(b)

Panel Decisions cited:
Stanley Logistics, Inc. v. Cam Creek, Co., Inc., Case No. D2000-0113; Nokia Corporation v. Nokiagirls.com, Case No. D2000-0102; Microsoft Corporation v. Microsof.com aka Tarek Ahmed, Case No. D2000-0548; State Farm Mutual Automobile Insurance Company v. Rocky E. Faw, Case No. FA94971; Leland Stanford Junior University v. Zedlar Transcription & Translation, Case No. FA94970; Home Interiors & Gifts, Inc. v. Home Interiors, Case No. D2000-0010; Ingersoll-Rand Co. v. Gully, Case No. D2000-0021; Bellevue Square Managers, Inc. v. Web, Case No. D2000-0056; SportSoft Golf, Inc. v. Hale Irwin’s Golfers’ Passport, Case No. FA94956; Marriott International, Inc. v. John Marriot, Case No. FA94737; Canada, Inc. v. Sandro Ursino, Case No. AF-0211; Centeon L.L.C./Aventis Behring L.L.C. v. Ebiotech.com, Case No. FA95037; Guerlain S.A. v. HI Investments, Case No. D2000-0494; Bayshore Vinyl Compounds, Inc. v. Michael Ross, Case No. AF-0187; Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; Barney’s , Inc. v. BNY Bulletin Board, Case No. D2000-0059; CBS Broadcasting, Inc. v. Dennis Toeppen, Case No. D2000-0400; Video Networks Limited v. Larry Joe King, Case No. D2000-0487; Recordati S.P.A. v. Domain name Clearing Company, Case No. D2000-0194; Revlon Consumer Products Corporation v. Yoram Yosef aka Joe Goldman, Case No. D2000-0468; Shirmax Retail Ltd./Detaillants Shirmax Ltee v. CES marketing Group, Inc., Case No. AF-0104; Passion Group Inc. v. Usearch, Inc., Case :No. AF-0250.

Judicial decisions and statutes cited:
None

1167.
Consorzio del Proscuitto di Parma v. Domain Name Clearing Company, LLC, Case 
No. D2000-0629
a. Date:
September 18, 2000

Panelist(s):
Anne-Virginie Gaide

Domain Name(s) at Issue:
<parmaham.com>

Response?:
No

Principle(s):

Result:
Decision for Respondent

Policy cited:
4(a), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(i)

Uniform Rules cited:
2, 2(a), 4(c), 5(a)

Panel Decisions cited:
Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

1168.
Chanel, Inc. v. Estco Technology Group, Case No. D2000-0413
a. Date:
September 18, 2000

Panelist(s):
Dennis A. Foster; Mark V. B. Partridge; David Bernstein

Domain Name(s) at Issue:
<chanelstore.com, chanelfashion.com>

Response?:
Yes

Principle(s):

1) “[Respondent’s] elaborate business plan, although not yet enacted, might qualify as an “interest” under the ICANN Policy if the business plan involved a bona fide use of the ‘Chanel’ trademark.  But Respondent has no ‘rights’ in the trademark in the disputed domain names because Respondent does not contend it has a license or any other legal claim to use Complainant’s mark.”

2) “In order for Respondent’s Internet business to be ‘legitimate’ under the [ICANN] Policy, it must make non-infringing use of Complainant’s world famous trademark.”

3) “While it might be fair use for Respondent to mention Chanel in giving out information in the public domain, the Panel disagrees that it is fair use for Respondent to use Complainant’s famous trademark in order to attract the public to the web site.  Fair use allows Respondent to use Complaiant’s trademark when providing information on Complainant and the rest of the fashion industry to clients seeking this information.  Thus, Respondent’s database at ‘DesignerGlobe.com’ can talk about ‘Chanel’ stores and ‘Chanel’ products.  In contrast, it would not be fair use for Respondent to use Complainant’s trademark outside a shop or office to entice customers in to use its database.  The same logic applies in cyberspace: Respondent may not use Complainant’s famous fashion trademark as a domain name to entice Internet users to its database.  This is not fair use but instead infringing use.”

Result:
Names transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(c)(iii), 4(i)

Uniform Rules cited:
15

Panel Decisions cited:
L.L.C. v. Triple EAuto Parts d/b/a Kung Fu Yea Enters, Inc., Case No. D2000-0047; Ermenegildo Zegna Corporation v. Estco Enterprises Ltd., Case No. D2000-0395.

Judicial decisions and statutes cited:
None

1169.
Christie’s Great Estates, Inc. v. Claudia Close, Case No. FA0008000095392
a. Date:
September 18, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<christiesrealestate.com>

Response?:
No

Principle(s):

1) “Knowledge of the Complainant’s registered mark can be imputed to the Respondent given that the Complainant’s mark is long established and widely known.”

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Talk City, Inc. v. Robertson, Case No. D2000-0009; BIC Deutschland GmbH & Co. KG v. Tweed, Case No. D2000-0418; Marriott Int’l v. Café au lait, Case No. FA93670; Reuters Ltd. v. Global Net 2000, Inc., Case No. D2000-0441; Charles Jourdan Holding AG v. AAIM, Case No. D2000-0403; CBS Broadcasting, Inc. v. LA-Twilight-Zone, Case No. D2000-0397.

Judicial decisions and statutes cited:
None

1170.
ESPN, Inc. v. Players Sportsbook & Casino, Case No. FA0008000095402
a. Date:
September 19, 2000

Panelist(s):
Herman D. Michels

Domain Name(s) at Issue:
<espnsportzone.com>

Response?:
Yes

Principle(s):

Result:
Cancelled

Policy cited:
4(a), 4(b)(iii), 4(b)(iv), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
The Caravan Club v. Mrgsale, Case No. FA95314.

Judicial decisions and statutes cited:
None

1171.
TeleMar, Inc. v. Telemar srl, Case No. FA0008000095397
a. Date:
September 19, 2000

Panelist(s):
Nelson A. Diaz

Domain Name(s) at Issue:
<telemarshal.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(iv), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1172.
The Energy Authority v. Chris Maslowski, Case No. FA0007000095313
a. Date:
September 19, 2000

Panelist(s):
Hon. John Upchurch; Hon. M. Kelly Tillery; Hon. James A. Carmody

Domain Name(s) at Issue:
<teainc.com>

Response?:
Yes

Principle(s):

1) “The generic mark in question did not satisfy [ICANN] Policy 4(a).”  Therefore, the Panel finds no evidence that Respondent acted in bad faith when he wished to sell the domain name for valuable consideration.

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i)

Uniform Rules cited:
None

Panel Decisions cited:
Interactive Television Corp. v. Noname.com, Case No. D2000-0355.

Judicial decisions and statutes cited:
None

1173.
State Farm Mutual Automobile Insurance Company v. Insurance Consumer 
Advocate Network, Case No. FA0008000095413
a. Date:
September 19, 2000

Panelist(s):
Nelson A. Diaz

Domain Name(s) at Issue:
<state-farm-insurance-claims.com, state-farm-insurance-company.com>

Response?:
Yes

Principle(s):

Result:
Names transfer

Policy cited:
4(a), 4(b), 4(b)(ii), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
Planned Parenthood Fed’n of America v. Bucci, 1997 U.S. Dist. LEXIS 3338 (S.D.N.Y. 1997).

1174.
Bank United Corp. and Bank United v. BuildPro Communications, Case No. 
FA0007000095158
a. Date:
September 19, 2000

Panelist(s):
Hon. Charles K. McCotter, Jr.; Hon. James A. Carmody (dissenting); Hon. Theodore R. Kupferman

Domain Name(s) at Issue:
<banku.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1175.
AccuWeather, Inc. v. Netchem, Inc., Case No. FA0008000095401
a. Date:
September 19, 2000

Panelist(s):
Herman D. Michels

Domain Name(s) at Issue:
<accweather.com, accueather.com>

Response?:
Yes

Principle(s):

1) “Misspellings or typographical variations of registered marks cause confusing similarity with the mark.”

2) “The minor degree of variation from the Complainant’s marks suggests that the Respondent, the Complainant’s competitor, registered the names primarily for the purpose of disrupting the Complainant’s business.”

Result:
Names transfer

Policy cited:
4(a), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
Sunglass Hut Corp. v. AAANET, Inc., Case No. FA94370; Ty, Inc. v. O.Z. Names, Case No. D2000-0370.

Judicial decisions and statutes cited:
None

1176.
Joan Perry v. Howard Ely, Case No. FA0005000094863
a. Date:
September 19, 2000

Panelist(s):
Daniel B. Banks, Jr.

Domain Name(s) at Issue:
<agirlneedscash.com>

Response?:
Yes

Principle(s):



1) “The [ICANN] Policy is intended to resolve only a narrow class of cases.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(b), 4(b)(ii), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
Microsoft Corp. v. Amit Mehrotra, Case No. D200-0053; Commercial Publishing Co. v. EarthComm, Inc., Case No. FA95013.

Judicial decisions and statutes cited:
None

1177.
TABCORP Holdings Limited and TABCORP Assets Pty. Ltd v. Steven Hertzberg, 
Case No. D2000-0566
a. Date:
September 20, 2000

Panelist(s):
Hon. Sir. Ian Barker

Domain Name(s) at Issue:
<tabcorp.com, tabcorp.org>

Response?:
Yes

Principle(s):

1) Where the Complainant resides in Australia and Respondent resides in the U.S. and there is a question of fact as to whether or not Respondent knew of Complainant’s mark at the time he registered the domain name, it will be up to the Court to determine the truth.

Result:
Decision for Respondent regarding “tabcorp.com”; Name transfer regarding “tabcorp.org”

Policy cited:
4(a), 4(a)(i), 4(b)

Uniform Rules cited:
15(a)

Panel Decisions cited:
Frank Wagner & Son v. Mahan, Case No. D2000-0261; VZ VermogensZentrum AG v. Anything.com, Case No. D2000-0527.

Judicial decisions and statutes cited:
None

1178.
The Museum Company, Inc. v. The Word Bank, Case No. FA0008000095409
a. Date:
September 20, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<themuseumcompany.com>

Response?:
No

Principle(s):

1) “By not submitting a response, Respondent has failed to invoke any circumstance which could demonstrate, pursuant to paragraph 4(c) of the [ICANN] Policy, any rights or legitimate interests in the domain name.’

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Technology Properties, Inc. v. Burris, Case No. FA94424; BIC Deutschland GmbH & Co. KG v. Tweed, Case No. D2000-0418; Parfums Christian Dior v. QTR Corp., Case No. D2000-0023.

Judicial decisions and statutes cited:
None

1179.
iBiomatics LLC v. The Domain Name You Have Entered Is For Sale, Case No. 
FA0008000095429
a. Date:
September 20, 2000

Panelist(s):
Hon. James A. Carmody

Domain Name(s) at Issue:
<i-biomatics.com>

Response?:
No

Principle(s):

1) “The presence or absence of punctuation and the addition of ‘.com’ are of no consequence when establishing the identity of marks.”

2) “Registering domain names in order to prevent the mark holder from using its mark in a domain name is evidence of bad faith, so long as the Respondent engaged in a pattern of [such] conduct.”

Result:
Name transfer

Policy cited:
4(a), 4(b)(i), 4(b)(ii), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Barney’s Inc. v. BNY Bulletin Board, Case No. D2000-0059; General Electric Co. v. Bakhit, Case No. D2000-0386; Compangnie de Saint Gobain v. Com-Union Corp., Case No. D2000-0020; Cree, Inc. v. The Domain Name You Have Entered is For Sale, Case No. FA94790; Marconi Commerce Sys., Inc. v. B. Evans, Case No. FA93560; Astro-Med, Inc. v. Merry Christmas Everyone! and B. Evans, Case No. D2000-0072; Creo Products Inc. & anor v. Website in Development, Case No. D2000-0160; The Pep Boys Manny, Moe, and Jack v. E-Commerce Today, Ltd., Case No. AF-0145; World Wrestling Federation Entertainment, Inc. v. Bosman, Case No. D99-0001.

Judicial decisions and statutes cited:
None

1180.
British Broadcasting Corporation v. Data Art Corporation/Stoneybrook, Case No. 
D2000-0683
a. Date:
September 20, 2000

Panelist(s):
Alan L. Limbury

Domain Name(s) at Issue:
<bbcnews.com>

Response?:
No

Principle(s):

1) Under section 8 of the ICANN Policy, “the domain name holder is bound not to transfer the domain name registration to another holder during a pending administrative proceeding.  Whether a proceeding is considered pending following its initiation by the filing of the complaint or only following commencement of the proceeding in the formal sense depends on the individual parties.  However, the Panel finds “…to permit  transfers of registration after notice of the complaint to the respondent but before official commencement of the proceedings by way of notification from the provider would not do justice to complainant’s who have initiated complaints in accordance with the Policy and the Rules.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(b)(ii), 4(c), 4(i), 8(a)

Uniform Rules cited:
10(c), 15

Panel Decisions cited:
SportSoft Golf, Inc. v. Hale Irwin’s Golfers’ Passport, Case No. FA94956; Marriott International, Inc. v. John Marriot, Case No. FA94737; Canada, Inc. v. Sandro Ursino, Case No. AF-0211; Centeon L.L.C./Aventis Behring L.L.C v. Ebiotech.com, Case No. FA95037; Sanrio Company, Ltd. and Sanrio, Inc. v. Neric Lau, Case No. D2000-0172; Stanley Works and Stanley Logistics, Inc. v. Cam Creek Co., Inc., Case No. D2000-0113.

Judicial decisions and statutes cited:
None

1181.
Gorstew Limited & Unique Vacations, Inc. v. Twinsburg Travel, Case No. 
FA0008000095424
a. Date:
September 21, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<beachresorts.com>

Response?:
No

Principle(s):

1) “In absence of a response, it is appropriate to accept as true all allegations of the Complaint.”

2) Respondent demonstrates bad faith where “Respondent attempted to attract customers to its website and created confusion by offering similar products for sale as the Complainant.”

Result:
Name transfer

Policy cited:
4(a), 4(c), 4(c)(ii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Talk City, Inc. v. Robertson, Case No. D2000-0009; State Farm v. Kaufman, Case No. FA94335; Busy Body, Inc. v. Fitness Outlet, Inc., Case No. D2000-0127.

Judicial decisions and statutes cited:
None

1182.
Gorstew Limited & Unique Vacations, Inc. v. The Royal Travel Group, Case No. 
FA0008000095421
a. Date:
September 21, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<sandalsreservations.com, sandalsrescenter.com>

Response?:
No

Principle(s):

1) “In absence of a response, it is appropriate to accept as true all allegations of the Complaint.”

2) Respondent demonstrates bad faith where “Respondent attempted to attract customers to its website and created confusion by offering similar products for sale as the Complainant.”

Result:
Names transfer

Policy cited:
4(a), 4(b)(iv), 4(c), 4(c)(ii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Talk City, Inc. v. Robertson, Case No. D2000-0009; State Farm v. Kaufman, Case No. FA94335; Busy Body, Inc. v. Fitness Outlet, Inc., Case No. D2000-0127; Travel Services, Inc. v. Tour Coop of Puerto Rico, Case No. FA92524.

Judicial decisions and statutes cited:
None

1183.
Phillips International, Inc. v. Rao Tella, Case No. FA0008000095461
a. Date:
September 21, 2000

Panelist(s):
Hon. Irving H. Perluss

Domain Name(s) at Issue:
<viasatellite.com>

Response?:
Yes

Principle(s):

1) “It has been held that the ‘.com’ top level domain indicator normally is of no importance indistinguishing the marks.”

2) The ACPA “creates an unusual defense to cybersquatting liability if the court determines that the defendant “believed and had reasonable grounds to believe that the use of the domain name was a fair use or otherwise lawful.  However, this defense should be use sparingly and only in the most unusual cases.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(b)(iv), 4(c), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
Anticybersquatting Consumer Protection Act (“ACPA”) 15 U.S.C. § 1125(d)(1)(B)(ii); Brookfield Communications, Inc. v. West Coast Entertainment Corp., 174 F.3d 1036, 1055, 50 U.S.P.Q. 1545, 1558 (9th Cir. 1999); Green Products Co v. Independence By-Products Co. 992 F.Supp. 1070 (N.D. Iowa 1997).

1184.
National Council of Young Men’s Christian Associations of the United States of 
America v. Duerr Business Solutions, Case No. FA0008000095417
a. Date:
September 21, 2000

Panelist(s):
Hon. Harold Kalina

Domain Name(s) at Issue:
<e-ymcageorge.com, usaymca.com, usaymca.net, usaymca.org, georgeymca.com, georgeymca.org>

Response?:
No

Principle(s):

1) “Offering a domain name for sale for valuable consideration in excess of out of pocket costs is evidence of registration and use in bad faith.”

2) Respondent’s actual or constructive knowledge of Complainant’s commonly known mark is evidence of bad faith.

Result:
Names transfer

Policy cited:
4(a), 4(a)(i), 4(b), 4(b)(i), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Blue Cross and Blue Shield Association and Trigon Insurance Company, Inc. d/b/a Trigon Blue Cross Blue Shield v. InterActive Communications, Inc., Case No. D2000-0788; America Online, Inc. v. AOL International, Case No. D2000-0654; World Wrestling Federation Entertainment, Inc. v. Bosman, Case No. D99-0001.

Judicial decisions and statutes cited:
None

1185.
Stoney River Legendary Management v. Chrystal Lord, Case No. FA0008000095398
a. Date:
September 21, 2000

Panelist(s):
Daniel B. Banks, Jr.

Domain Name(s) at Issue:
<stoneyriver.com>

Response?:
Yes

Principle(s):

1) “The mere offering of the domain name for sale, without more, does not indicate circumstances suggesting that Respondent ‘registered the domain name primarily for the purpose of selling, …’ the domain name to the Complainant.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(c)(iii)

Uniform Rules cited:
None

Panel Decisions cited:
Parachute, Inc. v. Jones, Case No. FA94947; Casual Corner Group, Inc. v. Young, Case No. FA95112; Entercolor Technologies Corp. v. Gigantor Software Dev., Inc., Case No. FA93635; LifePlan v. Life Plan, Case No. FA94826; Canal Image UK, Ltd. v. Vanitymail Services, Inc., Case No. FA94946; Commerical Publishing Co. v. EarthComm, Inc., Case No. FA95013.

Judicial decisions and statutes cited:
None

1186.
CGNU plc v. Tess Caffrey/WIPPYWOW, Case No. D2000-0769
a. Date:
September 22, 2000

Panelist(s):
Clive Duncan Thorne

Domain Name(s) at Issue:
<cgnuinsurance.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1187.
Estee Lauder Inc. v. estelauder.com, estelauder.net and Jeff Hanna, Case No. 
D2000-0869
a. Date:
September 25, 2000

Panelist(s):
Nicolas C. Ulmer

Domain Name(s) at Issue:
<estelauder.com, estelauder.net>

Response?:
Yes

Principle(s):

1) “A distinction must be drawn between the domain name itself and the contents of the site which is reached through the domain name. Respondent has not denied, and cannot credibly deny, that its use of the domain names at issue was to attract internet users desirous of criticizing the Complainant or its products, and therefore likely to divert them from legitimate sites authorized by Complainant.  The fact that the users, once so diverted or attracted, are confronted with numerous disclaimers does not cure the initial and illegitimate diversion.”

2) “The …findings that the Respondent intentionally registered the domain names with a slight, but knowingly confusing, spelling difference are pertinent to determining whether Respondent has acted in good faith.”

3) The concealment of an eventual commercial intent under the guise of ‘complaint site’, after having considered the surrounding circumstances, may itself be evidence of bad faith.

4) Respondent’s argument that it established a legitimate complaint site as found in Bridgestone is false.  In Bridgestone, the Respondent registered the “net” domain name, whereas in this case, Respondent registered both the “net” and “com” domain names which are confusingly similar to Complainant’s marks.

Result:
Names transfer

Policy cited:
4(a), 4(a)(ii), 4(b), 4(b)(iii), 4(b)(iv), 4(c)(iii), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
Gallo v. Hanna Law Firm, Case No. D2000-0615; Neuberger Berman Inc. v. Alfred Jacobson, Case No. D2000-0323; Bridgestone Firestone Inc. v. Jack Myers, Case No. D2000-0190; DFO, Inc. v. Christian Williams, Case No. D32000-0181; Brandon Dunes L.P. v. Default Data.com, Case No. D2000-0431; Compagnie de Saint Gobain v. Com-Union Corp., Case No. D2000-0020; General Electric Company v. Fisher Zvieli, Case No. D2000-0377; Hunton & Williams v. American Distribution System, Inc., Case No. D2000-0501; Mission Kwa Sizabantu v. Benjamin Rost, Case No. D2000-0279.

Judicial decisions and statutes cited:
None

1188.
The Journal Newspapers, Inc. v. HI5 Information Services, Inc., Case No. 
FA0008000095394
a. Date:
September 25, 2000

Panelist(s):
Walter A. Bowser

Domain Name(s) at Issue:
<fairfaxjournal.com>

Response?:
No

Principle(s):

1) “The ICANN Policy does not require that the Complainant have rights in a registered trademark and that it is sufficient to show common law rights.”

2) “The domain name in question is ‘so obviously connected with the Complainant and its products that its very use by someone with no connection with the Complainant suggests opportunistic bad faith.’”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(b)(i)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Winterson v. Hogarth, Case No. D2000-0235; Fifty Plus Media Corp. v. Digital Income, Inc., Case No. FA94924; Parfums Christian Dior v. QTR Corp., Case No. D2000-0023; Charles Jourdan Holding AG v. AAIM, Case No. D2000-0403.

Judicial decisions and statutes cited:
None

1189.
Harvey Norman Retailing Pty Ltd v. Oxford-University, Case No. D2000-0944
a. Date:
September 25, 2000

Panelist(s):
Andrew F. Christie

Domain Name(s) at Issue:
<harveynorman.net, harveynorman.org>

Response?:
No

Principle(s):

Result:
Names transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(i), 4(b)(ii), 4(c), 4(i)

Uniform Rules cited:
2(a), 14(b), 15

Panel Decisions cited:
The Chancellor, Masters and Scholars of the University of Oxford v. Dr. Seagle, Case No. D2000-0308.

Judicial decisions and statutes cited:
None

1190.
Helen Fielding v. Anthony Corbert aka Anthony Corbett, Case No. D2000-1000
a. Date:
September 25, 2000

Panelist(s):
Frederick M. Abbott

Domain Name(s) at Issue:
<bridgetjones.com>

Response?:
No

Principle(s):

1) The omission of spaces between the words of the trademark and the addition of the gTLD “.com” is not significant in determining whether the domain name is identical or confusingly similar to the mark.

2) “The fact that domain name registrants may legitimately and in good faith sell domain names does not imply a right in such registrants to sell domain names that are identical or confusingly similar to trademarks of others without their consent.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b)(i), 4(b)(ii), 4(b)(iv), 4(c)(i), 4(c)(iii)

Uniform Rules cited:
2(a), 14(a), 15(a)

Panel Decisions cited:
Educational Testing Service v. TOEFL, Case No. D2000-0044; Wal-Mart Stores, Inc. v. Walsucks and Walmarket Puerto Rico, Case No. D2000-0477; Apple Computer, Inc. v. DomainHouse.com, Inc., Case No. D2000-0341.

Judicial decisions and statutes cited:
UK Trade Marks Act 1994, Section 72; Aktiebolaget Volvo v. Heritage (Leicester) Ltd., Chancery Division (UK), May 7, 1999; Dr. Seuss Enterprises v. Penguinbooks USA, 109 F.3d 1394 (9th Cir. 1997); Brookfield Communications v. West Coast Entertainment,  174 F.3d 1036, 1055 (9th Cir. 1999); Sporty's Farm v. Sportsman's Market, 202 F.3d 489, 498, (2d Cir. 2000).
1191.
Harsco Corporation v. Wesselius, Case No. FA0007000095295
a. Date:
September 25, 2000

Panelist(s):
Hon. Irving H. Perluss

Domain Name(s) at Issue:
<heckett.com, heckett.net, heckett.org>

Response?:
Yes

Principle(s):

Result:
Names transfer

Policy cited:
4(a), 4(a)(ii), 4(b)(i), 4(c), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
15 U.S.C. § 1125(d)(1)(B)(ii); Panavision Int’l L.P. v. Toeppen, 141 F.3d 1316, 1325 (9th Cir. 1998).

1192.
Arizona State Parks Board v. Pink Banana Adventures, Case No. FA0006000095084
a. Date:
September 25, 2000

Panelist(s):
Hon. Paul A. Dorf

Domain Name(s) at Issue:
<kartchnertours.com, kartchnercavern.com>

Response?:
Yes

Principle(s):

Result:
Names transfer

Policy cited:
4(a)

Uniform Rules cited:
None

Panel Decisions cited:
Quixtar Investments, Inc. v. Smithberger and QUIXTAR-IBO, Case No. D2000-0138; America Online, Inc. v. Tencent Communications Corp., Case No. FA93668; EthnicGrocer.com, Inc. v. Unlimited Latin Flavors, Inc., Case No. FA94385.

Judicial decisions and statutes cited:
None

1193.
The Journal Newspapers, Inc. v. DomainForSale 980dollars, Case No. 
FA0008000095395
a. Date:
September 26, 2000

Panelist(s):
Walter R. Bowser

Domain Name(s) at Issue:
<princegoergesjournal.com>

Response?:
No

Principle(s):

1) “Complainant’s long and extensive use of the name “The Prince Georges Journal” as one of its newspapers and the resulting goodwill generated therefrom demonstrates Complainant has common law rights to that name.”

2) “A general offer of sale combined with no legitimate use of the domain name constitutes registration and use in bad faith.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(b)(i)

Uniform Rules cited:
2(a), 14(b)

Panel Decisions cited:
Winterson v. Hogarth, Case No. D2000-0235; Parfums Christian Dior v. QTR Corp., Case No. D2000-0023; Charles Jourdan Holding AG v. AAIM, Case No. D2000-0403; Educational Testing Service v. TOEFL, Case No. D2000-0044.

Judicial decisions and statutes cited:
None

1194.
Lifezone, Inc. v. DotDNS.com, Case No. FA0007000095311
a. Date:
September 26, 2000

Panelist(s):
Hon. Paul A. Dorf

Domain Name(s) at Issue:
<lifezone.com>

Response?:
Yes

Principle(s):

1) “Failure to provide a product or service or develop the site demonstrates that the Respondents have not established any rights or legitimate interests in the said domain name.”

Result:
Name transfer

Policy cited:
4(a)

Uniform Rules cited:
None

Panel Decisions cited:
Omni Financial Corporation v. Net Ascent of Northern California, Case No. FA92049; Ziegenfelder Co. v. VMH Enterprises, Inc., Case No. D2000-0039.

Judicial decisions and statutes cited:
None

1195.
Net2phone Inc. v. Netcall SAGL, Case No. D2000-0666
a. Date:
September 26, 2000

Panelist(s):
Clive Duncan Thorne

Domain Name(s) at Issue:
<net2phone-europe.com>

Response?:
No

Principle(s):

1) “The combination of a geographic term with the mark does not prevent a domain name from being found confusingly similar.”

2) “It is generally well-established for the purposes of the administrative procedure that the presence of a ‘top level’ domain name such as ‘.com’ in the domain name in dispute does not preclude a finding of confusing similarity.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(b), 4(b)(iv)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1196.
New York-Presbyterian hospital v. Tim Harris, Case No. D2000-0856
a. Date:
September 26, 2000

Panelist(s):
Thomas L. Creel

Domain Name(s) at Issue:
<newyorkpresbyterianhospital.org>

Response?:
Yes

Principle(s):

1) “Actual use in commerce, without more, establishes proctectable tradmeark rights under United States common law.  The ‘use in commerce’ standard requires (a) a bona fide use of a trademark or service mark in the ordinary course of trade, and (b) not made merely to reserve a right in a mark.”

2) “Respondent is not undertaking a legitimate fair use in accordance with [ICANN Policy] Paragraph 4(c)(iii) since his non-commercial use misleadingly diverts customers and tarnishes the trade or service marks at issue.”

3) Respondent argues that he registered the domain name at issue to “warn others about New York Presbyterian Hospital…[and] about some of the doctors.  Accepting this as true, this still does not allow appropriation of this domain name.  Respondent has other ways to voice his opinions about the hospital and its staff without appropriating its trademark.”

4) As explained in the E. & J. Gallo Winery v. Hanna Law Firm proceeding, “as a general proposition under United States law, Hanna Law Firm appears to have the right to establish ‘complaint websites’ for the purpose of ‘allowing consumers to voice complaints’ about Gallo and Bartles & Jaymes.  It appears also under United States law that Hanna Law Firm has the right to mention Bartles & Jaymes and its mark in the text at such a website.  However, it is not so clear that Hanna Law Firm is entitled to use the Bartles & Jaymes name or mark as part of Hanna Law Firm’s address for such a complaint website – notwithstanding Hanna Law Firm’s right to establish complaint websites under appropriate circumstances.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(iv), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
15(a)

Panel Decisions cited:
Compagnie de Saint Gobain v. Com-Union Corp., Case No. D2000-0020; E. & J. Gallo Winery v. Hanna Law Firm, Case No. D2000-0615.

Judicial decisions and statutes cited:
None

1197.
David Valls Biosca v. Alex Blasi Mas, Case No. D2000-0749
a. Date:
September 26, 2000

Panelist(s):
Antonio Mille

Domain Name(s) at Issue:
<davidvalls.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(c)(i), 4(c)(ii), 4(c)(iii)

Uniform Rules cited:
3(b)(xii)

Panel Decisions cited:
Telstra Corp. Ltd. v. Nuclear Marshmallows, Case No. D2000-0003; Cortefiel, S.A. v. The Gallery Group, Case No. D2000-0162; Julia Fiona Roberts v. Russell Boyd, Case No. D2000-0210; Jeanette Winterson v. Mark Hogarth, Case No. D2000-0235; Rita Rudner v. Internetco Corp., Case No. D2000-0581; 
Banco Espanol de Creditor, S.A. v. Miguel duarte Perry Vidal Taveira, Case No. D2000-0018.

Judicial decisions and statutes cited:
None

1198.
Frederick M. Nicholas, Administrator, The Sam Francis Estate v. Magidson Fine 
Art, Inc., Case No. D2000-0673
a. Date:
September 27, 2000

Panelist(s):
G. Gervaise Davis; Sally M. Abel; Richard W. Page (dissenting)

Domain Name(s) at Issue:
<samfrancis.com>

Response?:
Yes

Principle(s):

1) One may establish common law rights in their name if they are able to achieve secondary meaning or association with that name.

Result:
Decision for Respondent

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(iv), 4(c), 4(i)

Uniform Rules cited:
2(a), 15

Panel Decisions cited:
Julia Roberts v. Russell Boyd, Case No. D2000-0210

Judicial decisions and statutes cited:
None

1199.
CUX, Inc. v. DomainNamesAvailable, Case No. D2000-0972
a. Date:
September 27, 2000

Panelist(s):
Joan Clark

Domain Name(s) at Issue:
<corporateuniversityxchange.com>

Response?:
Yes

Principle(s):

1) “The addition in the domain name of the gTLD and the addition of ‘Inc.’ in Complainant’s unregistered trademark do not alter the fact that the domain name is virtually identical to Complainant’s trademarks.”

2) “A passive holding of a domain name registration can, in certain circumstances, constitute a domain name being used in bad faith.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(iv), 4(c)

Uniform Rules cited:
2(a), 4(a)

Panel Decisions cited:
Telstra Corp. Ltd. v. Nuclear Marshmallows, Case No. D2000-0003

Judicial decisions and statutes cited:
None

1200.
AT&T Corp. v. Domains by Brian Evans, Case No. D2000-0790
a. Date:
September 27, 2000

Panelist(s):
Dennis A. Foster

Domain Name(s) at Issue:
<attweb.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(i), 4(b)(ii), 4(i)

Uniform Rules cited:
15

Panel Decisions cited:
AT&T Corp. v. Tala Alamuddin, Case No. D2000-0249.

Judicial decisions and statutes cited:
None

1201.
Antera S.p.A. v. Antera, Inc., Case No. D2000-0689
a. Date:
September 28, 2000

Panelist(s):
Andrea Mondini

Domain Name(s) at Issue:
<antera.com, antera.net>

Response?:
No

Principle(s):

1) “It is well established that the specific top level of the domain name such as ‘.net’ or ‘.com’ does not affect a domain name for the purpose of determining whether it is identical or confusingly similar to a trademark.”

Result:
Names transfer

Policy cited:
4(a), 4(b)(iv), 4(c), 4(i)

Uniform Rules cited:
None

Panel Decisions cited:
Busy Body, Inc. v. Fitness Outlet Inc., Case No. D2000-0127; Cellular One Group v. Paul Brien, Case No. D2000-0028.

Judicial decisions and statutes cited:
None

1202.
Multi thematiques v. Matthew C. Harper, Case No. D2000-0695
a. Date:
September 28, 2000

Panelist(s):
Benoit Van Asbroeck

Domain Name(s) at Issue:
<luxurychannel.com, luxurychannel.net, theluxurychannel.com, theluxurychannel.net>

Response?:
Yes

Principle(s):

Result:
Decision for Respondent

Policy cited:
4(a), 4(b)(i)

Uniform Rules cited:
15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1203.
Tough Traveler, Ltd. v. Kelty Pack, Inc., Mike Scherer, and Inkling Pen Co., Case 
No. D2000-0783
a. Date:
September 28, 2000

Panelist(s):
David H. Bernstein

Domain Name(s) at Issue:
<kidcarrier.com>

Response?:
Yes

Principle(s):

1) “Without a registration, there is no presumption of validity of Complainant’s claim of exclusive rights in the mark, and it must establish common-law rights [for] the term to prevail.”

2) UDRP proceedings are inappropriate for a conclusively deciding serious questions as to the ownership and proper classification of unregistered marks.”

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i)

Uniform Rules cited:
None

Panel Decisions cited:
Quixtar Investments, Inc. v. Scott A. Smithberger and QUIXTAR-IBO, Case No. D2000-0138; Plaza Operating Partners, Ltd. v. Pop Data Technologies, Inc. and Joseph Pillus, Case No. D2000-0166; Document Technologies, Inc. v. International Electronic Communications, Inc., Case No. D2000-0270; Hotels & Resorts, Inc. v. Mike Rodgerall, Case No. D2000-0568.

Judicial decisions and statutes cited:
King-Seeley Thermos Co. v. Aladdin Indus., Inc., 321 F.2d 577, 580 (2nd Cir. 1963); Clairol, Inc. v. Roux Distributing Co, 280 F.2d 863, 865 (CCPA 1960).

1204.
America Online, Inc. v. Cyber Network LLP, Case No. D2000-0977
a. Date:
September 29, 2000

Panelist(s):
M. Scott Donahey

Domain Name(s) at Issue:
<icq2me.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)(iv), 4(i)

Uniform Rules cited:
2(a), 15(a)

Panel Decisions cited:
InfoSpace.com, Inc. v. Delighters, Inc. d/b/a Joe’s Internet Café, Case No. D2000-0068; Alcoholics Anonymous world Services, Inc. v. Raymond, Case No. D2000-0007; Ronson Plc. v. Unimetal Sanayai ve Tic. A.S., Case No. D2000-0011; InfoSpace.com, Inc. v. Hari Prakash, Case No. D2000-0076.

Judicial decisions and statutes cited:
None

1205.
Netcentives Inc. v. B W Brody Company, Case No. D2000-0672
a. Date:
September 29, 2000

Panelist(s):
Clark W. Lackert

Domain Name(s) at Issue:
<click-rewards.com>

Response?:
No

Principle(s):

1) Respondent demonstrates bad faith when he breached his registration contract with NSI for the domain name at issue, “because [Respondent] knowingly misrepresented that [his] registration of that domain name did not infringe the rights of any third party.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(i),4(c)

Uniform Rules cited:
3(b)(xi), 3(b)(xiv)

Panel Decisions cited:
World Wrestling Federation Entertainment, Inc. v. Michael Bosman, Case No. D99-0001; Cellular One Group v. Paul Brien, Case No. D2000-0028; Fire-Trol Holdings, L.L.C. v. Fire Foam Products Development, Case No. FA0002000093709; America Online, Inc. v. Avrasya Yayincilik Danismanlik Ltd., Case No. FA0002000093679; Slep-Tone Entertainment Corporation v. Sound Choice Disc Jockeys, Inc., Case No. FA0002000093636.

Judicial decisions and statutes cited:
Panavision International, L.P. v. Dennis Toeppen, et al., 141 F.3d 1316 (9th Cir. 1998).

1206.
Yahoo!Inc. and GeoCities v. Cupcakes, Cupcake city, Cupcake Confidential, 
Cupcake-Party, Cupcake Parade, and John Zuccarini, Case No. D2000-0777
a. Date:
October 2, 2000

Panelist(s):
David Wagoner

Domain Name(s) at Issue:
<40chatyahoo.com, geocitieschat.com, yahochat.com, yaholagans.com, yaholagins.com, yahoochatroom.com, yahooclassified.com, yahooe-mail.com, yahoofinancial.com, yahoohome.com, yahoohoroscopes.com, yahoolagens.com, yahoolagin.com, yahoolgan.com, yahoolgins.com, yahooligens.com, yahooligin.com, yahooligins.com, yahoolligans.com, yahoologins.com, yahoomessanger.com, yahoomessenger.com, yahoopeoplesearch.com, yahooserch.com, yahotravel.com, yahoovoicechat.com, yaooligans.com>

Response?:
No

Principle(s):

Result:
Names transfer

Policy cited:
4(a), 4(a)(ii), 4(b), 4(b)(ii), 4(b)(iv), 4(c), 4(i)

Uniform Rules cited:
5(e), 12, 14(e)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1207.
Robert Alan Thomas v. Customer Card Services, Inc. d/b/a IAS-UK, Case No. 
D2000-0872
a. Date:
October 2, 2000

Panelist(s):
Clark W. Lackert

Domain Name(s) at Issue:
<amateuraction.com>

Response?:
Yes

Principle(s):

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(iii), 4(b)(iv), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
Adaptive Molecular Technologies, Inc. v. Priscilla Woodward 7 Charles R. Thorton, d/b/a Machines & More, Case No. D2000-0006.

Judicial decisions and statutes cited:
None

1208.
Asphalt Research Technology, Inc. v. Anything.com, Case No. D2000-0967
a. Date:
October 2, 2000

Panelist(s):
Ross Carson

Domain Name(s) at Issue:
<ezstreet.com>

Response?:
Yes

Principle(s):

1) “Having regard to the fact that there are many registrations and pending applications for EASY STREET and variations thereof and the fact that the Respondent has developed other web sites and is planning to develop a web site related to personal financial matters under the domain name “ezssstreet.com”, I find that the Complainant has failed to prove that Respondent has no rights or legitimate interest in the domain name “ezstreet.com”.

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(c)

Uniform Rules cited:
5(a), 4(b)(i), 15

Panel Decisions cited:
Telstra Corp. Ltd. v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
Halsey v. Brotherhood(1881), 19 Ch. D. 386 Lord Coleridge L.C.J.

1209.
Naturwood Furniture v. Vermont Internet, Case No. AF-0314
a. Date:
October 2, 2000

Panelist(s):
L.J. Gibbons

Domain Name(s) at Issue:
<naturwood.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(b)(i)

Uniform Rules cited:
2(a), 5(ix)(e)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1210.
Canonais, S.L. v. Maria Dolores Diaz Ros, Case No. D2000-0592
a. Date:
October 2, 2000

Panelist(s):
Roberto A. Bianchi

Domain Name(s) at Issue:
<amichi.com, amichi.net, amichi.org>

Response?:
Yes

Principle(s):

Result:
Names transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(b)(iv), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii), 4(i)

Uniform Rules cited:
3(b)(xii), 15

Panel Decisions cited:
RAIMAT, S.A. v. Antonio Casals, Case No. D2000-0143; URALITA, S.A. v. Rafael Del Rosal Macias, Case No. D2000-0219; METRO BILBAO, S.A. v. Ignacio Allende Fernandez, Case No. D2000-0467; CSA International a.k.a. Canadian Standards Association v. John O. Shannon and Care Tech Industries, Inc., Case No. D2000-0071; Monty and Pat Roberts, Inc. v. Bill Keith, Case No. D2000-0299; Monty and Pat Roberts, Inc. v. J. Bartell, Case No. D2000-0300; World Wrestling Federation, Inc. v. Michael Bosman, Case No. D99-0001; Robert Ellenbogen v. Mike Pearson, Case No. D2000-0001; Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

1211.
Kosmea Pty Limited v. Carmel Krpan, Case No. D2000-0948
a. Date:
October 3, 2000

Panelist(s):
Philip N. Argy

Domain Name(s) at Issue:
<kosmea.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(i), 4(b)(iv), 4(c)(i), 4(c)(iii)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1212.
SunFest of Palm Beach County, Inc. v. Electronic System Technologies, Inc. et al., 
Case No. D2000-0631
a. Date:
October 3, 2000

Panelist(s):
Richard W. Page

Domain Name(s) at Issue:
<sunfest.com, sunfest.net>

Response?:
Yes

Principle(s):

1) “Links from the disputed domain name to another website unrealted to the purported bona fide business do not establish any serious preparations to use the domain name in a bona fide offering of goods and services.”

Result:
Names transfer

Policy cited:
4(a)(i), 4(a)(ii), 4(a)(iii), 4(b)(i), 4(b)(iv), 4(c), 4(c)(i), 4(c)(ii), 4(c)(iii), 4(i)

Uniform Rules cited:
2(a), 15

Panel Decisions cited:
Easy Jet Airline Co. v. Steggles, Case No. D2000-0024; CSA International v. Shannon, Case No. D2000-0071; Home Interiors & Gifts, Inc. v. Home Interiors, Case No. D2000-0010.

Judicial decisions and statutes cited:
None

1213.
United Way of America v. The Ruppanner Company LLC, Case No. AF-0349
a. Date:
October 3, 2000

Panelist(s):
Mark R. Joelson

Domain Name(s) at Issue:
<tocqueville.net>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(i)

Uniform Rules cited:
5(e)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1214.
Acoustical Publications, Inc. v. Frank Cintron, Case No. AF-0319
a. Date:
October 3, 2000

Panelist(s):
Jordan Weinstein

Domain Name(s) at Issue:
<soundandvibration.com>

Response?:
Yes

Principle(s):

1) Words that are highly descriptive or generic and have not acquired a secondary meaning may not grant Complainant common law trademark rights.

Result:
Decision for Respondent

Policy cited:
4(a), 4(b), 4(c), 4(i)

Uniform Rules cited:
2(a), 15

Panel Decisions cited:
World Wrestling Federation Entertainment, Inc. v. Michael Bosman, Case No. D99-0001; Robert Ellenbogen v. Mike Pearson, Case No. D2000-0001.

Judicial decisions and statutes cited:
None

1215.
Phil Martin v. MDD, Inc., Case No. AF-0310
a. Date:
October 4, 2000

Panelist(s):
Mauricio Jaramillo C.

Domain Name(s) at Issue:
<blueridgeknife.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Phillip S. Martin, d/b/a Blue Ridge Knives v. Deon Carpenter, Case No. FA0002000094311.

Judicial decisions and statutes cited:
None

1216.
Isabelle Adjani v. Second Orbit Communications, Inc., Case No. D2000-0867
a. Date:
October 4, 2000

Panelist(s):
David Perkins

Domain Name(s) at Issue:
<isabelle-adjani.net>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(b), 4(c)

Uniform Rules cited:
2(a), 15(a)

Panel Decisions cited:
Winterson v. Hogarth, Case No. D2000-0235; Julia Fiona Roberts v. Russell Boyd, Case No. D2000-0210; Cedar Trade Associates Inc. v. Greg Ricks, Case No. FA0002000093633; Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
15 U.S.C. § 105(d); Glaxo plc. v. Glaxo-Wellcome Ltd., (1996) FSR 388; British Telecommunications plc & Others v. One in a Million Ltd., (1999) FSR 1 (C.A.).

1217.
America Online Inc. v. Belmont Studios Ltd., Case No. D2000-0979
a. Date:
October 4, 2000

Panelist(s):
Ho. Sir. Ian Barker

Domain Name(s) at Issue:
<icqpornjokes.com, icqsexchat.com, freeicqsex.com>

Response?:
Yes

Principle(s):

1) “The additions of the suggestive sexual words does nothing to deflect the impact on the viewer of the mark “ICQ”; therefore, the addition is insignificant to finding whether the domain name is identical or similar to Complainant’s mark.

2) “The value which Respondent seeks to secure from sale of the domain name is based on the underlying value of Complainant’s trademark.  This value is grounded in the right of Complainant to use its mark to identify itself as a source of goods or services.  Respondent has failed to establish any legitimate domain name-related use for Complainant’s trademark, in a context in which such legitimization might be possible.  The Respondent having failed to present any such justification, the Panel may reasonably infer that Respondent neither intended to make nor has made any legitimate use of Complainant’s trademark in connection with the [domain name] at issue.”

Result:
Names transfer

Policy cited:
4(a), 4(a)(iii), 4(b), 4(i)

Uniform Rules cited:
5(b), 15(a)

Panel Decisions cited:
AT&T Corp v. Tala Alamuddin, Case No. D2000-0249; Educational Testing Service v. TOEFL, Case No. D2000-0044; Singapore Airlines Limited v. Robert Nielson, Case No. D2000-0644.

Judicial decisions and statutes cited:
US Federal Trademark Dilution Act 1995; Hasbro Inc. v. Internet Entertainment Group Ltd., 1996 WL 84853 (W.D. Wash. 1996); New Zealand Post Ltd. v. Leng [1999] 3 NZLR 219.

1218.
Port Aventura, S.A. v. Miguel Garcia Quintas, Case No. D2000-0751
a. Date:
October 4, 2000

Panelist(s):
Mario A Sol Muntanola

Domain Name(s) at Issue:
<portaventura.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(i)

Uniform Rules cited:
15, 15(a)

Panel Decisions cited:
Robert Ellenbogen v. Mike Pearson, Case No. D2000-0001; J. Garcia-Carrion, S.A. v. M. Jose Catalan Frias, Case No. D2000-0239; Seur, S.A. v. Antonio Llanos, Case No. D2000-0691; Cortefiel, S.A. v. Miguel Garcia Quintas, Case No. D2000-0140; Parfums Christian Dior v. Javier Garcia Quintas, Case No. D2000-0226.

Judicial decisions and statutes cited:
None

1219.
AltaVista Company v. S.M.A., Inc., Case No. D2000-0927
a. Date:
October 4, 2000

Panelist(s):
Jeffrey M. Samuels

Domain Name(s) at Issue:
<altavistausa.com>

Response?:
Yes

Principle(s):

1) “The determination of whether the requirement of [paragraph 4(a)(i) of the ICANN] Policy is satisfied is based solely on a comparison of Complainant’s mark(s) and the domain name(s) in dispute.  This is not a trademark infringement or unfair competition lawsuit in which liability i[s] predicated upon a finding of likelihood of confusion, which, in turn, is based, in part, on a comparison of the parties’ goods and/or services.”

2) “The fact that Respondent ‘donates’ all its income to activities associated with medical research does not convert its ‘commercial’ activity into a ‘noncommercial’ activity.”

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(c)(iii)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1220.
Enrique Bernat F., SA v. Marrodan, Case No. D2000-0966
a. Date:
October 4, 2000

Panelist(s):
Gordon D. Harris

Domain Name(s) at Issue:
<chupa-chups.com>

Response?:
No

Principle(s):

1) “There have been a number of decisions by panelists indicating quite clearly that inaction can constitute use in bad faith.  This panel does not necessarily accept that that is the case, but is prepared to agree that general inaction accompanied, as in this case, by an offer to sell for a value way in excess of the cost involved in obtaining the domain name, is sufficient to constitute use in bad faith.”

Result:
Name transfer

Policy cited:
4(b)(i)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1221.
Union Electrica Fenosa, S.A. v. Sydey Hussain, Case No. D2000-0893
a. Date:
October 4, 2000

Panelist(s):
Antonio Mille

Domain Name(s) at Issue:
<unionfenosa.net>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(c), 4(i)

Uniform Rules cited:
2(a)

Panel Decisions cited:
J. Garcia-Carrion, S.A. v. Ma Jose Catalan Frias, Case No. D2000-0239.

Judicial decisions and statutes cited:
None

1222.
Compania Anonima Cigarrera Bigott Sucesores v. Alberto Pardo Pisani, Case No. 
D2000-0448
a. Date:
October 5, 2000

Panelist(s):
Fernando Triana

Domain Name(s) at Issue:
<bigott.com>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(b)(i), 4(b)(ii), 4(b)(iii), 4(c), 4(i)

Uniform Rules cited:
5(e), 10(b), 14(a), 15, 15(a)

Panel Decisions cited:
RAIMAT, S.A. v. Antonio Casals, Case No. D2000-0143; Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

1223.
Multi thematiques v. Matthew C. Harper, Case No. D2000-0694
a. Date:
October 5, 2000

Panelist(s):
Benoit Van Asbroeck

Domain Name(s) at Issue:
<wishline.net>

Response?:
Yes

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(c)

Uniform Rules cited:
15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1224.
Compania de Radiocomunicaciones Moviles S.A. and BellSouth Corporation v. 
Argentina Web Design, Case No. D2000-0914

a. Date:
October 5, 2000

Panelist(s):
Roberto A. Bianchi

Domain Name(s) at Issue:
<movicombellsouth.com>

Response?:
No

Principle(s):

1) Respondent demonstrated bad faith by the following:

a) In registering the domain name, Respondent slavishly copied the Complainants’ marks;

b) Apart from the fact of their trademark registrations, both Complainants have a reasonable claim that their marks and tradenames are famous or at least well known;

c) This proceeding was binding for the Respondent.  Nevertheless it failed to present the Panel with any submission, document, or communication whatsoever, despite the fact that it had been duly notified by the Center;

d) The effect of a subsisting registration of the domain name by the Respondent equals to deprive Complainants from legitimately reflecting their marks in the domain name at issue;

e) The inactivity of the website under the domain name at issue causes the public to believe inter alai that Complainants do not have a website; and 

f) The offer for sale of the domain name by the Respondent’s contact person.

Result:
Name transfer

Policy cited:
4(a)(i), 4(a)(iii), 4(b)(i), 4(b)(ii), 4(c), 4(i)

Uniform Rules cited:
2(a), 5(b)(i), 10(a), 14, 14(a), 14(b), 15

Panel Decisions cited:
Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; World Wrestling Entertainment Federation v. Bosman, Case No. D99-0001; Compania de Radiocomunicaciones Moviles S.A. and BellSouth Corporation v. Juan Bolinhas d/b/a “MOVICOM BELLSOUTH”, Case No. D2000-0915.

Judicial decisions and statutes cited:
BellSouth Corporation v. B.E.L.-Tronics Limited (Canada) and B.E.L.-Tronics Limited (Kansas) (Civil Action No. 1-93-CV-1714-CC).

1225.
Compania de Radiocomunicaciones Moviles S.A. and BellSouth Corporation v. 
Juan Bolinhas d/b/a “MOVICOM BELLSOUTH”, Case No. D2000-0915
a. Date:
October 5, 2000

Panelist(s):
Roberto A. Bianchi

Domain Name(s) at Issue:
<movicom-bellsouth.com, movicombellsouth.net, movicom-bellsouth.net>

Response?:
No

Principle(s):

Result:
Names transfer

Policy cited:
4(a), 4(a)(i), 4(a)(iii), 4(b)(i), 4(c), 4(c)(ii), 4(i)

Uniform Rules cited:
5(b)(i), 10(a), 14, 14(a), 14(b), 15

Panel Decisions cited:
Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003; World Wrestling Entertainment Federation v. Bosman, Case No. D99-0001; Compania de Radiocomunicaciones Moviles S.A. and BellSouth Corporation v. Argentina Web Design, Case No. D2000-0914.

Judicial decisions and statutes cited:
BellSouth Corporation v. B.E.L.-Tronics Limited (Canada) and B.E.L.-Tronics Limited (Kansas) (Civil Action No. 1-93-CV-1714-CC).

1226.
CBS Radio Inc. v. Oldies Radio, Case No. D2000-1033
a. Date:
October 5, 2000

Panelist(s):
Jeffrey M. Samuels

Domain Name(s) at Issue:
<wgrr.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(b)(ii)

Uniform Rules cited:
None

Panel Decisions cited:
Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
None

1227.
EDB 4Tel ASA v. Atel Technology, Case No. D2000-0734
a. Date:
October 5, 2000

Panelist(s):
Henry Olsson

Domain Name(s) at Issue:
<4tel.com>

Response?:
No

Principle(s):

Result:
Decision for Respondent

Policy cited:
4(a), 4(i)

Uniform Rules cited:
3(b)(xiii), 14, 15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1228.
Advanced Media, S.A. v. Lullaby Software Design – David Diez, Case No. D2000-
0843
a. Date:
October 6, 2000

Panelist(s):
Luis H. de Larramendi

Domain Name(s) at Issue:
<nosolomusica.com>

Response?:
Yes

Principle(s):

Result:
Decision for Respondent

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii)

Uniform Rules cited:
15(a)

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1229.
Focus Do it All Group and others v. Athanasios Sermbizis, Case No. D2000-0923

a. Date:
October 6, 2000

Panelist(s):
William R. Cornish

Domain Name(s) at Issue:
<focus-do-it-all.com>

Response?:
Yes

Principle(s):

1) The Panel found that Respondent refused to “…sell at cost and that of itself is not enough…” to demonstrates bad faith.

Result:
Name transfer

Policy cited:
4(a), 4(a)(ii), 4(a)(iii)

Uniform Rules cited:
2(a)

Panel Decisions cited:
Easyjet Airline Company Limited v. Stephen B. Harding, Case No. D2000-0398; Reuters Limited v. Ghee Khaan Tan, Case No. D2000-0670; EasyJet Airline Company Ltd. v. Mr. Tim Holt, Case No. D2000-0465.

Judicial decisions and statutes cited:
None

1230.
University of Stuttgart v. Domain Search, Case No. D2000-0932
a. Date:
October 6, 2000

Panelist(s):
Knud Wallberg

Domain Name(s) at Issue:
<uni-stuttgart.com>

Response?:
No

Principle(s):

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(c), 4(i)

Uniform Rules cited:
15, 15(a)

Panel Decisions cited:
The Chancellor, Masters and Scholars of the University of Oxford v. DR Seagle, Case No. D2000-0308.

Judicial decisions and statutes cited:
None

1231.
Media West-GSI, Inc., and Gannett Satellite Information Network, Inc. (collectively 
“Complaint”) v. Damain Macafee (Respondent), Case No. D2000-01032
a. Date:
October 6, 2000

Panelist(s):
Joan Clark

Domain Name(s) at Issue:
<baseballweekly.com>

Response?:
Yes

Principle(s):

1) Statements displayed on Respondent’s web site “…do not constitute an offer to sell the domain name, they are an invitation to make offers to purchase it, for a sum to be negotiated which would obviously be greater than the cost of registration, that is, for a profit.”  Therefore, this act demonstrates bad faith on the part of Respondent.

Result:
Name transfer

Policy cited:
4(a), 4(a)(i), 4(a)(ii), 4(a)(iii), 4(b), 4(c)

Uniform Rules cited:
None

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None

1232.
The Chase Manhattan Corporation v. Supreme Ltd., Inc., Case No. D2000-0931
a. Date:
October 9, 2000

Panelist(s):
Jonathan Hudis

Domain Name(s) at Issue:
<chaseplatinum.net, chaseplatinum.org>

Response?:
No

Principle(s):

1) “Supreme [Respondent] evidenced bad faith registration and use of the contested domain names by (a) demonstrating that it has registered multiple domain names that encompass the marks or names of well known credit companies or other business, and (b) threatening to use the domain names at issue in this proceeding to direct Internet users to a pornography site if Chase did not submit to Supreme’s demands.”

Result:
Names transfer

Policy cited:
4(a), 4(b), 4(b)(i), 4(b)(ii), 4(c)

Uniform Rules cited:
2(a), 3(b), 14

Panel Decisions cited:
Miles D. Ltd. dba Jazz Alley v. Shosha, Case No. AF-0318; Royal Bank of Canada v. D3M Domain Sales, Case No. AF-0147; Oxygen Media, LLC v. Primary Source, Case No. D2000-0362; NFL Properties, Inc., et al. v. Rusty Rahe, Case No. D2000-0128; Telstra Corporation Limited v. Nuclear Marshmallows, Case No. D2000-0003.

Judicial decisions and statutes cited:
15 U.S.C. § 1065, 1125(c)(1)

1233.
Carrefour S.A. v. Multigestiones Puertonorte S.L., Case No. D2000-0837
a. Date:
October 11, 2000

Panelist(s):
James Bridgeman

Domain Name(s) at Issue:
<carrefour-group.com, carrefourgroup.com, newcarrefourgroup.com>

Response?:
No

Principle(s):

Result:
Names transfer

Policy cited:
4(a), 4(i)

Uniform Rules cited:
15

Panel Decisions cited:
None

Judicial decisions and statutes cited:
None
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